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RECENT CANADIAN DECISIONS 
By Harold G. Fox, Q.C.* 


There has been a surprising paucity of litigation in the field 
of trademarks and unfair competition since the date of my last 
report to The Trademark Reporter. Only three decisions have 
been handed down by Canadian courts concerning matters of 
interest to readers of this bulletin. 

In my last report, I had occasion to discuss the decision of 
the Manitoba Court of Queen’s Bench in Donald Hart Limited v. 
Kilroy and Frank Kilroy Limited, 45 TMR 879. In that case the 
individual defendant had previously-been engaged as a principal 
shareholder in the plaintiff company which company had sold 
women’s blouses under a trademark of which the word KILRoy was 
the dominant feature. Difficulties having arisen the individual 
defendant sold his interest in the plaintiff company and then ef- 
fected the incorporation of a company under the name of FRANK 
KILROY, LIMITED, the corporate defendant in the action. This com- 
pany made and sold women’s blouses which were labelled as being 
the product of FRANK KILROY, LIMITED, the word KiLRoy being in 
script exactly the same as that used by the plaintiff company and 
the words FRANK and LIMITED being minimized in use with the result 
that the word xiLRoy was the distinctive part. At the trial an 
injunction was granted restraining the corporate defendant from 
continuing the use of the name KiLRoy, Maybank J. pointing out 
that whatever may be said about an individual’s inherent right to 
use his own name in business a corporation has no such right to 
use a name chosen for it by its incorporators. The Manitoba Court 
of Appeal by a majority judgment’ held that the evidence sup- 
ported the finding of the trial judge. In giving judgment, the 
majority of the court observed that it must be conceded that a 


* Member of the Toronto, Ontario Bar; Associate Member U.S.T.A. 
1. (1955), 15 Fox Pat.C. 71. 


909 
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person has the right to use his own patronymic in business even 
if it causes confusion. It is obvious that the learned members of 
the Court of Appeal quite missed the point. The corporate defen- 
dant was not carrying on business under a patronymic as the term 
is understood but under a name chosen for it ad hoc. It was, 
therefore, vested with none of the rights of an individual as was so 
clearly pointed out by Maybank J. in his reasons for judgment at 
trial. The Court of Appeal however agreed with the finding of the 
trial judge that there was bad faith and intention to deceive on the 
part of the defendant and that the use by it of the respondent’s 
trademark on its goods and in its advertisements constituted both 
infringement and passing off. The majority also found that the 
words complained of had acquired a secondary meaning as desig- 
nating the plaintiff’s goods. 

In a dissenting judgment, Montague J.A. held that the word 
KILROY being a surname and the word oricinaL being a clearly 
descriptive word neither was properly registrable as a trademark 
under section 26 of the Unfair Competition Act (see now section 
12 of the Trade Marks Act) and the conjoining of the two did not 
make them any more registrable than if they stood by themselves. 
He not only found that on the evidence the words had not acquired 
a secondary meaning but pointed out that even if they had they 
would have been registrable only if such secondary meaning had 
been acquired at the time of application for registration and if the 
application had been made under the provision of the Act appli- 
cable thereto, namely, section 29 of the Unfair Competition Act. 
In this the dissenting judge was clearly right and the majority 
wrong. This principle has found expression in the judgment of the 
Exchequer Court of Canada in J. H. Munro v. Neaman Fur Co. 
Limited,’ and by the Supreme Court of Canada in the Frigidaire 
ease.* While, therefore, the judgment in favor of the plaintiff for 
passing off was proper and logical a judgment for infringement 
of trademark was irrational, in view of the obvious invalidity of 
the plaintiff’s registration. Secondary meaning at the time of 
action brought is relevant to the issue of passing off but not to the 
issue of infringement. It is relevant in an infringement action only 


2. [1947] Ex.C.R. 1, 5 Fox Pat.C. 194. 
3. Bellows v. General Motors Corporation, [1949] 8.C.R. 678, 9 Fox Pat.C. 78. 
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on the question whether the plaintiff’s registration is valid or 
invalid. That was the error in the Hurlbut case, as noted in the 
annotations to the trial judgment in the present case (14 Fox Pat. 
C. at 98) and Montague J.A. rightly pointed out that not only is 
secondary meaning relevant only at the time of application for 
registration but that such application must be based on that sec- 
ondary meaning in accordance with the appropriate procedure. 
It is only by virtue of section 18 (2) of the new Trade Marks Act 
that the second of these qualifications may be disregarded but 
the first remains in full force. It is to be emphasized that, under 
Canada’s three successive trademark statutes, secondary meaning 
was and is irrelevant in an infringement action so far as concerns 
the time of infringement. The only time in that action which was 
and is relevant on the question of secondary meaning is the time of 
application for registration. If the mark had then acquired secon- 
dary meaning, cadit quaestio: if it had not then, under both the Un- 
fair Competition Act and the new Trade Marks Act, the registra- 
tion was and is invalid. But under the Trade Mark and Design Act, 
repealed in 1932, so long as it was on the register the proprietor 
was by statute entitled to “the exclusive right to use the trade mark 
to designate articles manufactured or sold by him.”* The only 
way in which a registration under that Act could have been prop- 
erly attacked was by bringing action in the Exchequer Court for 
its expungement. Although the matter can only now be considered 
academically, it is not without interest to note the number of cases 
in which the courts of Canada refused relief to the proprietor of a 
registered trademark on the ground of its invalidity, yet leaving 
the registration standing on the register. In the face of the clear 
terms of the statute it is surprising how long such a practice per- 
sisted, the judgment of the Supreme Court of Canada in the 
Hurlbut case being an outstanding example. 

The principle stated by the majority of the court was that 
“it must be conceded that a person has the right to use his own 
patronymic in business, even if it causes confusion.” But it can- 
not be so conceded because the statement only gives part of the 
principle. At common law the principle may thus be stated: A 
person has the right to use his own name in business, even if it 


4. Sec. 13(2). 
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causes confusion, so long as he does so honestly. The following 
clarification of this principle is necessary: 

(1) “His own name” does not mean part of his name. This 
aspect of the question is inseparably connected with the aspect 
of honesty, in the use of a personal name. The courts are becoming 
increasingly aware that the vaunted desire to use a personal name 
is often in direct proportion to its commercial value as a vehicle 
for sponging on the good will of an established trader and have thus 
pointed out that honesty will compel a person to use his full name 
and not merely a part of it such as a surname: see, e.g., A. A. Allan 
& Co. Ltd. v. Kates et al.;> Aubanel & Alabaster Ltd. v. Aubanel.® 

(2) “In business” means in his own business and not the busi- 
ness of a corporation, even though he may be the person forming 
that company: see, e.g., Heppels Lid. v. Eppels Ltd.’ 

(3) He must not use his own name if a similar name has 
acquired a secondary meaning in the market in relation to similar 
goods or a similar business for, in such a case, he is not being 
honest in the use of his name. 

Under the new statute the principle may thus be stated: 

(1) If a person finds that his own name has been validly 
registered hy someone else as a trademark he may not use that 
name as a trademark for his goods or services. He may, however, 
make any bona fide use of his personal name as a trade name, so 
long as such use is in such a manner as is not likely to have the 
effect of depreciating the value of the good will attaching to the 
registered trademark. 

(2) If a person finds that his own name has not been regis- 
tered as a trademark by someone else then his rights are those at 
common law as set out above. 

The vexed question of the use of geographical words as trade- 
marks and trade names fell for decision in Cira et al. v. Karmanoff 
et al.® 

The plaintiffs and defendants opened restaurants in Toronto, 
under the name capri, in each case being ignorant of the fact that 


(1947), 7 Fox Pat.C. 1, (1948), 8 Fox Pat.C. 2. 
(1949), 66 R.P.C. 343. 

(1929), 46 R.P.C. 96. 

(1955), 15 Fox Pat.C, 90, 
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the other group had done so. The plaintiffs’ restaurant, which 
was intended to attract an exclusive clientele, was opened on March 
3, 1954. The defendants’ restaurant, which was of the cheap, 
snack-bar type, was opened seven miles distant from that of the 
plaintiffs on March 25, 1954. The trial judge acquitted each side 
of any intention to commit a fraud on the other. He found that 
the restaurants served entirely different classes of customers, that 
it would not be possible for any person to mistake one restaurant 
for the other and that there was no confusion. It was held by 
Ferguson J. that while no person has the exclusive right to a 
geographic name, in the case of a fanciful name or one which is 
not in its primary sense geographical, the mere appropriation of 
the name by the first in time may put later comers to the trouble 
of taking such reasonable precautions as are commercially prac- 
ticable to prevent their lawful names and advertisements from 
deceitfully diverting the plaintiff’s custom, and this is so whenever 
the late comer’s name is designed, that is, is likely to cause con- 
fusion. But with respect to a geographical name used as a trade 
name, it must have acquired a secondary meaning by continued 
use before the user is entitled to claim that the name is his exclu- 
sive property if used in its primary sense. Neither the plaintiff 
nor the defendants had used the name capri in its primary 
geographic sense. It was the use of a geographical name dislocated 
or disconnected from any association with the business and was 
therefore an arbitrary use of the name and was, in reality, a fancy 
name. The plaintiffs had not used the name for a sufficiently long 
time to be entitled to its exclusive use and the defendants were 
not trying to reap where they had not sown. 

It is obvious that the trial judge directed his mind to the 
critical factor in the case when he said in the course of his judg- 
ment that “in cases of this kind the first question is whether the 
plaintiff has an exclusive right to the name.” It is trite law that 
the mere first use of a trade name or trademark is not sufficient to 
enable a plaintiff to succeed in a passing off action: he must estab- 
lish that his goods or business are known to and recognized by 
the public, or by a particular section of the public who deal in 
that type of goods or that type of business by a particular mark, 
name, get-up or other accompaniment that is associated in their 
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minds with his goods or business alone. It is the essence of an 
action for passing off to show first that there has been an invasion 
by the defendant of a proprietary right of the plaintiff in respect 
of which the plaintiff is entitled to protection and, secondly, that 
such invasion has resulted in damage or that it creates a real 
and tangible risk that damage will ensue. A man is not entitled 
to exclusive proprietary rights even in a fancy name in vacuo; his 
right to protection in an action for passing off must depend on 
his showing that he enjoys a reputation in that name in respect 
of some profession or business that he carries on or in respect of 
some goods which he sells. In addition he must, of course, show 
that the acts of the defendant of which he complains have inter- 
fered or are calculated to interfere with the conduct of his profes- 
sion, business or goods in the sense that those acts of the defen- 
dant have led or are calculated to lead the public to confuse the 
profession, business or goods of the plaintiff with the profession, 
business or goods of the defendant. 

While there could be no possibility of success for the plaintiff 
on the facts of the present case this decision is nevertheless another 
in the long line of decisions illustrating the reluctance of the courts 
to give any sort of protection to geographical trade names or 
trademarks.’ Readers of this bulletin will be aware of the great 
difficulty of registering such words as trademarks under the 
English practice.*° While the stringency of this rule has been 
relaxed and the position with respect to registrability of geograph- 
ical words considerably ameliorated by the deletion from Canada’s 
trademark statute of the baneful words “adapted to distinguish,” 
it must nevertheless be remembered that in default of proof of 
secondary meaning a word that is clearly descriptive or deceptively 
misdescriptive of the place of origin of wares or services is still 
denied registration under the Trade Marks Act. How far the 
Registrar will go in refusing such words on the ground of decep- 
tive misdescription is not yet clear nor is it apparent how far he 
will be affected in his decisions by the reference made by Lord 


9. See e.g., Steinberg v. Belgium Glove and Hosiery Co. of Canada Limited (1953), 
14 Fox Pat.C. 1, discussed in 44 TMR 621. 

10. See, for example, Liverpool Cable Co.’s Application (1929), 46 R.P.C. 99; 
Bailey § Co. Ltd. v. Clark, Son §& Morland Limited (1938), 55 R.P.C. 253; Yorkshire 
Copper Works Limited’s Application (1954), 71 R.P.C. 150, 
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Asquith of Bishopstone in the Yorkshire Copper case. Lord 
Asquith there pointed out that when a trademark is geographical 
it follows, paradoxical as it may sound, that it can only be con- 
sidered to be inherently distinctive where its significance in the 
particular context is non-geographical, for only so can it serve 
to distinguish the goods of one producer from the goods of others. 
Good imaginary instances of this paradox given by Lord Asquith 
were: NORTH POLE bananas and MONTE ROSA cigarettes. In those 
instances the geographical term is clearly not applied in any geo- 
graphical sense. But the recent legislation in Canada overcomes 
this impossible situation by reducing the rule to one of common 
sense so that if a geographical word is in fact distinctive of one 
trader’s goods then it is registrable upon proof of that fact. So 
far as concerns the common law principle of passing off the old 
and familiar Stone Ales and Glenfield Starch cases will control.” 
In the present decision Ferguson J. found that confusion 
would be impossible because of the different quality of the two 
restaurants. He observed: “The restaurants serve entirely differ- 
ent classes of customers. It would not be possible for any person 
to mistake one restaurant for the other and it would, in my opinion, 
having regard to the wide differences in everything pertaining 
to the restaurants, be scarcely possible for a person to be found 
in the defendant’s place of business because he had dealt with 
the plaintiffs.” These words form an illuminating contrast to the 
words of MacInnes J. of the Supreme Court of British Columbia 
in Hilton Hotels Limited et al. v. Belkin & Kalensky.* In that case 
the defendants had registered a partnership under the name 
HILTON HOTEL and in April, 1955, had opened a hotel in Vancouver 
under the name HILTon HOTEL. The plaintiff, with some show of 
reason, brought action for an injunction restraining the use of 
such name. In granting an interlocutory injunction, MacInnes J. 
said: “It could not be said here deception is improbable; in fact 
the converse appears to me to be quite obviously true. The plain- 
tiff companies being an international organization particularly 
active on the North American continent, it is more than probable 
that to a great many travellers accustomed to staying at hotels 


11. Montgomery v. Thompson, [1891] A.C. 217, 8 R.P.C. 361; Wotherspoon v. 
Currie (1872), 5 H.L. 508. 
12. (1955), 15 Fox Pat.C. 130. 
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operated by this chain that a reference to any hotel directory 
covering the City of Vancouver would indicate that there is a 
HILTON HOTEL in Vancouver, and such traveller might quite prob- 
ably be deceived into thinking that the defendant’s hotel in Van- 
couver was one of the chain. On the defendant’s own affidavit the 
standard set by the HILTON HOTEL in Vancouver falls far short of 
those prevailing in the plaintiff’s hotels—such being the case the 
plaintiff companies undoubtedly would suffer damage to their 
reputation as a result of anyone, through being misled through the 
name, staying at the defendant’s hotel in Vancouver.” 

These two passages from two judgments having different 
results show the result of the necessarily subjective approach to 
questions of this kind. 

This is the first instance in which the good will in the trade 
name of a business located in a foreign country and having had 
no use in Canada has been the basis of injunctive relief at the suit 
of the foreign proprietor against its use in this country. There 
have been vague and tentative approaches to the problem in our 
courts and in those of Great Britain but in those cases relief 
has been based upon the possession of some good will, no matter 
how tenuous, within the jurisdiction itself, as, for example, in 
Panhard et Levassor v. Panhard-Lavassor Motor Co. Ltd. et al.,™ 
Potret v. Jules Poret et al.** and Music Corporation of America 
et al. v. Music Corporation (Great Britain) Ltd.“ This is in vivid 
contrast to the principle enunciated by the Federal Courts in the 
United States to the effect that the theory that there cannot be 
unfair competition unless there is competition is now outmoded.*® 


There has been singularly little jurisprudence in Canada on 
this subject. In Brewster Transport Co. v. Rocky Mountain Tours 
and Transport Co. et al.“ the plaintiff was held disentitled to pro- 
tection of the name ROYAL BLUE LINE applied to its buses in view 
of the fact that an affiliated company of the defendants had used 


13. (1901), 18 R.P.C. 405. 

14, (1920), 37 R.P.C. 177. 

15. (1937), 54 R.P.C. 41. 

16. See, for example, White Tower System v. White Castle System (1937), 33 
USPQ 573, 27 TMR 600; Stork Restawrant v. Sahati (1948), 76 USPQ 374, 38 TMR 
431; Food Fair Stores v. Food Fair Inc. (1949), 83 USPQ 14, 39 TMR 894; Pike v. 
Ruby Foo’s Den, Inc. of Maryland et al. (1956), 109 USPQ 78, 46 TMR 602. 

17. (1930), 24 Alta. L.R. 406, (1931) S.C.R. 336. 
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the words ROYAL BLUE LINE for many years both in the United 
States and in various parts of Canada prior to the date of the 
adoption of the name by the plaintiff. The decision in Shutt v. 
Sterling Food Markets Limited** appears somewhat inconclusive. 
In that case the plaintiff, a resident of Edmonton, visited Van- 
couver where he saw several of the defendant’s provision shops 
which were carried on under the name sTERLING MARKETS OF STERLING 
FOOD MARKETS. On his return to Edmonton he opened a shop under 
a similar name. The defendant then expanded its business and 
opened a shop in Edmonton using the name that it had popularized 
in Vancouver. Each party sued the other for an injunction re- 
straining the use of the name in Edmonton and the court dismissed 
both the action and the counterclaim. 

Possibly the only English case in which a good will solely 
existent in a foreign country formed the basis of an action for 
injunctive relief against the use of a similar name is that of 
Robimeau v. Charbonel.” In that case the defendants opened a 
shop in Bond Street, London, placing on their window their names 
with the legend Ex-PREMIERES DE LA in small letters followed by 
MAISON BOISSIER DE PARIS in very large and conspicuous letters. They 
had been forewomen, and therefore Ex-PREMIERES Of Boissier in 
Paris, but Malins V.-C dismissed the action on the ground that 
the plaintiff, having no agency or place of business in England 
could suffer no injury from the defendants’ conduct. 

In the present case, the plaintiff company had no place of 
business in Canada and it is to be noted that there was no finding 
that it had any good will in Canada. The learned Judge merely 
found that a traveller coming to Vancouver might or could prob- 
ably be deceived into thinking that the defendants’ hotel in Van- 
couver was one of the plaintiff’s chain of hotels. 

One cannot help but feel that the learned Judge was right in 
granting an injunction and that whatever may have been the 
approach to questions of this type in the past the equitable prin- 
ciple of fair trading was properly applied. Certainly the taking 
of a trade name well-known in a foreign country and using it in 
Canada is contrary to honest industrial and commercial usage 


18. [1933] 3 W.W.R. 219. 
19. [1876] W.N. 160. 
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and might well form the basis of relief under s. 7(e) of the Trade 
Marks Act. But how far does such a principle extend? Are the 
courts of Canada to take cognizance of all well-known trade names 
in use in all foreign countries? Or, alternatively, must the plaintiff 
show that its trade name is known in Canada and that it has some 
intention of making use of its trade name in Canada in the rea- 
sonably near future? Until the present decision the law of Canada 
would seem to have gone no further than this, that no person could 
commence and carry on a business under a name similar to that 
of a similar business carried on in a foreign country if it could be 
shown that the name of the foreign business was known in this 
country and that this country offered a natural and legitimate field 
of expansion of the operations of the foreign user, and a fortiori 
if the defendant had so acted that his conduct operated as a fraud 
on the public to the detriment of the owner of the foreign business. 
The question that inevitably arises is whether confusion in the 
mind of a traveller in Canada from a foreign country is such con- 
fusion as ought to form a basis for relief by a Canadian court at 
the suit of a foreign possessor of an entirely foreign good will. 

Although the Trade Marks Act came into force on July 1, 
1954, there has as yet been no case interpreting any of its provi- 
sions and there is no jurisprudence yet existing which will serve 
to illustrate questions that have already arisen as to its terms. 
So far, however, the statute seems to be working reasonably well 
and with little, if any, complaint. 
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TRADEMARKS “AUTHORED” BY AN ELECTRONIC BRAIN 


By T. J. Connors* and A. J. Schmitz** 


A dedicated man once ventured that an ape seated long enough 
at a typewriter would eventually reproduce the works of Shake- 
speare. Unless the ape puts on speed, an electronic machine may 
beat him to publication. 

The machine—IBM 702—is the “author” of a 42,000-word 
lexicon of potential trademarks for new drugs marketed by Chas. 
Pfizer & Co., Inc. Printed electronically by International Business 
Machines, the unique book was the outcome of Pfizer’s need for a 
systematic catalogue of new trademarks. Haphazard methods of 
selecting brand names for new drugs, such as asking for sugges- 
tions from personnel, were not very satisfactory. The same names 
cropped up over and over again, or names were suggested that 
were already in use. 

Early in 1955, Pfizer learned from Abbott Laboratories of their 
experimental work with IBM on the use of a computer-printer for 
producing potential trademarks. Our thinking about the possibil- 
ities had been along similar lines, and we were intrigued with the 
idea and felt it was worth investigating further. 

Abbott very graciously told us all they knew from their experi- 
ence with a word-making machine. Their data was extremely 
helpful. Additional work was begun to adapt the computer’s skills 
to Pfizer’s needs. 

First, we thought out our criteria for drug trademarks. New 
drug names have to be short, relatively easy to spell and pronounce, 
and capable of being transliterated into several languages. And 
they must have an authentic medical “ring.” 

Short chemical names most often have two prefix syllables and 
a one- or two-syllable ending. A random sampling of the technical 
literature of several languages produced 30 word endings, each 
related in spelling and phonetics. These 30 endings were found in 
80 per cent of the chemical names sampled. 

Prefix syllables were a different and more difficult problem. 
All the letters of the alphabet, combined into two-syllable prefixes 


* Member of New York Bar; Legal Division, Chas. Pfizer & Co., Inc. 
** Member of Pfizer’s Central Operations Research Group. 
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and matched up with the 30 possible endings, would total more 
than two hundred trillion words! Printed a thousand words to a 
page and bound in 500-page volumes, this astronomical list of neo- 
logisms would enrich Pfizer’s library by four hundred million vol- 
umes—when a business machine printer completed the job some 
270,000 years from now. 

It was obvious that IBM 702 needed more specific instructions 
to turn out fewer and better names. The 30 original endings were 
reduced to ten. Five of these start with a consonant to match up 
with vowel-ending prefixes and five start with a vowel for prefixes 
ending in a consonant. 

To cut down the size of the book, not every suffix appears with 
each prefix. By random selection, only one of the ten possible 
endings is printed with each prefix. The endings are sufficiently 
familiar to those using the book so that even a cursory scanning 
suggests the missing eight names for each group of ten suffixes. 

The letters Q, J, X and Z were removed from IBM 702’s alpha- 
bet, triple consonants were discarded and Y was treated as a vowel 
only. Certain double consonants were retained to start and end 
syllables, but no consonants are printed twice. (TERRAMYCIN, for 
instance, is printed as teramycin by IBM 702). 

With the limitless possibilities reduced, instructions were 
punched out on IBM cards and fed to IBM 702. Some 65,000 word 
combinations were now possible. The machine selectively elimi- 
nated 22,000 combinations of no value. 

Final instructions were run off on high speed magnetic tape 
and fed back to the machine. Within two hours, the job of author- 
ing and printing was complete. Forty-two thousand potential 
names for new drugs were neatly printed four columns to a page 
in a book just under 200 pages long. 

The format of the lexicon is particularly useful to us. Words 
are printed in sequence across the columns, rather than down. 
Reading down, words are randomized further, stimulating addi- 
tional combinations of prefix and suffix. Also, we made sure that 
plenty of space was left between each column to write in additional 
words suggested by the printed ones. 

We included many useful shorter drug names within longer 
ones. Optane, for instance, is contained in the lexicon’s keoptane. 
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The combination of randomized endings and the deliberately long 
word forms provides us with about eight times the number of 
names actually printed. At a conservative estimate, perhaps 4 or 
5 per cent of the words would make good trademarks for new 
drugs, satisfying our criteria of a simple, transliterable, medical- 
sounding term. Perhaps one in four of these would pass the final 
test of being specialized enough for a new drug. 

Each of the division heads at Pfizer now has a copy of the 
lexicon. When a product is ready for naming, a request goes out 
to the head of the division responsible for the product. He in turn 
requests trademarks from his staff, who use the printed lexicon 
as a sourcebook. Suggested trademarks are screened by the divi- 
sional manager and a selected list is sent to the New Products 
Development Manager. Next they are screened by the Legal Divi- 
sion to determine their availability for use through a review of 
current drug directories as well as a search of trademarks filed and 
registered in the U. S. Patent Office. In the event the proposed 
trademark clears these steps, it is then published in the Bulletin of 
the Combined Trade-Mark Bureau’ which is circulated to member 
drug companies to determine whether any of such companies object 
to the proposed mark. Simultaneously, foreign searches of the 
trademark are undertaken in selected countries to determine its 
availability for use by our international subsidiaries. The foreign 
searches generally require about one month to complete. If at the 
end of this period there have been no objections to the trademark 
and the foreign searches indicate its availability, a decision is made 
to employ it to name the product for which it has been considered. 

News of the electronic author caused a mild editorial stir 
across the world. A British newspaper picked up the story and a 
correspondent for the British medical journal, Lancet was moved 
to comment in verse. Using some of the names coined by IBM 702, 
Lancet’s correspondent raised his hands in mock horror over the 
etymological portent of the inhuman lexicographer, and wrote: 


“How doth the lowly platuphyl 
Avert the psychic pain 
Of starycidal tendencies 
In cliohacyn’s train...” 


1. Combined Trade-Mark Bureau of the American Drug Manufacturers Association 
and the American Pharmaceutical Manufacturers Association, Washington, D. C 
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Although Pfizer guards the names in its lexicon assiduously, 
amusing footnotes to the electronic volume have appeared. Careful 
serutiny of the book revealed that IBM 702 had not censored its 
occasional indelicacies, blasphemies and downright indecencies—a 
source of some amusement and embarrassment to its Pfizer 


sponsors. 
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THE "CORNELL" NAME IN LITIGATION* 


By G. Marshall Abbey** 


A professor in the College of Agriculture at Cornell Uni- 
versity developed a formula for a highly nutritious bread which 
was published in various trade journals for the benefit of the public. 
The formula attracted the attention of many bakers, including the 
defendant, Messing Bakeries, Inc. This New York City baker began 
to produce bread made by the formula and to distribute it through 
its five thousand retail outlets in the metropolitan area. Without 
authority from any responsible officer of the University, the defen- 
dant featured, on its bread wrapper and in its advertising, the 
name CORNELL BREAD (later changed to CORNELL RECIPE BREAD) 
printed in white on a red pennant—the well-known Cornell colors. 
The defendant registered CORNELL BREAD and CORNELL LOAF under 
the trademark laws of New York and New Jersey and coRNnEeLL 
RECIPE BREAD in Connecticut. 

After extensive negotiations, Cornell brought suit to enjoin the 
deceptive use of the name corNELL and to revoke the registrations.’ 
The trial court? ordered the registrations cancelled and enjoined 
the use of the name coRNELL except under the following conditions: 
defendant might use CORNELL FORMULA BREAD if the words were not 
over one half inch high and the defendant’s name were twice as 
large; the wrapper could contain no pennants, scrolls, ete. indica- 


* 


Cornell University v. Messing Bakeries, Inc., 285 App. Div. 490, 138 N.Y.S. 
2d 280 (3d Dept.), 105 USPQ 140, 45 TMR 547; aff’d, 309 N.Y. 722, 128 N.E.2d 421 
(1955), 106 USPQ 391. 
Reprinted by permission from the Cornell Law Quarterly, v. 41, Spring 1956. 
** Third year student at Cornell University Law School; member of the Board of 
Editors of the Cornell Law Quarterly. 
1. The first cause of action was for unfair competition. The second was a statu- 
tory action brought under N.Y. Gen. Bus. Law $367: 
The supreme court may, in an action brought for that purpose, by any person 
aggrieved thereby against any person who has already ... registered any such... 
trademark . . . direct the revocation of any such registration where it shall deter- 
mine that the person who has already registered the same is not the rightful owner 
of any such trademark... . 
The above section was repealed in 1954. Comparable provisions for the revocation of 
registrations may be found in the new section under the same number. 


2. 135 N.Y.8.2d 101 (Sup. Ct. Tompkins County 1954), Noted 6 Syracuse L. Rev. 
383 (1955). 
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tive of a university and the wrapper must include the formula and 
a clause disclaiming any connection with Cornell University. On 
appeal, the appellate division* modified the judgment to allow the 
registration as well as the use of corNELL Recipe BREAD under re- 
laxed restrictions. The Court of Appeals, two judges dissenting, 
affirmed in a memorandum opinion.* 

This case poses two problems: (1) can an educational institu- 
tion enjoin the deceptive use and trademark registration of its 
name by a commercial corporation, and, if so, (2) considering the 
facts of the case, what should be the scope of the injunction. 


1. Right of an Educational Institution to Protect Its Name 


Originally, the use of the same or similar name’ would be 
enjoined only if it could be shown that the defendant was “palming 
off” ° his goods’ as those of the plaintiff. Actual competition® was 


3. 285 App. Div. 490, 138 N.Y.S.2d 380 (3d Dep’t 1955). 

4, 309 N.Y. 722, 128 N.E.2d 421, reh. denied, 309 N.Y. 800, 130 N.E.2d 601 (1955). 

5. A trademark is a sign, device or mark which, by its use on goods produced or 
dealt with, distinguishes one person’s goods from those of others. Winthrop Chemical 
Co. v. Blackman, 150 Mise. 229, 268 N.Y. Supp. 647 (Sup. Ct. N.Y. County 1934), 
24 TMR 106, aff’d, 246 App. Div. 234, 285 N.Y. Supp. 443 (1st Dep’t 1936), 26 TMR 
148. A trade name, in its most common meaning, is a name used to designate a par- 
ticular business or place of business. Ball v. Broadway Bazaar, 194 N.Y. 429, 87 N.E. 
674 (1909). Thus the major distinguishing factors between a trademark and a trade 
name are that the former is applied to a vendable commodity (but see discussion of 
service marks note 7 infra) and may be registered under federal and state trademark 
laws while the latter is applied to a business and its good will and, as such, is usually 
not registrable. The law applicable to trademarks and trade names in unfair compe- 
tition actions is substantially the same. Neva-Wet Corp. v. Never Wet Processing Co., 
277 N.Y. 163, 13 N.E.2d 755 (1938), 28 TMR 167; Ford Motor Co. v. C.N. Cady Co., 
124 Mise. 678, 208 N.Y. Supp. 574 (Sup. Ct. Onondaga County), 15 TMR 243, modified 
and as modified aff’d, 216 App. Div. 786, 214 N.Y. Supp. 838 (4th Dep’t 1925). For 
an excellent study of the trademark-trade name distinction see: Handler & Pickett, 
Trade-Marks and Trade-Names, 30 COLUM. L. REV. 168, 759 (1930). 

“Name” as used in this note is meant to include both trademarks and trade names. 
This use is adopted in order to avoid constantly distinguishing between the two types of 
use except where such distinction is relevant. 

6. As stated in Congress Spring Co. v. High Rock Spring Co., 45 N.Y. 291 (1891): 
“The wrong done is the sale by the first of his goods as and for the goods of the last.” 

A reverse twist on this theory is found in International News Service v. Associated 
Press, 248 U.S. 215 (1918), 9 TMR 15, where the defendant was enjoined from palming 
off the plaintiff’s goods (news) as those of his own. With respect to services (as dis- 
tinguished from goods) see note 7 infra. 

7. A recent development in the. field is the recognition of service marks—a mark 
not used to identify goods, as is the traditional trademark, but used to identify services. 
Service marks are registrable under the Federal Trademark Act, Lanham Act § 3, 60 
Stat. 429 (1946), 15 U.S.C. § 1053 (1952) (as are certification and collective marks, 
60 Stat. 429 (1946), 15 U.S.C. § 1054 (1952)), but no provision is made for them under 
the New York law. See Garner, Service Marks Used by the Sellers of Goods, 44 TMR 
233 (1954); Allen, Service Marks, 39 TMR 793 (1949). 

8. Under the actual competition requirement, the competition element has two 
aspects: (1) competition between the same type of goods; and (2) competition in the 
same geographical area. On the latter problem see Note, 32 va. L. REV. 388 (1945). 
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the sine qua non of the unfair competition’ action and the only 


basis for relief recognized was the loss or potential loss of 
customers.” 


It was later recognized that the limitation of protection to 
eases of actual competition and loss of trade was unrealistic. If 
the same name were used on similar but non-competing goods, the 
senior user™ might suffer damage to his reputation or his credit 
standing if the confusion led the public to believe that he produced 
the goods.” With this recognition, the damage element widened 
from the plaintiff’s trade to his good will and actual competition 
was discarded as a necessity. The defendant’s use of the plaintiff’s 
name would be enjoined if there were a possibility that the public 
would be confused as to the source of the goods. Today, the great 
majority of cases illustrate applications of this doctrine.” 


9. Unfair competition covers a broader field than trademark infringement. A 
trademark infringement action is possible only when the parties are affixing the same 
or similar trademark to the same or related goods. 

An excellent and concise treatment of the entire field may be found in Developments 
in the Law of Trade-Marks and Unfair Competition, 68 HARV. L. REV. 814 (1955). 

10. See e.g., Astor v. West Eighty-Second Street Realty Co., 167 App. Div. 273, 

152 N.Y. Supp. 631 (1st Dep’t 1915), 5 TMR 182, (“... without competition there 
can be no unfair competition.”) ; Simplex Automobile Co. v. Kahnweiler, 162 App. Div. 
480, 147 N.Y. Supp. 617 (1st’ Dep't 1914), 4: TMR 353. See also, Tecla Corp. v. Salon 
Tecla Ltd., 249 N.Y. 157, 163 N.E. 134 (1928), 18 TMR 228, 561; Corning Glass 
Works. vy. Corning Cut Glass Co., 197 N.Y. 173, 90 N.E. 449 (1910). But ef. Kinsey v. 
Jacoby, 28 Abb. N. Cas. 451, 20 N.Y. Supp. 46 (Sup. Ct. N.Y. County 1892) (older 
ease pioneering the modern view.) 

Later cases allow an injunction if the plaintiff can show that he might either expand 
his product line, Long’s Hat Stores Corp. v. Long’s Clothes, Inc., 224 App. Div. 497, 
231 N.Y. Supp. 107 (1st Dep’t 1928), 18 TMR 562; Ford Motor Co. v. C.N. Cady Co., 
124 Mise. 678, 208 N.Y. Supp. 574 (Sup. Ct. Onondaga County), 15 TMR 243; modified 
and as modified aff’d, 216 App. Div. 786, 214 N.Y. Supp. 838 (4th Dep’t 1925), or 
his sales area, Rainbow Shops, Inc. v. Rainbow Specialty Shops, Inc., 176 Mise. 339, 
27 N.Y.S.2d 390 (Sup. Ct. Kings County 1941), 31 TMR 415; Maison Prunier v. 
Prunier’s Restaurant and Cafe, Inc., 159 Mise. 551, 288 N.Y. Supp. 529 (Sup. Ct. N.Y. 
County 1936), so that actual competition might result. 

11. In the absence of an assignment, trademark rights are acquired only through 
exclusive use, The first or senior user is therefore the owner. McLean v. Fleming, 96 
U.S. 245 (1877). 

12. Long’s Hat Stores Corp. vy. Long’s Clothes, Inc., 224 App. Div. 497, 231 N.Y. 
Supp. 107 (1st Dep’t 1928), 18 TMR 562; Metropolitan Opera Ass’n V. Wagner- Nichols 
Recording Corp., 194 Mise. 786, 101 N.Y.8.2d 483 (Sup. Ct. N.Y. County 1950), 40 
TMR 1072. 

13. See e.g., Forsythe Co. v. Forsythe Shoe Corp., 234 App. Div. 355, 254 N.Y. 
Supp. 584 (1st Dep’t), 22 TMR 246, modified and as modified aff’d, 259 N.Y. 248, 181 
N.E. 467 (1932), 22 TMR 327; Peerless Elec. Co. vy. Peerless Elec. Corp., 216 Misc. 
965, 135 N.Y.8.2d 885 (Sup. Ct. N.Y. County 1954), 44 TMR 1320, (electric motors 
and electric cooking equipment); Golenpaul v. Rosett, 174 Misc. 114, 18 N.Y.S.2d 889 
(Sup. Ct. N.Y. County 1940), 30 TMR 192, (radio program and magazine); Phila- 
delphia Storage Battery Co. v. Mindlin, 163 Misc. 52, 296 N.Y. Supp. 176 (Sup. Ct. 
N.Y. County. 1937), 27 TMR 375, (radios and razor blades). See also: Metropolitan 
Opera Ass’n vy. Wagner-Nichols Recording Corp., 194 Mise. 786, 101 N.Y.S.2d 483 
(Sup. Ct. N.Y. County), 40 TMR 1072, aff’d, 279 App. Div. 632, 107 N.Y.S.2d 795 
(Ist Dep’t 1950); Metropolitan Opera Ass’n vy. Pilot Radio Corp., 189 Misc. 505, 68 








926 THE TRADEMARK REPORTER Vol. 46 T. M.R. 


A small but important extension of this doctrine is found in 
the doctrine of confusion of sponsorship. This theory is based on 
the realization that, although the public does not believe that the 
goods of the defendant emanated from the plaintiff,’* the public 
may believe that he has some connection with them, which belief 
could cause injury to the plaintiff. Therefore, still zealously guard- 
ing the plaintiff’s good will, this off-shoot theory would enjoin the 
use of his name on any goods which the public might believe he 
sponsored, recommended or guaranteed.*® 

The periphery of uncertainty in this field today involves the 
theory of dilution. The theory’s rationale is quite simple: The 
volume and methods of modern advertising make a name the sym- 
bol of the user’s good will. As a result, the name itself has great 
selling power. The name’s effectiveness in this role depends upon 
its distinctiveness through exclusive use. The use of the name on 
any other goods dilutes that distinctiveness and tends to destroy 
the name’s selling power and therefore should be enjoined.** Al- 





N.Y.8.2d 789 (Sup. Ct. N.Y. County 1947), 37 TMR 150; New York World’s Fair v. 
World’s Fair News, Inc., 163 Mise. 661, 297 N.Y. Supp. 923 (Sup. Ct. N.Y. County 
1937), 28 TMR 27, aff’d, 256 App. Div. 373, 10 N.Y.S8.2d 56 (1st Dep’t 1938). 

With the increase in diversification by manufacturers and sellers and the increased 
notoriety of names through modern advertising, the ambit of protection under the con- 
fusion of source doctrine is constantly widening. Philadelphia Storage Battery Co. v. 


Mindlin, supra. 

14. Triangle Publications v. Rohrlich, 167 F.2d 969, 972-73 (2d Cir. 1948), 38 
TMR 657. 

15. Triangle Publications v. Rohrlich, 167 F.2d 969 (2d Cir. 1948), 38 TMR 657, 
cited with approval in Metropolitan Opera Ass’n v. Wagner-Nichols Recording Corp., 
194 Mise. 786, 101 N.Y.8.2d 483 (Sup. Ct. N.Y. County 1950); Hanson v. Triangle 
Publications, 163 F.2d 74 (8th Cir.), 37 TMR 645, cert. denied, 322 U.S. 855 (1947) ; 
Adolf Koster g Bros, v. F.T.C., 138 F.2d 824 (2d Cir. 1943); Vogue v. Thompson- 
Hudson Co., 300 Fed, 509 (6th Cir. 1924), 15 TMR 1, cert. denied, 273 U.S. 706 (1926). 
See also: Bamberger Broadcasting Service v. Orloff, 44 F. Supp. 904 (8.D.N.Y. 1942), 
32 TMR 276; Comment, 44 ILL. L. REV. 182 (1949). 

16. For discussions of this theory see, 3 CALLMANN, UNFAIR COMPETITION AND 
TRADE-MARKS 1642-44 (2d ed. 1950) (“The gravamen of a dilution complaint is that the 
continuous use of a mark similar to plaintiff’s works an inexorably adverse effect upon 
the distinctiveness of the plaintiff’s mark, and that, if he is powerless to prevent such 
use, his mark will lose its distinctiveness entirely.” id. at 1643); Pattishall, The Case 
for Anti-Dilution Trade-Mark Statutes, 43 TMR 887 (1953); Middleton, Some Reflec- 
tions on Dilution, 42 TMR 175 (1952); Schechter, The Rational Basis of Trade-Mark 
Protection, 40 HARV. L. REV. 813 (1927); Comment, 44 ILL. L. REV. 182, 186 (1949). 

This theory places the trademark above the trade, which makes it the complete 
antithesis of the product confusion theory. An argument may be made that this reflects 
the reality of modern selling in that the mark may be more important to the product’s 
success than the goods themselves. Brock, Merchandising Value of Trade-Marks, 42 
TMR 701 (1952); Brown, Advertising and the Public Interest, 57 Yate L.J. 1165 
(1948). Quaere: Under the dilution theory could a trademark owner enjoin the use of 
his mark on all goods even outside the geographic area of his present or potential sales? 
No discussion on this point has been found. The flow of travelers throughcut the country 
has enlarged the area of protection under the more conventional doctrines (see Stork 
Club Restaurant v. Sahati, 166 F.2d 348 (9th Cir. 1948), 38 TMR 431, in which the 
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though this theory was proposed in 1927,” it has found little appli- 
cation in the courts. Undoubtedly the reason for this is that the 
theory extends the owner’s rights so far that he has a virtual 
monopoly on the commercial, denominative™ use of the words in 
the English language.*® 

The only American case decided directly on this theory is the 
New York case, Tiffany & Co. v. Tiffany Productions, Inc.”” There, 
the well-known jewelry firm obtained an injunction against the 
use of its name by a producer and distributor of motion pictures. 
Although some evidence of public confusion was introduced, the 
court’s decision rested on the broader basis: 


The real injury in such cases of non-competitive products 
“is the gradual whittling away or dispersion of the identity 
and hold upon the public mind of the mark or name by its 
use upon non-competing goods.” 


No other New York case has been found which utilized the 
dilution theory,” and only two other cases note the availability of 
the theory as grounds for relief.** But, on the other hand, no 
fact situation has been presented to the courts which would 


famous New York night club obtained an injunction against the use of the name THE 
STORK CLUB by a restaurant owner in California) ; a fortiori, it should extend the area 
under the dilution theory. But, on the other hand, it is improbable that, under any 
theory, a manufacturer selling to a local New York market and whose reputation had 
not spread beyond the area of his sales, could limit the use of his mark on the uncon- 
nected, non-competing goods of a Californian selling to a local West Coast market. 

17. Schechter, The Rational Basis of Trade-Mark Protection, 40 HARV. L. REV. 813 
(1927). 

18. See, Handler & Pickett, Trade-Marks and Trade-Names, 30 COLUM. L. REV. 168, 
759 (1930). 

19. See, Middleton, Some Reflections on Dilution, 42 TMR 175 (1952). 

20. 147 Misc. 679, 264 N.Y. Supp. 459 (Sup. Ct. N.Y. County), 23 TMR 1, aff’d, 
237 App. Div. 801, 260 N.Y. Supp. 821 (1st Dep’t 1932), 23 TMR 117, aff’d, 262 N.Y. 
482, 188 N.E. 30 (1933). 

21. Id. at 681, 264 N.Y. Supp. at 462. 

22. This conclusion is based on a search of all the New York cases citing the 
Tiffany case and is confirmed by Middleton, Some Reflections on Dilution, 42 TMR 175 
(1952). The federal courts, in the period following the Tiffany case seem to have re- 
versed the trend and limited the scope of protection as they emphasized the public 
interest in the prevention of monopoly. Zlinkoff, Monopoly v. Competition, 53 YALE L.J. 
514, 528 (1944). This development seems to have made little impression on the New 
York courts. Possibly one of the reasons for the anti-dilution amendment to the New 
York trademark law was to set forth the New York law for clearer guidance of federal 
courts deciding unfair competition and trademark matters under New York law, and to 
avoid the narrow interpretation of New York law exemplified by Hyde Park Clothes, 
Inc. v. Hyde Park Fashions, 204 F.2d 223 (2d Cir. 1953), 48 TMR 934, 

23. Philadelphia Storage Battery Co. v. Mindlin, 163 Misc. 52, 54-55, 296 N.Y. 
Supp. 176, 179-80 (Sup. Ct. N.Y. County 1937), 27 TMR 375; Rainbow Shops, Inc. v. 
The Rainbow Specialty Shops, Inc., 176 Misc. 339, 341, 27 N.Y.8.2d 390, 392 (Sup. 
Ct. Kings County 1941), 31 TMR 415. See, Wertheimer vy. Milliken, 123 F. Supp. 358, 
360 (S.D.N.Y. 1954). 
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have been decided differently had the dilution theory been ap- 
plied.* Despite this paucity of common-law precedent, the New 
York legislature in 1954 added a section to the trademark law 
which codified the anti-dilution principle of the Tiffany case.” This 
section became effective on July 1, 1954, and as yet has not been 
applied or interpreted by the courts.” 

Parallel with these developments can be found a line of cases 
where a non-profit organization was granted an injunction against 
the use of its name by another non-profit organization. The con- 
cepts used in dealing with commercial parties as discussed above 
have little application in this area, where, strictly speaking, there 
is no competition, no “palming off,” no product confusion and no 
“selling power.” Nevertheless, these cases grant injunctive relief 
on the basis of the competition for funds and membership” or, in 
the later cases, the protection of the organization’s good will.” 

A synthesis of this line of cases with the cases involving com- 
mercial organization leads to the type of situation involved in the 
Cornell case—where a non-profit plaintiff is attempting to enjoin 
a commercial defendant. Since this synthesis has been made in 


24. This conclusion is based on a search of all the New York cases citing the 
Tiffany case. It seems unlikely that a court has refused to follow the dilution theory 
yet did not cite the Tiffany case. 

25. N.Y. Gen. Bus. Law § 36l-a, now § 368-c: 

Likelihood of injury to business reputation or of: dilution of the distinctive 
quality of a trade name or trademark.shall be a ground for injunctive relief in 
cases of trademark infringement notwithstanding the absence of competition be- 
tween the parties or the absence of confusion as to the source of the goods or 
services. 

26. But cf. Wertheimer v. Milliken, 123 F. Supp. 358, 360 (S.D.N.Y. 1954), 44 
TMR 1393; Georgia (Ga. Code Ann. §§ 106-15 (Supp. 1955) ), Illinois (Ill. Ann. Stat. 
ec. 140, §4a (Smith-Hurd Supp. 1954)), and Massachusetts (Mass. Ann. Laws ec. 11, 
§ 7A (1954)) have had similar anti-dilution statutes since 1955, 1946, and 1947 respec- 
tively. These statutes have yet to be used as the basis for an injunction when the 
defendant could not have been enjoined under one of the more conventional theories. 
See e.g., Food Fair Stores, Inc. v. Food Fair, 77 F.2d 177 (1st Cir. 1949), 39 TMR 
894; Pep Boys v. Pilavin, 77 USPQ 265 (D. Mass. 1948), 38 TMR 681; Mann v. Park- 
way Motor Sales, 85 N.E.2d 210 (Mass. 1949), 39 TMR 474; Healer v. Bloomberg Bros., 
321 Mass. 476, 73 N.E.2d 895 (1947), 37 TMR 775. The statutes have, however, served 
to obviate the need for actual competition where the common law still required it. Libby, 
McNeill § Libby v. Libby, 103 F. Supp. 968 (D. Mass. 1952), 42 TMR 644. The Illinois 
and Georgia statutes have apparently not been utilized. 

27. Salvation Army in the United States v. The American Salvation Army, 135 
App. Div. 268, 120 N.Y. Supp. 471 (1st Dep’t 1909), aff’d, 215 N.Y. 619, 98 N.E. 
1115 (1912); Society of 1812 v. Society of 1812 in the State of New York, 46 App. 
Div. 568, 62 N.Y. Supp. 355 (1st Dep’t 1900). 

28. Benevolent and Protective Order of Elks v. Improved Benevolent and Protec- 
tive Order of Elks, 205 N.Y. 459, 98 N.E. 756 (1912); In re Boy Explorers of America, 
67 N.Y.S.2d 108. (Sup. Ct. N.Y. County 1946); Colwmbia Grammar School v. Clawson, 
126 Misc. 841, 200 N.Y. Supp. 768 (Sup. Ct. N.Y. County 1923), 13 TMR 324. 
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New York only once before,”® and then by a lower court, the prin- 
cipal case is of considerable significance. 

Neither the trial court nor the appellate division had any 
trouble deciding that some injunctive relief should be granted. 
After noting that “equity may .. . shield the thrust by business 
into the kind of legal rights acquired in areas entirely removed 
from commercial activities,” * the appellate division applied the 
following reasoning: 


The theory underlying injunctive interference is that an 
educational institution which has won large public prestige 
by hard effort and at high cost ought not, against its will, have 
that prestige diluted by a commercial use of its name, sug- 
gesting connection or benefit to the institution from the enter- 
prise.* 


Although by this language the court seems to be using both the 
sponsorship and dilution theories, later discussion in the opinion 
suggests that only the former was intended.” 


29. Trustees of Columbia Uniwersity v. Axenfeld, 136 Misc. 831, 241 N.Y. Supp. 
4 (Sup. Ct. N.Y. County 1930). 

See also N.Y. Pen. Law § 948: 

No person, society or corporation shall with intent to acquire or obtain for 
personal or business purposes a benefit or advantage, assume, adopt or use the name 
of a benevolent, humane or charitable organization incorporated under the laws of 
this state, or a name so nearly resembling it as to be calculated to deceive the 
public with respect to any such corporation. A violation of this section shall be a 
misdemeanor. Whenever there shall be an actual or threatened violation, an appli- 
cation may be made to a court of justice having jurisdiction to issue an in- 
junction. ... 

N.Y. Civ. Rights Law §§ 50-51 provide a statutory right of privacy and provide for the 
remedies of injunction and damages against the use of a living person’s name or picture 
for advertising purposes without his consent. The use is a misdemeanor. A corporate 
name, obviously, is not within the protection of the Civil Rights Law. Jaccard v. R.H. 
Macy § Co., 265 App. Div. 15, 37 N.Y.8.2d 851 (1st Dep’t 1941). 

A recent and leading case outside New York (the holding of which is consistent 
with that of the principal case) is Golden Slipper Square Club v. Golden Slipper Res- 
tawrant, 371 Pa. 92, 88 A.2d 734 (1952), 42 TMR 672, noted, 1952 wasn. v.L.Q. 590. 
The famous case of Vassar College v. Loose-Wiles Biscuit Co., 197 Fed. 982 (W.D. Mo. 
1912), 2 TMR 496, reached a contrary result on the basis that a college has no right 
of privacy. Unfair competition was not seriously stressed since actual competition was 
then an essential element of the wrong and was lacking. The libel claim failed for lack 
of special damages. While distinguishable on its facts from the Vassar case, the Cornell 
case in effect buried the ghost of the earlier one. See 3 CALLMANN, UNFAIR COMPETITION 
AND TRADE-MARKS 1178, n.83 (2d ed. 1950). 

30. 285 App. Div. at 492, 138 N.Y.8.2d at 282. 

31. Ibid. 

32. If the dilution theory were followed, an injunction would issue against the use 
of CORNELL on any product, since any use would lead to a “whittling away” and “dis- 
persion” of the distinctiveness of the name. The court explains that it would not extend 
the scope of protection this far but would confine it to products which could “suggest 
a link to the University.” Ibid. 
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The case appears to illustrate a proper application of the 
sponsorship theory. The use of the name corNnELL, the University’s 
colors, and a pennant make it clear that connELL on the wrapper 
referred to the plaintiff. Although a New York City buyer would 
not assume that Cornell University baked the bread, there is a 
strong possibility that this buyer would believe that some spon- 
sorship or beneficial connection existed between the bread and the 
University. The well-known fact that Cornell is continually experi- 
menting with foods and food processes* and Cornell’s world-wide 
reputation in the nutrition field would buttress the buyer’s belief. 
The decision in favor of equitable intervention, therefore, seems 
thoroughly justified and in line with the trend of New York law. 


2. Scope of Injunctive Relief 


In determining the scope of the relief which should be afforded, 
some additional facts are necessary. Cornell first protested to the 
defendant on October 10, 1951,°* immediately after the baker’s ad- 
vertising was brought to its attention. At this time the defendant 
was informed of the University’s standing policy of “opposing the 
use of the name CORNELL by any enterprise over which it has no 
control where the use of the name will lead the public to believe 
that the University has some responsibility for the product con- 
cerned.” ** During the next two years the parties carried on exten- 
sive negotiations looking to a settlement of the problem without 
litigation.** 

All courts agreed that, excluding these negotiations, Cornell 
would be entitled to the full scope of injunctive relief. The appel- 
late division, however, overruling the trial court’s finding to the 
contrary, found in these negotiations, “intimations of assent” * 
which necessitated modifying the judgment. 


33. It was established at the trial that “as a necessary result of its activities in 
the field of agriculture and home economics, [Cornell] produced a quantity of food 
products which are sold to the public. . . . The plaintiff realized from the sale of these 
products approximately $1,000,000 per year, approximately one half of said amount 
being receipts from the sale of food products under the plaintiff’s name.” 135 N.Y.S.2d 
at 102. The trial court did not rely on this as a basis for issuing the injunction and 
the appellate division did not mention the point. 

34. Record on Appeal, Exhibit volume 1, Cornell Uniwersity v. Messing Bakeries, 
Inc., 309 N.Y. 722, 128 N.E.2d 421 (1955). 

35. Id. at 2. 

36. This correspondence was entered by the plaintiff as evidence. Id, at 1-101, 

37. 285 App. Div. at 493, 138 N.Y.8,2d at 283, 
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The appellate division felt that a memorandum, approved by 
the Executive Committee of the Board of Trustees of Cornell on 
May 16, 1952, and issued to the numerous bakers using or inter- 
ested in using the formula and the name coRNELL in connection 
therewith, was of prime importance.* This memorandum stated 
that the bakers using the formula could call the bread corNELL 
FORMULA BREAD under the following conditions: (1) the words may 
not be printed in letters over one half inch high and the baker’s 
name must be a more prominent feature of the wrapper; (2) the 
wrapper must not contain any pennants, scrolls or other devices 
indicative of a university but must contain the formula and a clause 
disclaiming any connection with Cornell University. 

The problem here is again twofold: Should the defendant be 
allowed any use beyond that consented to in the memorandum? 
And did the defendant acquire exclusive rights in the use of 
CORNELL RECIPE [OR FORMULA] BREAD? 

If we look solely at Cornell’s intention it is clear that both 
questions must be answered in the negative. The University wanted 
the formula to be available to all bakers, and all bakers to enjoy 
an equal right to identify the bread as coRNELL FORMULA BREAD. No 
trademark use and, a fortiori, no acquisition of exclusive trade- 
mark rights was intended. 

In considering the applicable law, it is apparent that Cornell 
never had the right to enjoin all uses of its name in connection with 
the bread. Obviously, it could not prohibit a use of the factual 


38. Record on Appeal, Exhibit volume 44-47. 

39. See Substituted Findings, Appellate Division Judgment of Modification and 
Affirmance. Record on Appeal 268. 

Besides the memorandum, the appellate division referred to the following corre- 
spondence: On November 5, 1951, Robert B. Meigs, the University’s Counsel, wrote to 
the defendant’s attorney stating that the “most desirable” solution to the problem would 
be for Messing Bakeries to discontinue the use of the name CORNELL entirely. However, 
in the alternative, he “suggested” the following proposal: Messing would eliminate the 
use of the pennant and place a disclaimer clause on the wrapper. Furthermore, instead 
of CORNELL BREAD, Messing should use CORNELL FORMULA, RECIPE OR TYPE BREAD (in that 
order of preference). If Messing found this proposal satisfactory, Meigs would “recom- 
mend” it to the Executive Committee. Record on Appeal, Exhibit volume 14-17. It 
would seem that this letter should be disregarded as a factor since Meigs had no 
authority to change the University’s standing policy and did not attempt to consent to 
the use suggested and since the proposal was not accepted by the defendant. 

In a later letter (Nov. 23, 1951), Meigs informed the defendant’s attorney: 

The [Executive] Committee adhered to their policy of not permitting the use of 

the name CORNELL in connection with any commercial product and consequently 

found the proposal . . . unsatisfactory. Consequently, I have no alternative but to 
ask that Messing Bakery Company discontinue the use of the word CORNELL in 
connection with the bread. 

Id. at 21-22. 
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statement that the formula was developed at Cornell.*° However, 
it did have the right to prohibit unfair trading on the name 
CORNELL, including unauthorized trademark use thereof, although 
this right might have been lost or limited by any of the following 
possibilities: assignment, license, abandonment, or acquiescence. 

Assignment: An assignment is a complete transfer of owner- 
ship.** The memorandum cannot be fairly interpreted so as to 
grant such a proprietary interest. Rather it is a consent to a use, 
carefully delimited by prescribed terms and conditions imposed by 
Cornell to preserve its continuing interest in its name. 

Furthermore, if there were an assignment, it was to a large 
and open class of bakers who would hold whatever rights were 
assigned as co-owners. Thus no baker would acquire exclusive 
rights in the name. 

Incense: A license may be distinguished from an assignment 
in that only the latter transfers ownership.*? A license involves 
limited non-proprietary rights exercisable under continuing control 
by the licensor.** If the memorandum amounted to a license it 
must, since it was addressed to all interested bakers, necessarily 
be construed as a non-exclusive license amounting to a promise not 
to sue if the licensees kept within the bounds of the limited, non- 
trademark use prescribed by the terms and conditions therein. 


Abandonment: Since this type of loss amounts to a forfeiture, 
the abandonment must be strictly proved and it is often reiterated 


40. Prestonettes, Inc. vy. Coty, 264 U.S. 359 (1924); Bard-Parker Co. v. Crescent 
Mfg. Co., 174 Misc. 356, 20 N.Y.8.2d 759 (Sup. Ct. N.Y. County 1940), 30 TMR 322. 

41. A trademark is assignable, Adrian v. Untermann, 281 App. Div. 81, 118 
N.Y.8.2d 121 (1st Dep’t 1953), 43 TMR 192, aff’d, 306 N.Y. 771, 118 N.E.2d 477 
(1954), but only together with the good will of the product or business with which it 
had been identified. Falk v. American West Indies Trading Co., 180 N.Y. 445, 73 
N.E. 239 (1903); Molka Wines Co. v. Rosenthal, 160 Misc. 805, 290 N.Y. Supp. 717 
(Sup. Ct. N.Y. County 1936), aff’d, 248 App. Div. 863, 290 N.Y. Supp. 718 (1st Dep’t 
1937). Therefore, a trademark cannot be assigned for use on a type of goods on which 
the purported assignor had not used the mark. Foster Canning Co. v. London, 17 N.Y.S. 
2d 583 (Sup. Ct. Queens County 1939); Restatement, Torts § 755, comment ¢ (1938). 
It is at least arguable that Cornell could not assign the right to use its name on bread 
since it had never sold bread bearing its name. This argument, however, can probably 
be overcome on the grounds that it had applied its name to other food products sold 
by it. See note 33 supra. 

Quaere, whether Cornell, being in part a state-supported University (the formula 
having been developed in one of the state-financed programs) could assign the right 
to use its name to a private commercial enterprise. 

42. CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS 1269 (2d ed. 1950); Note, 
23 N.Y.U.L.Q. REV. 482 (1948). 

43. Bacardi Corp. v. Domenech, 311 U.S. 150 (1940), 31 TMR 2. 


6 
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that non-use alone is not enough.“ An intent to abandon must be 
shown. While this rule seems clear, its application is complicated 
by the fiction of constructive intent applied in cases of extreme 
acquiescence. 


Acquiescence: Mere acquiescence, meaning inaction in the face 
of known unauthorized use, will not bar an action for a permanent 
injunction. It may, however, bar an action for damages* or act 
as a defense to a motion for a preliminary injunction.’ In spite of 
this rule, the courts also recognize that when this acquiescence 
reaches a certain point it can act as an estoppel in a suit for an 
injunction. The necessary point is reached only when the acquies- 
cence “has continued so long and under such circumstances as to 
defeat the right [of ownership in the mark or name] itself.” “ 
Apparently, long and prejudicial delay may be interpreted as an 
intent by the owner to renounce his rights, thus giving rise to a 
constructive abandonment and estopping the original owner from 
enjoining an unauthorized use.*° 

Neither of these possibilities can fairly be applied in the 
Cornell case. There is no actual intent since the memorandum, by 
its words, allowed only a limited use and therefore showed an in- 
tention to preserve existing rights.” No constructive intent could 
be found since the defendant knew from the beginning that Cornell 
objected to the use of its name. Certainly Cornell should not be 


44. Sazlehner yv. Eisner § Mendelson Co., 179 U.8. 19 (1900); Neva-Wet Corp. v. 
Never Wet Processing Corp., 277 N.Y. 163, 13 N.E.2d 755 (1938), 28 TMR 167; 
Rockowitz C. ¢ B. Corp. v. Madame X Co., 248 N.Y. 272, 162 N.E. 83 (1928), 18 
TMR 450. Neither the granting of a license nor the failure to police restrictions con- 
stitutes an abandonment. FE. I. DuPont de L’emours g Co. vy. Celanese Corp., 167 F.2d 
484 (C.C.P.A. 1948), 38 TMR 666. 

45. Menendez v. Holt, 128 U.S. 514 (1888); Tiffany & Co. v. Tiffany Productions, 
Inc., 147 Mise. 679, 264 N.Y. Supp. 459 (Sup. Ct. N.Y. County), aff’d, 237 App. Div. 
801, 260 N.Y. Supp. 821 (1st Dep’t 1932), aff’d, 262 N.Y. 482, 188 N.E. 30 (1933); 
McCardel v. Peck, 28 How. Pr. 120 (Sup. Ct. Albany County 1864). 

46. Cases cited note 45 supra. 

47. Luaxor Cab Mfg. Corp. v. Leading Cab Co., 125 Mise. 764, 211 N.Y. Supp. 
886 (Sup. Ct. N.Y. County), aff’d, 215 App. Div. 798, 213 N.Y. Supp. 847 (1st Dep’t 
1929). 

48. Menendez v. Holt, 128 U.S. 514 (1888). 

49. Ancient Egyptian Order v. Michaux, 279 U.S. 737 (1928); Tiffany & Co. v. 
Tiffany Productions, Inc., 147 Mise. 679, 264 N.Y. Supp. 459 (Sup. Ct. N.Y. County), 
23 TMR 1, aff’d, 237 App. Div. 801, 260 N.Y. Supp. 821 (1st Dep’t 1932), 23 TMR 
117, aff’d, 262 N.Y. 482, 188 N.E. 30 (1933); Rosenberg v. Rosenthal, 135 Misc. 282, 
238 N.Y. Supp. 62 (Sup. Ct. N.Y. County 1929), 20 TMR 40. 

50. A license made gratuitously is revocable at any time. Amoskeag Mfg. Co. v. 
Spear, 2 Sanford 599 (N.Y. 1849). This seems to be true even though the licensee has 
invested money in reliance on the license. McCardel v. Peck, 28 How. Pr. 120 (Sup. Ct. 
Albany County 1864). 





934 THE TRADEMARK REPORTER Vol. 46 T. M.R. 


penalized for negotiating with the defendant and not suing imme- 
diately. 

Acquiescence may also lead to the loss of rights if, through 
the continued use by others, the name or mark loses its distinctive- 
ness and becomes generic,” 1.e., if it ceases to have reference to the 
original owner but becomes the name of a type or class of goods. 
In the principal case the name would only become generic when 
it came to refer to a type of bread such as rye or pumpernickel. 
While theoretically possible, the usual necessity for longer use 
makes this development quite unlikely here. 

Obviously, the effect on the original owner is the same whether 
he has lost his rights by abandonment or whether the loss occurred 
due to his mark’s development into a generic term. The immediate 
effect on other users is also the same. At that time, whether the 
name or mark is abandoned or has become generic, any and all 
persons may use it. 

The ultimate effect, however, may differ. An abandoned mark 
is available for appropriation by anyone. Therefore, with rela- 
tively little use it can become the exclusive property of the new 
user. In order that a generic term may become the private prop- 
erty of the new user, that mark, through continued exclusive use, 
must acquire secondary meaning—it must no longer identify a class 
of goods but must refer only to the goods of the user.*? Substan- 
tially more extended and exclusive use is usually necessary to 
dispel the generic significance.” 


51. Dizxi-Cola Laboratories vy. Coca-Cola Co., 117 F.2d 352 (4th Cir.), 31 TMR 39, 
cert. denied, 314 U.S. 629 (1941); DuPont Cellophane v. Waxed Products Co., 85 F.2d 
75 (2d Cir. 1936), 26 TMR 513, cert. denied, Z. I. DuPont de Nemours § Co. v. Waxed 
Products Co., 299 U.S. 601 (1936); Bayer Co. v. United Drug Co., 272 Fed. 505 
(S.D.N.Y. 1921), 11 TMR 178; Celluloid Mfg. Co. v. Cellonite Mfg. Co., 32 Fed. 94 
(C.C.D.N.D. 1887); Winthrop Chemical Co. v. Blackman, 150 Misc. 229, 268 N.Y. 
Supp. 647 (Sup. Ct. N.Y. County), 24 TMR 106, aff’d, 246 App. Div. 234, 285 N.Y. 
Supp. 443 (1st Dep’t 1936); RESTATEMENT, TORTS § 735 (1938); 3 CALLMANN, UNFAIR 
COMPETITION AND TRADE-MARKS 1149-56 (2d ed. 1950). Whether or not the mark has 
become generic is a question of fact. Hygeia Distilled Water Co. v. Hygeia Ice Co., 70 
Conn. 516, 40 Atl. 534 (1898). There was no evidence, no findings of fact, and no 
references in the court opinion or orders on this point in the Cornell case. 

52. Saperstein v. Grund, 85 F. Supp. 647 (8.D. Iowa 1949), 39 TMR 710; Charles 
Hansen’s Laboratory v. Kirk, 12 F. Supp. 363 (E.D. Pa. 1935), 25 TMR 500; Hotel 
Syracuse v. Motel Syracuse, 283 App. Div. 182, 127 N.Y.S.2d 485 (4th Dep’t 1954), aff’d, 
309 N.Y. 831, 30 N.E.2d 626 (1955); Winthrop Chemical Co. v. Blackman, 150 Misc. 
229, 268 N.Y. Supp. 647 (Sup. Ct. N.Y. County 1934), 24 TMR 106, aff’d, 246 App. 
Div. 234, 285 N.Y. Supp. 443 (1st Dep’t 1936); Note, 34 CORNELL L.Q. 447 (1949). See 
also cases cited note 53 infra. 

53. See cases cited note 52 supra. However, length of time used is not the exclusive 
standard for determining whether a given mark has acquired a secondary meaning. 
Therefore, under proper circumstances, only a relatively short time is necessary. Sun 
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Neither the possibility that the defendant appropriated an 
abandoned name or that it gave secondary meaning to a generic 
term was discussed by counsel or court. This seems proper since, 
due to the unlikelihood of abandonment and the length of time 
required for the development into a generic mark and then back 
to a private mark, these possibilities are more apparent than real. 

It would therefore appear that Cornell’s actions during the 
period of negotiations should not be construed contrary to its 
intent—that under no applicable theory should the defendant’s 
rights be enlarged beyond those limits set forth in the memorandum 
and that the defendant has gained no exclusive rights in the name’s 
use. 

Turning to the actual disposition of the case—the trial court™ 
enjoined any use except that permitted in the memorandum. The 
appellate division, which was affirmed by the Court of Appeals,” 
radically modified the judgment. It reversed the findings of fact 
made by the trial court that there was no consent or acquiescence, 
and substituted a finding that the defendant was, except for the 
use of a scroll, currently “substantially” complying with the memo- 
randum. It concluded first, that some changes should be made in 
the restrictions: the defendant could use CORNELL RECIPE BREAD as 
well as CORNELL FORMULA BREAD; the baker’s name had to be simply 
larger than CORNELL RECIPE BREAD, not twice as large; and the defen- 
dant had six months rather than thirty days to put the provisions 
into effect. The provisions placing similar restrictions on the use 
of the name for advertising purposes and the restrictions govern- 
ing the alignment, spacing and color of the words were omitted. 

In its opinion, the appellate division discussed at length how 
the defendant should be allowed to use the name CORNELL RECIPE 
BREAD and then added, without explanation: “The judgment as it 
touches the registration of the trademarks ought to permit the use 


Valley Mfg. Co. v. Sun Valley Togs, Inc., 39 F. Supp. 502 (S.D.N.Y. 1941), 32 TMR 
68; Leader Enterprises, Inc. v. Television Fashion Fair, Inc., 80 N.Y.8.2d 186 (Sup. 
Ct. N.Y. County 1947). See also Barton v. Rez-Oil Co., 2 F.2d 402 (3d Cir. 1924), 
14 TMR 455, (two or three years were enough); McAndrew v. Bassett, 4 DeG.J.&8. 
380, 4 Eng. Rep. 965 (Ch. 1804) (one to one and one half months); 3 CALLMANN, 
UNFAIR COMPETITION AND TRADE-MARKS 1232, 1235-36 (2d ed. 1950). Whether or not the 
words had acquired secondary meaning is a question of fact. Hotel Syracuse v. Motel 
Syracuse, 283 App. Div. 182, 127 N.Y.8.2d 485 (4th Dep’t 1954), aff’d, 309 N.Y. 831, 
30 N.E.2d 626 (1955). See in this connection note 51 supra relating to the Cornell case. 

54. 135 N.Y.8.2d 101 (Sup. Ct. Tompkins County 1954), 44 TMR 1313. 

55. 285 App. Div. 490, 138 N.Y.8.2d 280 (3d Dep’t 1955), 45 TMR 547. 

56. 309 N.Y. 722, 128 N.E.2d 421 (1955). 
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of CORNELL RECIPE BREAD.” When translated into a judgment, this 
ambiguous sentence provided that the defendant could register 
CORNELL RECIPE BREAD in New York, New Jersey, and Connecticut 
subject to compliance with the modified terms and conditions re- 
lating to use. 

As pointed out above there seems to be no reason why the 
defendant’s use should not be precisely delimited to the use per- 
mitted in the memorandum. The appellate division’s rationale that 
the lower court’s judgment was a too minute regulation of a com- 
mercial practice has little appeal or reason.” A discussion of the 
applicability or inapplicability of the principles of licensing, aban- 
donment, etc., would have shown exactly where the court had given 
a new interpretation to the law or perhaps had relied on thereto- 
fore overlooked facts or legal principles. 

In giving permission to register, the court raised, without 
answering, innumerable questions. Registration of a trademark 
under the New York Trademark Law does not expand the regis- 
trant’s rights in that mark.® Although its predecessor made regis- 
tration prima facie evidence of ownership,” the present New York 
law” makes no provision as to the effect of registration. Both the 
old and the new statutes do, however, specifically provide for can- 
cellation of the registration if the registrant is not the owner.” 
Against this background, does registration, backed by a court 
order, give the defendant exclusive rights in the registered mark? 
Also, what mark is to be registered: MESSING CORNELL RECIPE BREAD 
with express disclaimer of rights in CORNELL RECIPE BREAD apart 
from the mark as a whole; the same without express disclaimer; 
or simply CORNELL RECIPE BREAD—qualified in any event by the 


57. The appellate division seems to believe that specificity is unnecessary. This is 
illustrated by the fact that its judgment omits the provisions relating to the alignment, 
spacing, and color of the words CORNELL RECIPE BREAD found in the trial court judgment. 
The need for specificity would become apparent for example if contempt proceedings 
ever had to be brought to enforee the order. See note 62 infra. 

58. Adrian v. Untermann, 281 App. Div. 81, 118 N.Y.S.2d 121 (ist Dep’t), 43 
TMR 192, aff’d, 306 N.Y. 771, 118 N.E.2d 477 (1953). The New York trademark law 
was revised in 1954. Although the above case applies to the law before the revision, 
no reason is apparent why it is not equally applicable under the present law. 

59. N.Y. Gen. Bus. Law § 367 (repealed 1954). For a study of the New York 
trademark law before the 1954 revision, see Handler, A Study of the New York Bottling, 
Trade Mark and Kindred Legislation, Leg. Doc. No. 65(T) at 21, Report N.Y. Law 
Rev. Comm’n 693 (1953). 

60. N.Y. Gen. Bus. Law §$§ 360-68(d). 

61.. N.Y. Gen. Bus. Law § 367. The section number is the same as before the 
revision. See note 1 supra. 
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terms and conditions of the order? * What effect would such reg- 
istration have in the states of New York, New Jersey, and Con- 
necticut outside of the metropolitan area? On users of CORNELL 
FORMULA BREAD? On the University’s rights to use, register, or 
otherwise control the use of its name? Unfortunately these ques- 
tions are left unanswered. 


Conclusion 


The case represents a commendable addition to the New York 
law in establishing the right of an educational institution to protect 
its name against exploitation by a commercial enterprise. The 
value of the case, however, would have been greatly enhanced, if 
the appellate division had explained its reasons for modifying the 
judgment or the Court of Appeals had disclosed its grounds for 
affirmance. 


(Since the preparation of this paper, the plaintiff at Special 
Term, before Judge Molinari, moved for an order at the foot of 
the appellate division judgment directing the defendant to make 


certain changes in its wrapper and registrations. The defendant 
made a cross-motion for an order modifying the judgment so as 
to permit the use of CORNELL RECIPE With CORNELL FORMULA BREAD 
and CORNELL RECIPE BREAD on bread and other food products made 


from the formula. Judge Molinari, in an order entered June 20, 
1956, denied the defendant’s motion and directed the defendant 
(a) to amend its registrations “to provide clearly and unequivocally 
that the trademark is MESSING CORNELL RECIPE ENRICHED WHITE 
BREAD and not CORNELL RECIPE OF CORNELL RECIPE BREAD”; (b) to 


amend its registrations to provide that such trademark is limited 
to use on bread made by the formula developed at Cornell, “and 
is subject to compliance of such registrations with all the terms 
and conditions prescribed in the memorandum” of May 16, 1952 
issued by the plaintiff to bakers; (c) to cease the use of any varia- 
tion of the name coRNELL in connection with “donuts” or any food 
product other than bread made by the formula developed at Cornell 


62. This problem has already led to further litigation. The defendant has substi- 
tuted a red rectangle for the red scroll, and revoking its former registrations, has reg- 
istered CORNELL RECIPE (not including the word “Bread”), accompanied by certain terms 
and conditions, in New York and Connecticut. The specimen of the trademark shows 
MESSING in black letters, CORNELL RECIPE in somewhat smaller white letters on a red 
rectangle, and “Enriched White Bread” in substantially smaller black letters. In New 
Jersey, the registration omits the terms and conditions. 





938 THE TRADEMARK REPORTER Vol. 46 T. M.R. 


and (d) to eliminate on its wrapper any red and white lettering of 
the word corNELL, any red background for such word and to change 
the wrapper “to provide greater emphasis upon the word MESSING 
than upon the word cornELL, to the end that messrne shall be the 
more prominent feature” on the wrapper. This order has been 
stayed pending appeal to the appellate division, third department. 
—Ep.) 


PATENT OFFICE 


Statistics on Trademarks 


Number of Applications Filed 
1956 1995 
1,877 
2,030 
1,979 


5,886 


Number of Number of Number of 
Registrations Registrations Registrations 
Issued Renewed (Sec. 9) Canceled (Sec. 8) 


184 787 
322 955 
320 445 


826 2,187 


Trademark Rules Amended 


The Federal Register of May 26, 1956, 21 Fed. Reg. 3624, con- 
tains an amendment to the Trademark Rules, whereby the follow- 
ing section 6.3 is added under Part 6—Classification of Goods and 
Services under the Trademark Act: 


§6.3 Schedule for collective membership marks. All col- 
lective membership marks are classified as follows: 


Class and Title 
200 Collective Membership. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Australia 
Rejected Applications 


The following applications were rejected by the Deputy Regis- 
trar of Trade Marks for the reasons indicated: 


1. ARLINGTON, in respect of cutlery and edge tools, was 
rejected on the ground that the word in its ordinary signification 
is a geographical name. When this objection could not be overcome 
by argument, the applicant attempted to obtain registration on the 
basis that the mark had acquired distinctiveness in Australia 
through use. The evidence submitted was held to be insufficient 
because extensive use throughout all the states of Australia was 
not established; too few specimen advertisements were submitted 
and these could not be proved to have been made before the date 
of the application; and, although the total volume of sales for the 
relevant period was given, the applicant did not indicate how many 
individual sales the total represented and the Deputy Registrar 
refused to assume that the total sales figures represented numerous 
individual purchases. 26 Official Journal of Patents, Trade Marks 
& Designs 1192. 


2. DEPANCOL, in respect of medicinal preparations for treat- 
ment of intestinal disorders, was rejected on the ground of a prior 
registration for pIpARcOL in respect of chemical substances for use 
in medicine and pharmacy. The applicant argued that the two marks 
were not confusingly similar and also submitted a Consent from 
the owner of the cited mark. The Deputy Registrar conceded that 
when normally enunciated the two marks would be reasonably easy 
to distinguish but maintained the objection on the ground that 
confusion would be likely in hand written prescriptions. The Con- 
sent from the owners of preaRcoL was not sufficient to overcome 
the objection. 26 Official Journal of Patents, Trade Marks & 
Designs 1194. 


3. BOWLA, in respect of footwear, was rejected on the ground 
that the mark is the phonetic equivalent of the word “Bowler,” 
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so that, when applied to the goods specified, it would be directly 
descriptive of footwear suitable for persons playing the game of 
bowls, where special types of shoes are worn. 26 Official Journal 
of Patents, Trade Marks & Designs 1285. 


4. «x 9, in respect of dog kennels made of wood, was rejected 
on the ground that the mark is the phonetic equivalent of the word 
“Canine,” which is a common word in the English language and 
cannot be expropriated by one trader for its exclusive use but 
should be available to all traders who wish to signify that their 
kennels are for dogs. 26 Official Journal of Patents, Trade Marks 
& Designs 1286. 


Belgium 
Unfair Competition — Comparative Advertising 

A number of leading European pharmaceutical firms brought 
a joint action against a Belgian pharmaceutical wholesale house, 
on the basis of a circular distributed by the latter to the medical 
profession, advertising for sale synthetic substitutes for certain 
pharmaceutical specialties and specifically mentioning the trade- 
marks and manufacturers thereof. 

The Court of Appeals of Brussels held, inter alia, that, while 
the listing of the plaintiffs’ trademarks in the circular in question 
did not constitute trademark infringement, it did constitute unfair 
competition and that this was so even though the references to the 
plaintiffs’ marks were followed by the notation “N.D.” (Registered 
Trademark) and would be so even if the substitutes offered for 
sale were fully equivalent to the plaintiffs’ products, which was not 
proved. Court of Appeals of Brussels, Second Chamber, Actions 
Nos. 26340 and 26938, January 25, 1956. 


France 
Trademark Infringement — Generic Names 


In 1935 the plaintiff registered the trademark TONIcORINE in 
respect of a pharmaceutical product. On March 31, 1949 The Min- 
ister of Public Health adopted “Nicorine” as a generic term for a 
pharmaceutical which already had a commonly accepted generic 
name, “Nikethamide.” The Minister’s adoption of “Nicorine” was 
published in the Journal Officiel on April 12, 1949. On April 13, 
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1949, the defendant registered in his name NIcoRINE as a trade- 
mark. 

The Tribunal Civil de la Seine rejected the plaintiff’s action 
against the defendant for trademark infringement on the ground 
that since the Department of Public Health had sanctioned the use 
of “Nicorine” by anyone, the use of the word could not be trade- 
mark infringement. The Court of Appeals of Paris reversed that 
decision and held that the plaintiff’s ronicorine registration is 
valid and his rights are incontestable and were not affected by 
the choice of “Nicorine” as a generic name. The defendant could 
not use the action of the Public Health Authorities as a defense 
to trademark infringement because the governmental action did 
not give the defendant the right to use NicorINE as a trademark 
and to register such trademark in his own name. The Appellate 
Court ordered the cancellation of the defendant’s NicorrnE regis- 
tration, the confiscation of all products bearing the trademark 
NICORINE, and the payment of damages to the plaintiff. Court of 
Appeals of Paris, November 5, 1955. 


India 
Disclaimers 

An Indian Company, owners of a device mark containing the 
word sHREE, obtained a registration for the mark in India under 
No. 3815 dated August 21, 1942. In considering the application for 
registration of this mark the Registrar called for a disclaimer of 
the word sHREE, which is a Hindu word with religious significance. 
The applicant persuaded the Registrar to withdraw the disclaimer 
requirement but subsequently it became established practice in 
the Indian Trade Marks Office to reject applications for the word 
SHREE Or insist upon a disclaimer of the word when it was part of 
a mark otherwise registrable. It was brought to the Registrar’s 
attention that Registration No. 3815 was the only registration on 
the Indian Register that was not in conformity with this practice 
and, on this own motion, the Registrar called upon the registrant 
to show cause why a disclaimer of sHrer should not be entered 
under Registration No. 3815. A Hearing was held and the Regis- 
trar decided to enter the disclaimer notwithstanding the regis- 
trant’s objections. The registrant appealed to the High Court of 
Caleutta which held that the Registrar had no grounds for his 
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action. Thereupon the Registrar appealed from the decision of 
the High Court to the Supreme Court of India. The Supreme 
Court stated that the exercise of the Registrar’s discretion should 
not be interfered with merely on the ground that the Court might 
have come to a decision different from the Registrar’s. The sole 
issue was whether or not the Registrar in this case had exercised 
his discretion arbitrarily in making the disclaimer requirement. 
Considering that the word sHReEE is non-distinctive and that the 
registrant might attempt to use its registration in an attempt to 
prevent others from the legitimate use of the word, the Supreme 
Court reversed the High Court and reinstated the Registrar’s deci- 
sion to enter the disclaimer. The Supreme Court was careful to 
point out that the entry of the disclaimer would not in any way 
affect whatever common law rights the registrant might have to 
the word in question. (1956) Patent, Design & Trade Mark Review 
15. 


Italy 
Unfair Competition — Use of Trading Name 


The plaintiff, a manufacturer of liquors, was incorporated in 
1920 under the name FABBRICA LOMBARDA FERNET and in 1927 changed 
its name to FABBRICA LOMBARDA FERNET DI P. VITTONE & Cc. From the 
beginning, however, the plaintiff was known both to third parties 
and to its own employees under various names all containing the 
name VITTONE, which was the surname of the founder of the firm. 
The defendant was incorporated in 1947 under the name DISTILLERIE 
FELICE VITTONE & Cc. by members of the Vittone family, who were at 
the time still associated with the plaintiff, and who were fully 
aware of the fact that the plaintiff was generally called and known 
as the virrone firm. The Court held that the use by the plaintiff of 
VITTONE as a trading name, or style, was entitled to protection, even 
though the plaintiff was not originally incorporated under a name 
which included virrone, and ordered the defendant to amend its 
corporate name. Societa Distillerie Vittone v. Societa Fabbrica 
Lombarda Fernet, Corte di Cassazione (Supreme Court) July 21, 
1954. 


Unfair Competition — Advertising 


Forty-two retailers of milk who bought their bottles of milk 
from the municipal milk distribution monopoly of the City Govern- 
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ment of Milan, made and sold their own brands of butter. The 
bottles sold to these retailers bore, embossed in the glass, an 
advertising legend praising the butter of Locate-Triulzi, an inde- 
pendent manufacturer of butter. The forty-two retailers jointly 
sued the City to have this practice discontinued. The Court held 
that the advertising legend, per se, was not objectionable and would 
not in circumstances of free competition constitute unfair compe- 
tition. However, in this case unfair competition resulted, since 
the city monopoly in effect compelled the plaintiffs to advertise 
in their own shops a brand of butter competitive with their own. 
Comune di Milano v. S.p.A. Cascifict et al. and S.p.A. Fattorie 
Locate-Triula, Court of Appeal of Milan, April 5, 1955. 


INDUSTRIAL PROPERTY QUARTERLY 


The International Bureau of the Union for the Protection of 
Industrial Property has just published the first issue (No. 1, 
July 1956) of a new publication, the INDUSTRIAL PROPERTY 
QUARTERLY in English, in the belief that there is a demand 
for such a journal in the English speaking countries and those 
countries using English as a second language. 

The International Bureau intends to publish in this new jour- 
nal original material as well as material which has appeared in 
LA PROPRIETE INDUSTRIELLE, notes on legislation, court deci- 
sions and news of developments in the industrial property field in 
various countries. 

In view of the financial position of the International Bureau 
it must be emphasized that this new publication should be self- 
supporting and its future depends upon the response to this first 
issue. If sufficient advance commitments are received, the second 
number will appear on January 1, 1957 and thereafter quarterly. 
The price for a yearly subscription will probably be $4.00 or 16.— 
Swiss francs. 
copy of the first number of the INDUSTRIAL PROPERTY QUAR- 
TERLY has been distributed to various groups including all readers 
of THE TRADEMARK REPORTER. If you wish to subscribe, please 
fill in the “Form of Undertaking to Subscribe” enclosed with the 
sample copy and return it to The United States Trademark Asso- 
ciation. 
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LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 


+ 


Behind the Packaging Decision. (Modern Packaging, v. 29, no. 11, July 1956, 
pp. 73-78, 167, 169.) 


Berg, Edwin W. 
Let’s Take another Look at Trademarks. (Advertiser, June-July 1956, p. 20.) 


Crispie Potato Chip Co. Now Comes a “Motivated” Package for Potato Chips. 
(Sales Management, v. 77, no. 3, August 3, 1956, p. 52.) 


Frost, George E. 


Patent Office Performance in Perspective. (Michigan Law Review, v. 54, no. 5, 
March 1956, pp. 591-606.) 


How to Hitch Your New Package to Sales and Advertising. (Printers’ Ink, August 
3, 1956, pp. 28-29.) 


Israel. Law Amending the Trade Marks Ordinance. (Patent and Trade Mark 
Review, v. 54, no. 9, June 1956, p. 259.) 


Jackson, Roy V. 


Proposals for New Industrial Design Legislation. (Journal of the Patent Office 
Society, v. 38, no. 6, June 1956, pp. 371-379.) 


Morison, W. L. 


Unfair Competition and “Passing-Off.” (Sydney Law Review, v. 2, no. 1, Janu- 
ary 1956, pp. 50-65.) 


Motorola, Inc. How Motorola Battles Creatively for Distribution and Sales. 
(Printers’ Ink, July 20, 1956, pp. 29-54.) 


Patent Office 


The Story of the United States Patent Office, 1790-1956. 3rd ed. Washington, 
D. C., Gov’t Printing Office, 1956. Pp. 41. 


Spain. International Convention. Arrangements of Madrid. (Patent and Trade 
Mark Review, v. 54, no. 9, June 1956, pp. 259-260.) 


Substitution Drops in Retail Pharmacies but Rises in Hospitals, Survey Shows. 
(American Druggist, July 16, 1956, pp. 5-6.) 


Swan, Carroll J. and Thomas E. Weakley. 


GHQ for Industrial Advertising. A Field Report of Admen at Work in a Great 
Headquarters City . .. Pittsburgh, Pa. (Printers’ Ink, July 27, 1956, pp. 39-72.) 


United Gilsonite Laboratories. How to Manage a Family. (Modern Packaging, v. 
29, no. 11, July 1956, pp. 106-108.) 


University of California—School of Law 

Symposium on Trademarks, Trade Names and Unfair Competition, in coopera- 
tion with The United States Trademark Association, April 19-21, 1956. Berkeley, 
Calif. Mimeographed. Pp. 47. 


Contents: G. H. von Gehr, Foreign Use of Trademarks; W. G. MacKay, The Law 
and Generic Terms; J. M. Naylor, Trial Procedures in Trademark and Unfair Com- 
petition Cases. Copies of these speeches may be obtained by writing to: Prof. 
Adrian M. Kragen, School of Law, University of California, Berkeley, California, 
at a total cost of $1.00. 


Copies of these articles are available in the Association’s Library. 
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SUNBEAM CORPORATION v. 
SUNBEAM FURNITURE CORP. et al. 


No. 8727-Y — D.C., $.D. Calif. — March 14, 1956 


CouRTS-—CONTEMPT PROCEEDINGS 
In contempt proceeding arising from trademark infringement action, judgment 
gives plaintiff (a) expenses in bringing contempt to attention of court (b) profits 
of defendant arising out of violation of decree and (c) taxable court costs. 


Action by Sunbeam Corporation v. Sunbeam Furniture Corp., and 
Arthur M. Luster, Melvin R. Luster, and Frieda Luster, doing business 
as Sunbeam Furniture Sales Co., for trademark infringement and unfair 
competition. On order to show cause why defendants should not be held 
guilty of contempt. Judgment for plaintiff on contempt. 

See also 40 TMR 308, 41 TMR 818, 45 TMR 1310. 


Woodson, Pattishall & Garner, Beverly W. Pattishall, and George R. Clark, 
of Chicago, Illinois, and Lyon & Lyon and Reginald E. Caughey, of 


Los Angeles, California, for Sunbeam Corporation. 


Title & Tannenbaum and Oscar A. Tannenbaum, of Los Angeles, California, 
for Sunbeam Furniture Corporation. 


YaNnKwIcH, Chief Judge. 

The above-entitled matter heard on February 13, 1956, on an Order 
to Show Cause as to why the defendants should not be held guilty of 
contempt in violating the terms of the final judgment and decree of this 
court entered on October 26, 1951, as modified by order of this court entered 
on December 7, 1953, and on affidavits then and subsequently submitted, 
is hereby decided as follows: 


(a) The Court finds that the defendant Sunbeam Furniture Corp., as 
the suecessor of the original defendants, has willfully, knowingly and de- 
liberately violated the final decree of this Court entered October 26, 1951, 
as modified by the decree dated December 7, 1953, until shortly prior to 
the hearing herein on February 13, 1956, in having sold or offered for 
sale electric lamps bearing the trademark sUNBEAM and in having used 
the name sUNBEAM in connection with the advertising, sale and offering for 
sale of lamps and other electrical appliances at the defendant’s new place 
of business located at 1807 E Street, San Diego, San Diego County, Cali- 
fornia; that defendant is, and is held to be, in contempt of this court 
and the plaintiff is entitled to, and is hereby given, additional judgment on 
contempt as follows: 


945 





946 A THE TRADEMARK REPORTER Vol. 46 T. M.R. 


(b) Its expenses in bringing the aforesaid contempt to the attention 
of the court, reasonable attorneys’ fees and attorneys’ expenses, and cost 
of investigations and preparation, which are hereby fixed at $9,998. 


(ec) The profits of the defendant arising out of the violation of the 
decree herein and on accounting thereof. Reference to be made to Leslie 
S. Bowden, Esq. as a master to take testimony and ascertain and make 
findings thereon to this Court. 

(d) Taxable court costs as shown by tax bill to be filed. 

Provided, however, that should the defendant within thirty days after 
this Order file with this Court its consent that the decree of this Court 
dated October 26, 1951, be modified by restoring it to its original condition 
before its modification by the opinion of the Court of Appeals in Sunbeam 
Corporation v. Sunbeam Furniture Corp., 191 F.2d 141, 145, 90 USPQ 
43, 45-46 (41 TMR 818), so as to forbid the defendant from using the 
word SUNBEAM as a part of its corporate name whether in conjunction with 
the words FURNITURE CORP. WAREHOUSE or any other business or mercantile 
establishment; and should it, thereafter, within ninety days after entry 
of the modified decree, change its corporate name under the laws of Cali- 
fornia by eliminating the use altogether from its corporate title of the word 
SUNBEAM Of any simulation thereof, then, and in that event, items (b), (c), 
and (d) of this Order to be ineffective and become null and void. ‘Otherwise 
they are to be in full force and effect. 


CoMMENT 


The evidence before the Court shows conclusively that the defendant 
in San Diego County is now getting “a free ride” on the SUNBEAM name 
as its predecessor did. Had the original Order which forbade the defen- 
dant to use the word sUNBEAM in its corporate name been allowed to stand, 
I am certain that the original defendants would have been spared the judg- 
ment of $6,163.96, entered against them on December 23, 1953, for violating 
the injunction through undue emphasis on the word sUNBEAM. The evi- 
dence before the Court shows a continued and willful violation through 
advertising, posters, and other means. Indeed, the radio commercials alone 
show an attempt to trade upon the SUNBEAM name because, in advertising 
appliances, they are referred to as “nationally advertised”. So it is quite 
obvious that the only solution to the problem is to restore the original 
Order. However, that portion of the judgment having become final, I doubt 
my power to do so. Nor do I desire to be placed in a position of going 
counter to the decision of the Court of Appeals, despite the fact that the 
subsequent events have shown that the modification has proved unrealistic 
and costly to the defendant for whose benefit it was made, and that the 
only lasting solution of the problem is the one originally proposed, i.e., to 
forbid the use of the word sUNBEAM in any form by the original defendant 
who is a late-comer in the field, and who deliberately chose the word as a 
part of its corporate name because of its established value in the trade. 
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Courts often condition denial of a new trial upon a voluntary reduction 
of the verdict. See Dimick v. Schiedt, 293 U.S. 474, 482-484. By analogy, 
I am giving the defendant in this case the opportunity of saving the many 
thousands of dollars assessed and to be assessed against him for his contempt 
by voluntarily agreeing to a modification of the judgment which, in my 
opinion, will forever remove the temptation to “ride” on the plaintiff’s name 
and good will. wre 

Hence the ruling above made. 


McGREGOR-DONIGER, INC. v. 
ARISTOCRAT LEATHER PRODUCTS, INC. 


New York Sup. Court, Spec. Term, New York Cty. — May 15, 1956 


REMEDIES—UNFAIR COMPETITION—BaASIS OF RELIEF—IN GENERAL 
Plaintiff may ultimately succeed even in absence of competition between goods 
of parties and absence of confusion as to source of products. 


REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 
Substantial issue as to defendant’s right to use trademark forbids granting 
of injunction without trial; since plaintiff, if entitled to relief, should have it 
without undue delay, there must be early trial. 


Action by McGregor-Doniger, Inc. v. Aristocrat Leather Products, Inc., 
for unfair competition. Plaintiff moves for temporary injunction. Motion 
denied. 


Henry L. Shenier and Francis M. O’Connor, of New York, N.Y., for plaintiff. 


Gainsburg, Gottlieb, Levitan & Cole (Milton Levitan, Harry Cohen, and 
Eugene H. Feldman of counsel), of New York, N.Y., for defendant. 


HoFstTaDTER, Justice. 

Motion for a temporary injunction is denied. Though the plaintiff may 
ultimately succeed even in the absence of competition between the goods of 
the plaintiff and those of the defendant and in the absence of confusion as 
to the source of their products (General Business Law, sec. 368-c[3] ; Yale 
Elec. Corp. v. Robertson, 26 F.2d 972, 974; Met. Opera Ass’n Inc. vy. Wagner 
Nichols Recorder Corp., 199 Mise. 786, 795-796, 87 USPQ 173, 178, (40 
TMR 1072) aff’d 279 App. Div. 632), nevertheless the substantial issue as 
to the defendant’s right to use the McGREGOR name under the 1946 regis- 
tered trademark [under 1920 Trademark Act] forbids granting of an in- 
junction without trial. Since, however, the plaintiff, if entitled to relief, 
should have it without undue delay, there must be an early trial. Accord- 
ingly, the action is set for trial on May 25, 1956, and the clerk is directed, 
on filing a note of issue with proof of service and payment of his fee to 
place the action at the head of the calendar of ready equity cases of May 
25, 1956. Order signed. 
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CHANEL, INC. v. SUTTNER, doing business as 
LE SURE PRODUCT COMPANY 


No. 109-369 — D.C., S.D. New York — June 4, 1956 


REMEDIES—INFRINGEMENT—BaSIS OF RELIEF—IN GENERAL 
Designation c No 5 was adopted by defendant as readily understood abbrevi- 
ation of CHANEL No. 5; C No 5 is colorable imitation of plaintiff’s registered trade- 
marks CHANEL No. 5 and linked “C” monogram. 


Action by Chanel, Inc. v. Leopold Suttner, doing business as Le Sure 
Product Company, for trademark infringement and unfair competition. 
Plaintiff moves for preliminary injunction. Motion granted. 


Alexander, Maltitz, Derenberg & Daniels (Louts Kunin of counsel) of 
New York, N. Y., for plaintiff. 


Morton Brauer, of New York, N. Y., for defendant. 


PaumMreR!, District Judge. 

This cause came on to be heard on plaintiff’s motion for a preliminary 
injunction pursuant to Rule 65 of the Federal Rules of Civil Procedure 
and the Court having considered the verified complaint, the affidavits sub- 
mitted in support of said motion and in opposition thereto together with 
the documentary and physical exhibits, and counsel for both parties having 


been heard in oral argument upon said motion, and it appearing to the 
Court that defendant is actually engaged in committing and will continue 
to commit the acts set forth below to the irreparable injury of the plaintiff, 
the Court makes the following. 


FINnpDInGs or Fact 


1. The plaintiff, Chanel, Inc., is a New York corporation with its 
principal place of business in the Borough of Manhattan, City of New 
York. The defendant, Leopold Suttner, is a citizen and resident of the 
State of New York doing business as Le Sure Product Company at 1049 
St. Nicholas Avenue, in the Borough of Manhattan, City of New York. 


2. Continuously since the year 1924, the plaintiff, Chanel, Inc., has 
sold and distributed high grade perfume and other toilet preparations 
throughout the United States. Since 1924 plaintiff has continuously affixed 
to its said products, sold in interstate commerce, certain trademarks, in- 
cluding the term CHANEL, the designation No. 5, and a linked “C” monogram. 


3. All of plaintiff’s perfume and toilet preparations have been sold and 
distributed since 1924 in a unique and distinctive package dress which in- 
cludes 

(a) cardboard boxes of a distinctive appearance and color scheme char- 
acterized by the use of white rectangular panels enclosed within narrow 
black borders, and 
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(b) bottles, bearing rectangular white and black labels, of distinctive 
shape and appearance, said labels being affixed also to the plaintiff’s boxes. 


4. Annexed hereto as Exhibits A-1 and A-2 are photographs of plain- 
tiff’s perfume bottle box and carton illustrating the use of plaintiff’s said 
trademarks and distinctive package dress. 


5. The plaintiff’s said trademarks and the said distinctive elements of 
its trade dress have all been registered by plaintiff for perfume in the 
United States Patent Office. The trademark CHANEL is registered under 
No. 510,992 of June 14, 1949; the trademark no. 5 under No. 422,335 of 
July 16, 1946; and the linked “C” monogram under No. 195,359 of Febru- 
ary 24, 1925. The white and black paneled box is registered as a trademark 
under No. 508,022 of March 22, 1949; and the perfume bottle and label 
under No. 511,105 of June 14, 1949. Plaintiff is the owner of these regis- 
trations, the trademarks covered thereby and the goodwill of the business 
in which the trademarks have been and are used. With respect to regis- 
trations No. 510,992, No. 422,335 and No. 195,359 plaintiff has filed in the 
Patent Office the affidavits provided for in Section 15 (3) of the Trademark 
Act of 1946. 


6. The plaintiff’s perfume and other toilet preparations identified by 
the said trademarks and trade dress have been and are now manufactured 
with care and skill from pure and high grade ingredients and have been 
and are now packed with care and skill in distinctive bottles, boxes and 
other retail packages. Plaintiff’s perfume identified as No. 5 customarily 
sells at retail prices varying from $20 for the 1-ounce size to $300 for the 
32-ounce size. 


7. Many millions of dollars worth of plaintiff’s perfume and other 
toilet preparations identified by said trademarks and trade dress have been 
sold by the plaintiff throughout the United States. Said products, so iden- 
tified, have been widely and repeatedly displayed in counter and window 
displays by pharmacies, department stores and other retail outlets, and 
have been extensively advertised in leading daily newspapers and magazines 
of national circulation. 


8. By reason of the plaintiff’s long continued, widespread and exclu- 
sive use and advertising throughout this country of the designations 
CHANEL, No. 5, the linked “C” monogram, and the distinctive elements of 
plaintiff’s trade dress, in connection with perfume and other toilet prepa- 
rations, said designations and trade dress have come to mean, identify and 
distinguish to the trade and to the ultimate purchasing public in the United 
States the plaintiff and the plaintiff’s products only. 


9. The defendant, with knowledge of plaintiff’s prior use of its said 
trademarks, and distinctive trade dress has commenced to offer for sale 
and to sell in the State of New York and many other parts of the country, 
large quantities of perfume not originating with the plaintiff labelled 
c No. 5 and packed in a trade dress which counterfeits and duplicates the 
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shape, design and color scheme of plaintiff’s boxes and labels and the shape 
and design of plaintiff’s bottles. A photograph, distributed by defendant, 
showing the bottle and box in which defendant’s c No 5 perfume is marketed 
is annexed hereto as Exhibit B. c no. 5 perfume is offered by defendant 
to jobbers and middlemen at a price of $12 per dozen 1-ounce bottles. 


10. A customer of defendant has prepared and distributed by mail 
circulars offering for sale to the ultimate purchasing public defendant’s 
l-ounce bottle of c no. 5 perfume at a price of $3.98 stating that this is 
actually CHANEL No. 5 perfume but must be called c No 5 because of “the 
enormous range of difference” in price. Attached to this circular was the 
photograph distributed by the defendant, Exhibit B hereto. 


11. The designation c No 5 was adopted by the defendant as a readily 
understood abbreviation of CHANEL No. 5. Said designation c NO 5 is a 
colorable imitation of the plaintiff’s registered trademarks CHANEL, NO. 5 
and the linked “C” monogram and is so similar to those registered trade- 
marks as to be likely to cause confusion or mistake in the mind of the public 
and to deceive purchasers as to the source of origin of defendant’s merchan- 
dise. 


12. The defendant’s perfume box, bottle and label shown in Exhibit B 
are colorable imitations of the plaintiff’s perfume box, bottle and label 
shown in Exhibit A-1 and are so similar thereto as to be likely to cause 
confusion or mistake in the mind of the public or to deceive purchasers as 
to the source of origin of defendant’s merchandise. 


13. In view of plaintiff’s long continued, widespread and exclusive use 
of the trademarks CHANEL, NO. 5, the linked “C” monogram, and plaintiff’s 
distinctive trade dress, and the identification thereof with the plaintiff, the 
designation c No 5 and the package dress shown in Exhibit B could have 
been adopted and used by the defendant only for the purpose of trading 
upon the goodwill of the plaintiff symbolized by its said trademarks and 
trade dress. 


14. Defendant selected the designation c No. 5 and his perfume box, 
bottle and label shown in Exhibit B in order to enable his c No 5 perfume 
to be passed off to the ultimate purchasing public as and for the product 
of the plaintiff so that defendant might profit from the resulting confusion 
and deception of the public. 


On the basis of the foregoing, the Court makes the following 


CoNcLusions oF Law 
1. The Court has jurisdiction over the parties and subject matter of 
the action. 
2. The designations CHANEL, NO. 5, the linked “C” monogram, and 


plaintiff’s perfume box, and its perfume bottle and label shown in Exhiiit 
A-1 are good and valid trademarks, and the respective United States regis- 
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trations of said trademarks under No. 510,992, No. 422,335, No. 195,359, 
No. 508,022 and No. 511,105 are good and valid at law. Certificates of regis- 
tration No. 510,992, No. 422,335 and No. 195,359 are conclusive evidence 
of plaintiff’s exclusive right to the use of the trademarks CHANEL, No. 5, 
and the linked “C” monogram in connection with the goods specified in said 
certificates under Sections 15 and 33(b) of the Trademark Act of 1946. 


3. The defendant, in selling and distributing perfume labelled c No. 5 
and packaged as shown in Exhibit B has infringed the plaintiff’s said trade- 
marks and each of them and unfairly competed with the plaintiff. 


And, the plaintiff having given security approved by the Court in the 
sum of $2500.00 for the payment of such costs and damages as may be 
incurred or suffered by any party who is found to have been wrongfully 
enjoined or restrained, it is therefore 

Ordered that defendant and his agents, servants, employees, attorneys, 
successors and assigns, and all those in active concert or participation with 
them or any of them and each of them be and they hereby are restrained 


EX. A-1 
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and enjoined, pending the determination of this action, from directly or 
indirectly 

(a) infringing, in the manner shown in Exhibit B annexed hereto, 
plaintiff’s trademarks CHANEL, No. 5, the linked “C” monogram, and the 
plaintiff’s perfume box and bottle depicted in Exhibit A-1 and A-2 annexed 
hereto: 

(b) using in the packaging, labeling, shipment, sale, or advertising, or 
in any other manner, in connection with perfume, cosmetics, or any other 
toilet preparations, the designations c No. 5, “C”, or any other variation 
or colorable imitation of plaintiff’s trademarks CHANEL, No. 5, and the linked 
“©” monogram ; 

(ec) using in the packaging, labelling, shipment, sale, or advertising, 
or in any other manner, in connection with perfume, cosmetics, or other, 
toilet preparations, the box, label and/or bottle shown in Exhibit B annexed 
hereto, or any other colorable imitation of plaintiff’s box, label and/or 
bottle shown in Exhibit A-1 and A-2 annexed hereto; 


EX. A-2 





’ 
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(d) representing any of his products as products of the plaintiff or 
representing any of his products as products which may be substituted for 
and passed off as and for any of the plaintiff’s products; 

(e) engaging in unfair competition with the plaintiff in the manner 
herein complained of or in any other manner. 
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SULLIVAN v. ED SULLIVAN RADIO & T. V. INC. 
N.Y. Sup. Ct. App. Div. Ist Dep. — June 5, 1956 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Neither direct competition between the parties nor a threat of confusion as to 
the source or sponsorship of their goods or services need be shown to warrant the 
issuance of an injunction restraining unfair competition. 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
While courts usually will not interfere with an individual’s use of his own name 
in business, the trend is to restrain use of a family name where it tends to induce 
public confusion especially when a corporation adopts the name of one of its incor- 
porators who may at any time transfer his interest therein to third parties. 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Although defendant’s business operations may be confined to a limited geo- 
graphical area, the possibility of expansion presents the plaintiff with the necessity 
to proceed promptly or risk a later charge of laches. 


Action brought by ED SULLIVAN, prominent newspaper columnist and radio and 
TV personality, who had upon occasion endorsed particular brands of radio and 
television receivers and whose name was automatically identified by the public with 
radio and television, to restrain defendant’s use of diminutive ED in corporate name 
ED SULLIVAN RADIO & TV, INC., in connection with a radio and TV repair business, 
the corporation having succeeded to the business of one of its incorporators who 
was also president, EDWARD J. SULLIVAN. Injunction granted. 


Action by Edward Vincent Sullivan v. Ed Sullivan Radio & T.V. Inc. 
for unfair competition. Plaintiff appeals from order of New York Supreme 
Court, Special Term, New York County denying motion for temporary 


injunction. Reversed. 
Case below reported at 45 TMR 1330. 


Maz J. Rubin, Irving Constant, and Arnold M. Grant, of New York, N. Y., 
for appellant. 


Brunon V. Boroszewski, of Buffalo, N. Y., for respondent. 


Cox, Justice. 

In this proceeding for a temporary injunction, the facts are not in 
dispute. Appellant Ed Sullivan, who has been nationally known for over 
20 years through his widely syndicated newspaper column, appearing in 35 
newspapers throughout the country, including the Buffalo Courier-Express, 
is likewise known nationally in a much wider field as a radio and television 
personality presented weekly before an audience estimated at over 50 mil- 
lion people on the TV program, THE ED SULLIVAN SHOW. This program is 
presented regularly in Buffalo through the facilities of Station WBEN-TV. 
Appellant also has been the subject of many articles and comments in 
magazines and newspapers, on radio and television. He has, in the past, 
indorsed particular brands of television sets and, in the future, expects to 
continue making such indorsements. 
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Respondent Ed Sullivan Radio & T. V. Inc., engaged in the business of 
selling and repairing radio and television sets in Buffalo, New York, was 
incorporated in the State of New York on March 3, 1955, its three incorpo- 
rators being Edward J. Sullivan, Robert J. Bender and Brunon V. Boros- 
zewski. Edward J. Sullivan is the president and principal stockholder. 
This corporation took over the business formerly owned by this same 
Edward J. Sullivan individually and which was operated by him for some 
time prior to March 3, 1955 as a side line and on a part-time basis under 
the name ED SULLIVAN RADIO & T. V. 

The question before us is whether or not a corporation of which the 
individual named Edward J. Sullivan is an incorporator, engaged in one 
phase of the radio and television field, may select the diminutive Ep for use 
in connection with the surname sULLIVAN of one of its incorporators as a 
part of its corporate title, when it is undisputed that the name ED SULLIVAN 
is automatically identified by the general public with appellant alone, 
insofar as radio and television are concerned. 

It is quite clear that, at the present time at least, there is no direct 
competition between appellant and respondent. However, both operate in 
the same general field and this court has consistently held that it is not 
essential for parties to be in competition with each other in order to sustain 
an injunction (Long’s Hat Stores Corp. v. Long’s Clothes, 224 App. Div. 
497 ; Maison Prunier v. Prunier’s Restaurant & Cafe, 159 Mise. 551; Tiffany 
& Co. v. Tiffany’s Prods., 147 Mise. 679, affd. 237 App. Div. 801, affd. 262 
N.Y. 482), and injunctions have issued against the use of similar names in 
business even in the absence, of a threat of confusion as to the source or 
sponsorship of the goods or services. Tiffany & Co. v. Tiffany Prods., supra. 

Although the courts usually will not interfere with the right of a person 
to use his own name in business (Meneely v. Meneely, 62 N.Y. 427), the 
present trend of the law is to enjoin the use even of a family name where 
such use tends or threatens to induce confusion in the public mind. Higgins 
Co. v. Higgins Soap Co., 144 N.Y. 462; Westphal v. Westphal’s World’s 
Best Corp., 216 App. Div. 53, affd. 243 N.Y. 639. 


Respondent herein makes use of no words in its corporate name which 
would indicate that it is engaged solely or exclusively in the business of 
selling and repairing radio and television sets. Since, therefore, it partici- 
pates in the field in which appellant Ed Sullivan is broadly and generally 
known, to the degree of national prominence, respondent’s use of its present 
title tends to identify appellant with the business of respondent. Moreover, 
appellant voices no objection to use of the name SULLIVAN as such nor even 
E. J. SULLIVAN, nor the full name EDWARD J. SULLIVAN, since he feels that 
such forms of the name would not induce or result in any confusion in 
the public mind. The objection here stems from the use of the diminutive 
form ED in conjunction with the surname sULLIVAN in the combined name 
ED SULLIVAN which appellant has continuously used throughout his entire 
eareer. In this regard it is to be noted that our courts have, on a number 
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of occasions, enjoined the use even of variants of a name where such use 
threatened confusion in the public mind. Astor v. Williams, 1 Misc. 2d i 
affd. 272 App. Div. 1052; Albro Metal Prod. Corp. v. Alper, 281 App. Div. 
68, 96 USPQ 159 (438 TMR 273). 

Although, in fact, but one isolated store in Buffalo is involved at the 
present time, nevertheless the state of facts may so change as to encompass 
a situation wherein there may be a series or a chain of similar stores 
throughout the country, in which case indeed, unless appellant had taken 
this present, prompt action, he might at a later date encounter great diffi- 
culty in obtaining an injunction because of his own laches. Also, at this 
stage the corporate enterprise would suffer minimal inconvenience in drop- 
ping the diminutive prefix, a situation which might not hold true at some 
future time. 

Moreover, the significance of corporate identity is not to be lightly 
disregarded. Even on casual analysis there appears to be no present obstacle 
to interfere with or prevent the future sale or disposition by defendant’s 
president, Edward J. Sullivan, of his interest in the business, thereby open- 
ing the door to others either to continue the business or by corporate 
amendment to extend the purposes and activities to more direct and active 
competition with the plaintiff. 

The order appealed from should be reversed and a temporary injunc- 
tion granted. Settle order. 

BorTeEIn, Presiding Justice, Rabin, FRANK and VALENTE, Justices, 


concur, 





























EAST GEORGIA MOTOR CLUB v. 
AAA FINANCE COMPANY 


No. 19326 — Georgia Sup. Ct. — June 12, 1956 










COURTS—PLEADING AND PRACTICE 
Supreme Court of Georgia sustains demurrer to complaint wherein plaintiff 

alleged that it was an affiliate of the Automobile Association of America, that since 
1927 it had used the AAA emblem in connection with the business of selling insur- 
ance and financing automobiles and that defendant subsequently adopted the letters 

AAA for use in connection with a competing business; the complaint did not allege 
facts showing prior rights in or use of the letters aaa or that the public would be 


deceived by defendant’s acts. 













Petition by Hast Georgia Motor Club v. AAA Finance Company for 
unfair competition. From judgment sustaining demurrer, plaintiff brings 
writ of error from Superior Court, Fulton County, Georgia. Affirmed. 






E. B. Judge and George A. Edmund, of Atlanta, Georgia, for plaintiff. 





Arnold 8. Kaye, of Atlanta, Georgia, for defendant. 
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Before DuckwortH, Chief Justice, and Wyatt, Heap, CANDLER, HAWKINS, 
ALMAND and MOBLEY, Justices. 


The petition failed to state a cause of action based on unfair compe- 
tition, and it was not error to sustain the general demurrer. 

East Georgia Motor Club, a corporation, filed its petition in the Su- 
perior Court of Fulton County against AAA Finance Company, a corpo- 
ration with its principal place of doing business in Fulton County. The 
petition alleged: The petitioner is “duly and legally affiliated with the 
American Automobile Association, and under such terms and agreements 
does utilize services of advertising and promotion and has the sole and 
exclusive right to exhibit the symbol Aaa in the area served by petitioner.” 
The petitioner has been engaged in business in Augusta, Georgia since 
November 2, 1927, and, among other things, sells insurance and finances 
automobiles, in affiliation with the American Automobile Association “which 
bears the trade name of aaa.” The defendant, on or about October 20, 1954, 
opened an office at a stated address in Augusta, and advertised and dis- 
played the trade name or mark Aaa in bold letters across the front of the 
building occupied by it. The defendant is engaged in the business of financ- 
ing automobiles, making loans in general, and writing insurance. The 
petitioner has also displayed the emblem aaa at a stated address in Augusta 
since March 7, 1951, and had previously displayed the emblem at stated 
addresses in Augusta since 1927. There has been extensive advertising by 
the petitioner, and a great financial and good will position has been obtained 
as a result of the efforts put forth by the petitioner. The petitioner charges 
that the name chosen by the defendant and the selection of the letters Aaa 
was, and is for the fraudulent, illegal, and unfair purpose of capitalizing 
on, and reaping the benefits of the efforts of the petitioner, and the use of 
the letters is deceiving, misleading, and confusing to the public. If the 
defendant is permitted to continue the use of the letters, the defendant will 
unjustly reap a large measure of benefit from the advertising, reputation, 
and good will of the name of the petitioner, to which it is alone entitled, 
and in the enjoyment of which it is entitled to be protected. The defendant 
knew beforehand that the petitioner used the trade name aaa, and wilfully 
and deliberately tried to infringe upon the good reputation and past adver- 
tising endeavors of the petitioner. The use of the letters aaa will, and does, 
confuse and mislead the public, and the defendant’s use of the letters con- 
stitutes unfair trade practices. The actions of the defendant will cause the 
petitioner irreparable damage, and the petitioner has no adequate remedy 
at law. 

The prayers were that the defendant be temporarily and permanently 
enjoined from using the letters Aaa in connection with the operation of its 
business in Richmond County, Augusta, Georgia, and that it be enjoined 
from advertising by signs, telephone listings, or in any manner whatsoever, 
by the use of the letters Aaa; and for other and further relief. 
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The defendant filed general and special demurrers to the petition. Five 
paragraphs of the special demurrers were sustained. The order sustaining 
these special demurrers was amended at a later term, to overrule three of 
the five paragraphs. The trial court then sustained the general demurrer. 
The bill of exceptions assigns error on the first order sustaining the special 
demurrers, and on the order sustaining the general demurrer. 


HEaD, Justice. 

Counsel for the petitioner insist that the present case “is exactly in 
point” with the case of Kay Jewelry Co. v. Kapiloff, 204 Ga. 209, 81 USPQ 
293. This contention can not be sustained. In the Kay case positive aver- 
ments of fact were made as to the essential elements of unfair competition 
under Code § 37-712. In the present case it is not alleged when the peti- 
tioner became affiliated with the American Automobile Association; it is 
not alleged whether the petitioner claims it “has the sole and exclusive right 
to exhibit the symbol aaa” by reason of its affiliation with the American 
Automobile Association, or whether the right is claimed by reason of prior 
use by the petitioner in the Augusta area; it is not alleged when the Ameri- 
can Automobile Association started using the letters aaa; it is not alleged 
when the defendant was incorporated, or when it first transacted business 
in Augusta, or when the defendant first used the letters aaa in Augusta. 


It is alleged that the defendant opened an office on October 20, 1954 
and “did advertise and display the trade name or mark Aaa in bold letters 
across the front of the building occupied by defendant.” The petitioner 
does not allege any similarity in the way the three A’s are printed or dis- 
played in the defendant’s corporate name, to the use of the symbol aaa by 
the petitioner. It is not alleged that the defendant’s use of the three A’s in 
its corporate name is for the fraudulent purpose of leading the public to 
believe that the defendant is an affiliate of the American Automobile Asso- 
ciation, and it is not alleged that the petitioner’s use of the symbol Aaa 
identifies it as an affiliate of the American Automobile Association to such 
persons as might desire to do business with the association. 


On general demurrer the petition will be construed most strongly 
against the pleader (Lee v. City of Atlanta, 197 Ga. 518, 520), and if an 
inference unfavorable to the party claiming the right may fairly be drawn 
from the facts alleged, such inference will prevail in determining the rights 
of the parties. Krueger v. MacDougald, 148 Ga. 429. 


In the present case there are no averments of fact to show either a prior 
right or prior use by the petitioner of the symbol Aaa in the Augusta area, 
and no fact is alleged to show that the public has been deceived, or that a 
reasonably cautious person would probably be deceived by the act of the 
defendant in using its corporate name on the building occupied by it. Ellis 
v. J. H. Zeilin & Co., 42 Ga. 91; Foster, Milburn Co. v. Blood Balm Co., 
77 Ga. 216; Saunders System Atlanta Co. Inc. v. Drive It Yourself Co. of 
Georgia, 158 Ga. 1; First Federal Savings & Loan Association v. First 
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Finance & Thrift Corp., 207 Ga. 695; Womble v. Parker, 208 Ga. 378; 
Gordy v. Dunwody, 209 Ga. 627, 98 USPQ 200. 

The trial court did not err in sustaining the general demurrer to the 
petition. 

Judgment affirmed. All the Justices concur. 


HUNTER DOUGLAS CORPORATION v. 
LANDO PRODUCTS, INC. 


No. 13372 —C.A. 9 — June 14, 1956 


ANTITRUST 
Manufacturer has the right to choose the dealers it will permit to use its 
trademark and a dealer’s failure to use the trademark with the manufacturer’s 
goods was a sufficient reason for the latter to refuse to sell to the dealer. 


Action by Hunter Douglas Corporation v. Lando Products, Inc, for 
patent infringement. Defendant counterclaims for damages for breach of 
antitrust laws. Both parties appeal from judgment of District Court for 
Northern District of California dismissing complaint and counterclaim. 
Affirmed as to complaint and judgment as to counterclaim vacated. Judg- 
ment as to counterclaim affirmed. 


Donovan O. Peters and Charles F. Hutchins, Jr., of San Francisco, Cali- 
fornia, and Pennie, Edmonds, Morton, Barrows & Taylor, Merton 8. 
Neill, and Daniel V. Mahoney, of New York, N.Y., for plaintiff. 


Flehr & Swain and John F. Swain, of San Francisco, California, for 
defendant. 


Before Bone, Orr and Lemmon, Circuit Judges. 


Lemmon, Circuit Judge. 

Strong almost to the point of vehemence is the expression “clearly 
erroneous.” An appellate court should bear this in mind when it applies 
Rule 52(a) of the Federal Rules of Civil Procedure, which provides that 
“In all actions tried upon the facts without a jury * * * (f) findings of 
fact shall not be set aside unless clearly erroneous, and due regard shall 
be given to the opportunity of the trial court to judge of the credibility 
of the witnesses.” 

Too often appellate courts given only lip-service to the rule that, “Hav- 
ing seen and heard the witnesses, the trial judge is in a better position than 
an appellate court to pass upon the facts.” Too often reviewing tribunals 
are tempted to substitute their own fact-judgments for those of the courts 
of first instance. 
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This is a pit into which this Court, with more or less success, has always 
endeavored not to fall. In the instant case, it is somewhat easier to avoid 
the snare, since we are inclined to agree with the findings of the trial court. 


1. Statement of the Case 


When this case was previously before us we affirmed that part of the 
judgment holding invalid a patent involved in the action, and vacated that 
portion of the judgment dismissing Lando’s counterclaim. The case was 
remanded to the trial court with “directions to enter consistent Findings 
of Fact and Conclusions of Law on the question of the existence of tie-in 
sales and the damages, if any, suffered by Lando on its Counterclaim.” 
Hunter Douglas Corp. v. Lando Products, Inc., 9 Cir., 1954, 215 F.2d 372, 
376, 102 USPQ 430, 433. 

Following remand the trial court filed “Amended and Supplemental 
Findings of Fact and Conclusions of Law.” In these findings the court 
stated “accordingly the counterclaim is dismissed.” It is from “that part 
of the Amended and Supplemental Findings of Fact * * * (and which 
constitutes a final judgment), which provides ‘accordingly the counterclaim 
is dismissed,’” that, as Lando Products, Inc., hereafter “Lando,” states 
in its notice of appeal, the present appeal is taken. 

Assuming that the trial court intended this statement in the findings 
of fact to be a final judgment dispositive of the counterclaim, we hold that 
it is beyond that court’s jurisdiction. The perfection of the original appeal 
herein operated to transfer to the Court of Appeals jurisdiction of the 
cause; the jurisdiction of the trial court ceased and that of the Court of 
Appeals attached. The trial court was thereafter without authority to act 
in matters relating to the subject matter until the mandate was returned.’ 
In this case the mandate did not authorize the trial court to enter a judg- 
ment. The mandate contemplated no new decree. Any attempt to do so 
is void and of no effect. 

This court vacated a part of the original judgment and remanded the 
ease for a restricted and limited purpose. Such was accomplished by the 
filing of the amended and supplemental findings of fact. We conclude that 
these further findings are adequate to support the judgment on the counter- 
claim in this action originally appealed from, and this court has a retained 
jurisdiction arising from the original appeal to consider any attack now 
made upon the original judgment on the counterclaim, including the con- 
tention that the evidence does not support the findings. This we will pro- 
ceed to do. 

Lando alleged in its counterclaim that Hunter Douglas Corporation, 
hereinafter Hunter, violated the Federal Antitrust Laws and that as a 
result of this violation Lando suffered injury in its business and property. 
Damages and an injunction are prayed for. See 15 U.S.C.A. Sees. 15 and 26. 


1. United States cases cited in note 42, 4 C.J.8S. 1092. 
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In summary, the violation charged is that, during the period of time 
from the middle of 1949 to the middle of 1950, Hunter, being the only 
manufacturer of patented plastic Venetian blind tape, as a condition of 
sale of such tape, required purchasers to buy unpatented aluminum Venetian 
blind slat stock. It was further alleged that Lando, which makes Venetian 
blind slat stock but not tape, lost sales of slat stock. Illegal tie-in sales 
were thus alleged as the substance of the counterclaim. 

In the original judgment, the counterclaim was dismissed. Having 
found that the “amended and supplemental findings of fact” support the 
judgment on the counterclaim, we now address our attention to the prob- 
lem of whether the evidence supports the findings. 

Summarized, the “Amended and Supplemental Findings of Fact” are 
as follows: 

Lando did not prove any actual tie-in sales made by Hunter. 

During 1950, the period in question, Lando’s mill was operating “at 
close to capacity.” 

During 1950, Lando’s mill was operating with a greater volume of 
metal strip produced and a larger number of employees than in 1949. 

Lando has made no showing that its plant could have handled addi- 
tional orders, nor has it established that it has been damaged by any of 
Hunter’s activities. 

The findings also contain monthly tables of figures, showing that, with 


the exception of April, 1950, the footages produced, and the values thereof, 
in 1950 were greater than for the corresponding months of 1949. Similarly, 
there is a table reflecting the fact that, with the exception of March and 
April of 1950, the number of employees in Lando’s rolling mill and paint 
lines in 1950 was greater than for the corresponding months of 1949. 

Lando specifies seventeen errors, but summarizes them in four groups, 
which will be considered seriatim. 


2. There Is Substantial Testimony Adduced by Lando Itself To Support 
the District Court’s Finding That 1950 Is the Period for 
Which Lando Claims Damages 


Lando specifies as error that “The Court erred in finding that the year 
1950 was the period for which the defendant claims damages.” It is con- 
tended that the correct period is “from July 1, 1949, to June 30, 1950.” 

While it is true that the counterclaim states that “Beginning in or 
about June 1949,” etc., the following testimony by Ellis A. Lando, president 
and, with Mrs. Lando, the principal stockholder of the corporation, indicates 
that there was substantial basis for the Court’s finding of 1950 as the 
critical year: 


“During the year of 1949 our sales in [the area of the northwest] 
was [sic] $50,458.64. That is the latter part of this month, the month 
will show—I should say the latter part of the year, and these months 
will show it, that this competition caused us to lose business. In Janu- 





THE TRADEMARK REPORTER Vol. 46 T.M.R. 


ary, February—or I should say February—January, February, March 
and April of 1950, and then we were completely out of the area, we 
had a total sales of $4,614.44. In other words, we went from a year of 
$50,000 in 1949 to $4,000 in 1950.” [Emphasis supplied | 


Elsewhere in his testimony, Mr. Lando said that “Our sales dropped 
in the last part of 50 to nothing.” 

Furthermore, Lando itself does not adhere to its own pleadings when 
it now claims that the critical period terminated on June 30, 1950. Lando’s 
counterclaim alleges that the period in question continued “up to and in- 
cluding the date of the filing of this Counterclaim.” The counterclaim was 
filed on August 30, 1951. 

Lando’s testimony shows that its real claim is for damages actually 
alleged to have been sustained during the year 1950. 

At any rate, there is substantial evidence, adduced by Lando itself, that 
Lando did not suffer any damage from July 1, 1949, to December 31, 1949, 


inclusive. 


3. Whether Lando’s Mill Was Operating at Capacity or Whether It Could 
Have Handled Additional Orders Is Not Determinative of This Case 


Lando devotes considerable argument to the question of whether its 
mill was operating to capacity. The principal question before us, however, 
is not whether the mill was operating at a maximum, but, in appellant’s 
own words, “Did Lando lose sales which it otherwise would have made” 
because of Hunter’s acts? 

These alleged acts we will next consider. For the present, we need 
only recall that Finding 23, which, in Lando’s own words, “relates to specific 
production figures as to which there is no dispute,” shows that the footages 
produced at Lando’s mill, and the value thereof, were far greater during 
the crucial year of 1950 than during the preceding year. And the same 
is true of the number of Lando’s employees in its rolling mill and paint 
lines in 1950, as compared with 1949. This is shown in a table included in 
Finding 24, which Lando itself characterizes as “a statement of ultimate 
fact and is taken from an exhibit introduced in the case and no party has 
any quarrel therewith.” 


4. There Is Substantial Support in the Record for the District Court’s 
Finding That Lando Did Not Prove Illegal Tie-in Sales by Hunter 


At the trial of this case Lando introduced a group of photostats marked 
Exhibit B, which were obtained from the Clerk of the United States Dis- 
trict Court at Los Angeles, California, in a Government Anti-Trust action 
against Hunter, Civil Action No. 13236-PH. In its opening brief, Lando 
relies heavily upon this exhibit, asserting that; 
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“After the oral hearing on the prior appeal in this matter a Con- 
sent Decree enjoining tie-in sales was entered in the Los Angeles suit 
(on June 30, 1954),” ete. 


Lando’s brief, however, fails to state that the Consent Decree, in its 
very opening sentence, specifically recites that it was “entered without trial 
and without adjudication of any issue of fact or law herein, and without 
this Final Judgment constituting any admission or adjudication in respect 
to any such issue.” [Emphasis supplied] 

Lando also stresses the testimony of a number of Venetian blind manu- 
facturers “and others in the field” as tending to prove Hunter’s illegal 
tie-in sales. Analysis of their testimony convinces us that the trial judge 
was justified in disregarding it. 

Joseph E. Hirschbein testified that “For a while” he bought all his 
materials from Hunter. Later, on recross-examination, he stated that “If 
I said ‘all of it,’ I think I was possibly off. We bought most of it,” for a 
“Period of two or three months.” 

W. C. Richards testified that early in 1950 he could buy plastic tape 
“providing I took a certain specified amount of FLEXxALUM [Hunter] slats 
and provided that I did not use it on any other material than FLEXALUM 
slat blinds.” After “A year or a year and a half” he “was cut off.” and 
Richards bought his slat material from Lando. On cross-examination, he 
agreed that “from a price standpoint and other standpoints * * * rLEXALUM 
slat material is a premium material.” The witness sold all blinds under his 
own trademark—cUSsTOM-BUILT VENETIAN BLIND—and, as Hunter points out, 
the latter had the right to choose the dealers it would permit to use its 
trademark. Richards’ failure to use the trademark with FLEXALUM material 
was a legitimate reason for declining to do business with Richards. 

Wilbur B. Fountain, Hirschbein’s sales representative and general 
assistant, at first agreed that Hunter “insisted that this FLEXALUM plastic 
tape be used with rLEXALUM coil stock when the department stores, such 
as the Emporium or Lachman Brothers, was [sic] going to advertise 
FLEXALUM Venetian blinds.” The question was repeated, hence there can 
be little doubt that Fountain, who occupied a position of responsibility, 
understood it. Yet when counsel for Lando, which had called Fountain as 
a witness, asked the latter whether he sold a blind “under the Hunter 
Douglas trademark of rLEXALUM, Fountain answered in the negative. Simi- 
larly, when Lando’s attorney, in a patently leading question, suggested— 


“So that even though you didn’t sell your Venetian blind as a 
FLEXALUM blind, so we will understand, you still had to buy the coil 
stock from Hunter Douglas in order to use their tape in that blind ?”— 


Fountain gave the suggested affirmative answer. 

The reach of the Clayton Act does not extend to every remote, possible, 
or conjectural “lessening of competition.” In Standard Co. v. Magrane- 
Houston Co., 1922, 258 U.S. 346, 356-357, the Court said: 
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“Section 3 [of the Clayton Act, 15 U.S.C.A. § 14] condemns sales 
or agreements where the effect of such sale or contract of sale ‘may’ 
be to substantially lessen competition or tend to create monopoly. It 
thus deals with consequences to follow the making of the restrictive 
covenant limiting the right of the purchaser to deal in the goods of 
the seller only. But, we do not think that the purpose in using the 
word ‘may’ was to prohibit the mere possibility of the consequences 
described. It was intended to prevent such agreements as would under 
the circumstances disclosed probably lessen competition, or create an 
actual tendency to monopoly. That it was not intended to reach every 
remote lessening of competition is shown by the requirement that such 
lessening must be substantial.” {Emphasis supplied] 


In the instant case, Lando has specified that the period for which it 
claims damage is a single year. Ivan S. Brownson, Hunter’s sales manager, 
testified that “We restricted the sale of tape only so long as we had a 
shortage.” “It was only a temporary policy and was so stated.” Brownson 
further testified that even rLExaLuM distributors and promoters and those 
who were buying FLEXALUM slat stock could not get all the tape that they 


needed : 


“#* * * we tried our best to see that FLEXALUM distributors who 
assembled these blinds and promoted it in the field had, to the best 
of our ability, a supply of as much tape as was needed. 

“However, it was a long time before we got to that point. During 
that particular period I think our records would show we were only 
about half that good, that the purchases were in relation to about 
half that much tape to their slat stock.” 


If Brownson’s testimony is believed, it would be difficult to spell out 
a violation of the Clayton Act. 


5. There Is Support in the Record for the District Court’s Finding 
That Lando Was Not Damaged by Any of Hunter’s Activities 


Ellis A. Lando, who controls the corporation’s policies, on direct exami- 
nation testified, as we have seen, that “Our sales dropped in the last part 
of 50 to nothing.” When confronted with the exhibit showing more em- 
ployees during 1950 than in 1949, Mr. Lando admitted that the figures did 
not support his statement that “Of course when you don’t have the sales 
to do that [to work ‘in three shifts, around the clock’], you have to lay 
off your help.” He offered this explanation for the seeming contradiction: 


“* * * the explanation that I tried to tell you, that these men 
could have been working on the mill or could have been working at 
another work.” 


Even Lando’s own counsel tacitly concedes that this was an “explana- 
tion” that didn’t explain, by characterizing it as “An isolated instance of 
confusion [that] does not establish lack of credibility.” 

Still elsewhere in his testimony, Mr. Lando’s explanation for his Com- 
pany’s increased business during “the last part of 50” reached even farther 
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than the men working on his mill. It reached as far as Korea! Mr. Lando 
testified : 


“If I can say here too, your Honor, in explanation of increased 
sales here during the year of 1950—in 1949 we had one paint line; 
in other words, we were—all we were able to deliver was what we 
could paint on this one particular paint line. In November 5, 1949, 
we had a second paint line put into operation, which of course gave 
us more material to sell. And in August-September, I should say, 18th 
of 1950, we completed the third paint line. Also in the month of June 
of 1950 this Korean incident started, and of course everybody in the 
Venetian blind business had gone—no, I shouldn’t say everybody, but 
practically all of the people that had been in this business during the 
Second War had the experience of not being able to buy enough ma- 
terial; so consequently, when this thing came along, everybody bought 
material at wild. And of course we could sell our aluminum during 
the latter part of 1950; we could have sold it to them, to anybody, 
regardless if we had plastic tape or if we did not have plastic tape.” 


Finally, confronted with his earlier testimony about laying off help, 
quoted above, Mr. Lando retorted: 


“Mr. Mahoney, because you cut in and forced us down in one 
location is no reason we can’t reach out in another direction and secure 
more business. You drove us into territories that we were never in 
before. We were never in Dallas before; we were never in Pennsyl- 
vania before; we were never in Atlanta before; we were never in New 
York before.” 


Taking this latter bit of Mr. Lando’s testimony at its face value, we 
might be led to the conclusion that Hunter’s alleged tie-in policies really 
had a salutary effect on Lando’s business: it caused that business to expand 
into faraway places! 

Quite aside from all this, however, it may be observed that perhaps 
the tangled skein of confusions and apparent contradictions in the testi- 
mony of Lando witnesses can be unraveled, and in some instances even 
explained away. We believe, however, that it is better to leave such a task 
to the sophistication of an experienced trial judge, who has seen and heard 
the witnesses, than to an appellate court, which has before it only the cold 
record. 

Much is said in the briefs regarding a canceled Sears-Roebuck contract. 
Indeed, Lando insists that there were two such contracts. Its claim regard- 
ing the first, however, is based upon a letter, dated October 26, 1949, that 
Mr. Lando wrote to E. W. Elliott, who he described in his testimony as 
“the Manager of the Venetian blind department” of Sears, Roebuck & Co. 
This letter contains Mr. Lando’s recital of “my understanding of the agree- 
ment we reached on my recent visit to your office in Chicago,” and could 
well have been disregarded by the District Judge. There is no explanation 
why Mr. Elliott himself was not called by Lando to corroborate Mr. Lando’s 
testimony. 
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The second contract is supported by documentary evidence. It was 
denominated a “Contract of Purchase,” and was dated April 28, 1950. The 
contract showed that its “Total Estimated Value,” or, as Mr. Lando called 
it, its face amount was $147,562.50. He also testified that “the net result 
of this contract was we shipped them during May one car, July another 
one, and August two, for a total sales of $66,854.39.” 

According to Mr. Lando’s testimony, “The result was that this contract, 
we got a cancellation through in amount of $80,714.78.” * The cancellation 
was dated September 27, 1950. Mr. Lando, however, was not damaged by 
the cancellation: his own testimony establishes, beyond cavil, that he bene- 


fited from that abrogation: 


“Q. And the contract was terminated in September of 1950? A. 
Yes, sir. 

“Q. And you have told us that at least by August of 1950 we 
had what we call a seller’s market. You could sell all you could pro- 
duce? 

“A. I believe so. 

“Q. And as a matter of fact on these sales during September, 
October, and November of 1950, shown in Exhibit 54, didn’t you in 
fact get a better price than you would have gotten if you had had to 
fulfill the Sears contract? 

“A. We did, yes. 

“Q. So that your mills were producing during those months prac- 


tically to capacity, and you were able to sell the stuff to somebody 
else at a better price than your Sears Roebuck contract called for? 
“A. That is right.” 


Finally, Plaintiff’s Exhibit 54, which Lando itself asserts is “The only 
evidence in the case relating to Lando’s capacity” and “production,” shows 
that the footage produced in 1950, the crucial year, was nearly double 
that the 1949; that the “sales footage” in 1950 was more than double; and 
the sales in dollar value were almost double in 1950 as compared with 
1949. 

The Clayton Act requires that injury must be proved before recovery 
ean be had. Section 15 of 15 USCA provides: 


“Any person who shall be injured in his business or property by 
reason of anything forbidden in the antitrust laws may sue therefor 
in any district court of the United States in the district in which the 
defendant resides or is found or has an agent, without respect to the 
amount in controversy, and shall recover threefold the damages by 
ee and the cost of suit including a reasonable attorney’s 

ee. 


In Wolfe v. National Lead Co., D.C. Cal., 1953, 15 F.R.D. 61, 63 (43 


TMR 593), affirmed, 9 Cir., 1955, 225 F.2d 427, 434 (45 TMR 963), cer- 
tiorari denied, 1955, 350 U.S. 915, District Judge Goodman said: 


2. This figure is borne out by the record, but does not tally with the amounts given 
by Mr. Lando earlier in his testimony: $147,562.50 minus $66,854.39 equals $80,708.11 
or a few dollars less than the figure in an exhibit and in Mr. Lando’s own later testimony. 
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“The infirmity of plaintiffs’ contention arises, in some degree at 
least, from a misapprehension as to the difference between a ‘public 
wrong’ and a ‘private wrong’ under the anti-trust laws. By §1 and 
§ 2 of Title 15, agreements, contracts or conspiracies as to forbidden 
practices are made public wrongs and may be dealt with accordingly. 
Damage to a private person caused by violation of §1 or §2 is a 
‘private wrong.’ 15 U.S.C.A. § 15. A private person has no right to 
complain of a violation of § 1 or § 2, as a such, nor does such a viola- 
tion per se give rise to a private cause of action. [Case cited.] It is 
only when a violation of § 1 or § 2 causes damage that a cause of action 
inures to private benefit and then only to the extent of the trebled 
amount of such damage. Consequently, forbidden acts cannot be rele- 
vant unless they cause private damage.” 


In affirming the Wolfe case, we observed: 


“We concur in the views which were expressed by the trial court 
in dismissing the case. Appellants failed to prove injury resulting from 
the conduct of appellees.” 

In Burnham Chemical Co. v. Borax Consolidated, Ltd., 9 Cir., 1948, 
170 F.2d 569, 578, certiorari denied, 1949, 336 U.S. 924-925, rehearing 
denied, 1949, 336 U.S. 955, motion for extension of time within which to 
file second petition for rehearing denied, 1949, 337 U.S. 961, Judge Bone 
said: 

“#* * * (g) finally, giving a private individual a right to recovery 
does not enlarge the right of a private plaintiff since he must show 
personal pecuniary damages, his right of action being personal and for 
his own benefit and not (also) for the benefit of the public. * * * The 


public interest is vindicated by a criminal prosecution while the suit 
for damages merely redresses the private injury.” 


6. Conclusion 


Bearing in mind that a judicial opinion, is not a brief, we have not 
entered into a minute discussion of the thousand-page transcript or of 
Lando’s ingenious though somewhat labored arguments in support of its 
Counterclaim. 

Suffice it to say, after a careful study of the record, the exhibits, and 
the briefs, we hold that there is substantial basis for the District Court’s 
finding that Lando “did not establish the fact that it had been damaged by 
any of [Hunter’s] activities.” 

Accordingly, that part of the District Court’s original judgment dis- 
missing Lando’s Counterclaim is affirmed. 
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THE ALLIGATOR COMPANY v. CIAROCHI, 
trading as STYLE BELT CO. et al. 


No. 13506 — D.C., E.D. Pennsylvania — June 19, 1956 


REMEDIES—INFRINGEMENT—EVIDENCE 
In granting injunction restraining defendant’s use of STYLIGATOR, court relied 
upon circumstance that mark was declared by defendant to be of no value in bank- 
ruptey proceedings. 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
Injunction granted restraining defendant’s use of STYLIGATOR and the repre- 
sentation of an alligator on belts and accessories in suit brought by prior user and 
registrant of ALLIGATOR for clothing, the court finding substantial similarity between 
the marks, the goods and the channels of retail sale, although plaintiff’s opposition 
to defendant’s application for the mark had been dismissed by the Assistant 
Commissioner. 


Action by The Alligator Company v. Carlo C. Ciarochi, trading as 
Style Belt Co., and Styl Crest, Inc., for trademark infringement and unfair 
competition. Judgment for plaintiff. 

See also 41 TMR 53, 46 TMR 655. 


John Dashiell Myers, of Philadelphia, Pennsylvania, for plaintiff. 


Furia & DiCintio, of Philadelphia, Pennsylvania, for defendants. 


Lorp, District Judge. 

This is an action for trademark infringement and unfair competition. 
Plaintiff requests that defendants be enjoined from using the name sTYLI- 
GATOR on the grounds that sTYLiGaTor is an infringement of plaintiff’s trade- 
mark and trade name ALLIGATOR. 

Plaintiff, for some years, has manufactured numerous items of clothing 
which have been treated so as to be water-resistant. One of the important 
products it now makes is a topcoat which is treated so as to be water- 
repellent. 

There are two defendants. One is Carlo C. Ciarochi, trading as Style 
Belt Co. The other is Styl Crest, Inc., a Pennsylvania corporation. Styl 
Crest was a successor in business to Ciarochi, but is now bankrupt. 

Defendants have used the designation sTYLIGATOR as a trademark in 
connection with the manufacture and sale of belts and accessories. 

After Styl Crest succeeded Ciarochi in business, it adopted a new trade- 
mark which comprised a crest containing several figures as letters, one of 
which constitutes the representation of an alligator. 

The merchandise of both plaintiff (coats and rainwear) and defendants 
(belts and accessories) is distributed through the same channels of trade, 
and to the same class of purchasers. 

The Court, after trial, examination of the pleadings, and consideration 
of briefs, makes the following 
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FINDINGS OF Fact 
1. Plaintiff, The Alligator Company, is a Delaware corporation. 


2. Defendant, Carlo C. Ciarochi, is a citizen and resident of Pennsyl- 
vania, with a regular and established place of business at 1214 Arch Street, 
Philadelphia 7, Pa. 


3. Defendant, Styl Crest, Inc., at the time this action was instituted, 
was a Pennsylvania corporation. 

4. Plaintiff adopted the trademark ALLIGATOR in 1908, and has con- 
tinuously used the same since that date. 


5. The trademark ALLIGATOR has been used by plaintiff on apparel, 
such as coats and rainwear for both men and women. The mark is applied 
to the goods by a label sewn into the garment. 


6. The trademark ALLIGATOR has been widely advertised by plaintiff 
and by its dealers throughout the United States. 


7. By virtue of extensive advertising and promotional efforts on the 
part of plaintiff, the trademark ALLicATor is a nationally known trademark 
and brand name. 


8. The trademark ALLIGATOR symbolizes an exceedingly valuable good 
will. 


9. The trademark ALLIGATOR BRAND plus a pictorial representation of 
an alligator was registered in the United States Patent Office on September 
29, 1909, No. 75,365. 


10. The trademark ALLIGATOR was registered by plaintiff for various 
items of apparel in the United States Patent Office on January 1, 1929, No. 
251,201. 


11. Both defendants have used the designation sTYLIGATOR as a trade- 
mark in connection with the manufacture and sale of belts and accessories 
in interstate commerce. The term “accessories” includes wallets, key cases, 
cuff links, tie clips, and similar items. 


12. The merchandise of the parties, coats and rainwear by plaintiff, 
and belts and accessories by defendants, are distributed through the same 
channels of trade, and to the same class of purchasers. The evidence shows 
that coats and rainwear on the one hand, and belts and accessories on the 
other, are sometimes displayed within a few feet of each other in retailing 
establishments, and that sometimes they are both referred to by a retailer 
in the same advertisement. 


13. The merchandise sold by the parties falls into the same general 
class of merchandise described as men’s wear. 


14. The mark sTyLicaTor is confusingly similar to the mark ALLIGATOR 
in appearance, in sound, and in suggestion. 
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15. The word ALLIGATOR has been incorporated as the dominant word 
in plaintiff’s corporate name, THE ALLIGATOR COMPANY, and this usage 
commenced prior to January 1, 1929, as indicated by the corporate name 
on Registration No. 251,201. 


16. The various magazine advertisements of plaintiff, which promi- 
nently display the word ALLIGATOR, indicate usage thereof as a business name 
or trade name. 


17. Certain of the circulars of the defendants give greater prominence 
to the designation sTYLIGATOR than they do to the trade style, Style Belt 
Co., or to the corporate name Styl Crest, Inc. 


18. By reason of the similarity of the designation sTYLIGATOR, as used 
by defendants, to plaintiff’s name aLLIGAToR, and by reason of the general 
similarity in the nature of the businesses conducted by the respective parties, 
there is likelihood of confusion of identity in the mind of the public as 
between plaintiff and defendants. 


19. Defendants admit having adopted a certain crest which contains a 
pictorial representation of an alligator, in conjunction with other elements. 


20. This crest has been used in the advertising and sale of Styl Crest’s 
goods generally. 


21. The slogan, admitted in the answer, shows that defendants have 
used the designation STYLIGATOR along with the word ALLIGATOR, and in 
some instances have given much greater prominence to the word ALLIGATOR 
than to the designation STYLIGATOR. 


22. Defendant, Ciarochi, is a vice-president of the corporation, Styl 
Crest, Ine. 


23. Styl Crest, Inc. is admittedly the successor in business to Carlo 
C. Ciarochi. 


24. Subsequent to the institution of this action, Styl Crest, Inc., was 
adjudged a bankrupt. 


25. In its schedule of assets filed with the bankruptcy proceedings, the 
trademark sTYLIGATOR is listed as an asset of “no value.” 


26. In the petition for order of confirmation of sale, the list of assets 
to be sold specifically lists items of physical equipment and of inventory, 
but not the trademark sTYLIGATOR. 


DIscuUssION 


The principal question in this case is whether the use of the word 
STYLIGATOR, and the crest, is confusingly similar to the mark ALLIGATOR. 

In the case of Sears, Roebuck & Co. v. Johnson, 219 F.2d 590, 104 
USPQ 280 (45 TMR 461) (3d Cir. 1955), the court said (p. 592, 104 USPQ 
at 282, 45 TMR 464) : 





. 
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«“#* * *® The Restatement of the Law of Torts, Sec. 729 (1938), sets 
forth the generally accepted factors to be considered in determining 
whether a particular designation is confusingly similar to another’s 
trade name: 

‘(a) the degree of similarity between the designation and the 
trademark or trade name in 

‘(i) Appearance ; 

‘(ii) pronunciation of the words used; 

‘(iii) verbal translation of the pictures or designs involved ; 

‘(iv) suggestion ; 

‘(b) the intent of the actor in adopting the designation ; 

‘(c) the relation in use and manner of marketing between the 


goods or services marketed by the actor and those marketed by the 
other ; 


‘(d) the degree of care likely to be exercised by purchasers.’ ” 


In regard to the similarity of the names here involved, they are of similar 
length. The last seven letters of each mark are identical. When they are 
compared, one above the-other, the substantial identity is striking. 

Both marks comprise four syllables, the last three of which are identical 
in sound. In Van Pelt & Brown, Inc. v. John Wyeth & Brother, Inc., 161 
F.2d 244, 73 USPQ 408 (1947), the United States Court of Customs and 
Patent Appeals was impressed by the identity of cadence, and held two 
marks to be confusingly similar. The court said (p. 246, 73 USPQ at 410): 


' “It is true that visually the marks VANOGEL and AMPHOJEL are 
readily distinguishable. They both, however, have the same number of 
syllables, the suffix of each is pronounced the same, when spoken both 
have the same cadence and have a very little distinguishable difference 
in sound.” 


Plaintiff applies its trademark to rainwear, including belted models, 
whereas defendants apply their trademark to belts, wallets and other acces- 
sories. In Oppenheim, Oberndorf & Co. v. President Suspender Co., 3 F.2d 
88 (15 TMR 80) (D.C. Cir. 1925), the court commented as follows (p. 89) : 


“It fairly appears from the present record, as well as from com- 
mon knowledge, that suspenders and men’s shirts and underwear are 
alike embraced within the class of men’s furnishings. They are fre- 
quently manufactured by the same companies, are sold together under 
the same trademark to jobbers, who in turn sell them to the same class 
of retail merchants, by whom they are vended by the same clerks in 
the same trade to the same general class of customers. The articles 
have become associated together in popular understanding, and are 
generally regarded as merchandise of the same class * * * .” 


This Court in considering all of the evidence in the case is of the opinion 
that the use of defendants’ name is likely to create confusion in the mind 
of the public. 


Upon the foregoing Findings of Fact and Discussion, the Court makes 
the following 
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ConcLusions or LAW 


1. This Court has jurisdiction of the subject matter and of all the 
parties to this litigation. 

2. Plaintiff’s interest in its trademark and trade name ALLIGATOR is 
“protected” with respect to the goods and the business in connection with 
which defendants use the designation sTYLIGATOR and with respect to the 
markets in which defendants use such designation, within the meaning of 
Section 717 of The Restatement of the Law of Torts. 


3. The relationship between the goods of the parties falls within the 
prohibition of Section 32 of the Trademark Act (Title 15, Section 1114 of 
the United States Code): namely, the relationship is such that the use by 
defendants of the mark sTYLIGATOR in connection with the sale and adver- 
tising of its goods is likely to cause confusion or mistake, or to deceive 
purchasers as to the source of origin of such goods. 

4. Plaintiff is the owner of the trademark ALLIGATOR. 

5. The trademark sTYLIGATOR, as used by the defendants on belts and 
accessories, is an infringement of plaintiff’s common law and statutory 
rights in and to its trademark ALLIGATOR. 

6. The use, by defendants, of the pictorial representation of an alli- 
gator in its crest is an infringement of plaintiff’s common law and statutory 
rights in and to its trademark ALLIGATOR. 

7. The use, by defendants, of the designation sTYLIGATOR in the manner 
of a trade style is likely to produce confusion of identity, and constitutes 
unfair competition. 

8. The use in this line of business, by the defendants, of the designa- 
tion STYLIGATOR in the manner shown, that is, in conjunction with the 
prominent and distinctive display of the word ALLIGATOR constitutes unfair 
competition. 

9. Totally apart from any question of infringement, if any rights could 
have been acquired by defendant, Ciarochi, and his successor Styl Crest, 
Inc., in and to the trademark sTYLiGAToR, such rights were abandoned and 
legally extinguished upon the admission by defendant Ciarochi, as an officer 
of the bankrupt corporation, that the trademark sTYLIGATOR was of “no 
value,” and upon the subsequent sale by the trustee in bankruptcy of the 
physical assets of the corporation, Styl Crest, Inc., apart from the good will 
of the business. 
10. There shall be no accounting of profits, as an accounting is waived 
by plaintiff. 

11. Plaintiff is entitled to an injunction permanently restraining the 
defendants from committing the acts complained of and any other acts set 
forth in the following. 
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ESKIMO KOOLER CORPORATION v. ESKIMO 
PIE CORPORATION 


No. 11615 —C.A. 7 — June 27, 1956 


CouRTS—CONFLICT OF LAWS 
An action charging trademark infringement and unfair competition which in- 
volves federal trademark registrations is to be controlled by federal law. 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Injunction granted to defendant restraining plaintiff’s use of ESKIMO in con- 
nection with manufacture and sale of refrigeration cabinets, defendant having shown 
prior use and registration of mark ESKIMO in connection with ice cream and frozen 
foods, said products having been sold from refrigerated cabinets bearing the words 
ESKIMO and ESKIMO PIE. 


Action by Eskimo Kooler Corporation v. Eskimo Pie Corporation, for 
damages and injunction. Defendant counterclaims for trademark in- 
fringement and unfair competition. Plaintiff appeals from judgment for 
defendant of District Court for Northern District of Illinois. Affirmed. 


Wilkinson & Belroy (David B. Perley of counsel), of Chicago, Illinois, for 
appellant. 


W. Lee Helms, of New York, N.Y., and Carl 8. Lloyd, of Chicago, Illinois, 
for appellee. 


Before Durry, Chief Judge, and FINNEGAN and ScHNACKENBERG, Circuit 
Judges. 


FINNEGAN, Circuit Judge. 

Eskimo Kooler Corporation commenced this action against Eskimo 
Pie Corporation to recover damages and restrain the latter from interfer- 
ing in the business of Eskimo Kooler. By its counterclaim, accompanying 
the answer to that complaint, Eskimo Pie Corporation asserted its house 
mark and trademark ESKIMO, and sought a permanent injunction against 
Eskimo Kooler Corporation. After taking parol and documentary evidence, 
the district court found the use of the name Eskimo by Eskimo Kooler Cor- 
poration constituted “trademark infringement or, in any event, unfair com- 
petition and should be enjoined” further concluding, as a matter of law: 
“The counter-defendant’s (Eskimo Kooler Corporation) use of the business 
name Eskimo Kooler Corporation in the business of manufacturing and/or 
selling said cabinets is also wrongful, particularly in view of the circum- 
stances of the selection and adoption of such name, and should be enjoined.” 

From the judgment order granting a permanent injunction against it, 
Eskimo Kooler Corporation has appealed. It should be noticed that the 
initial complaint filed by Eskimo Kooler Corporation was dismissed below 
for non-prosecution and the case proceeded solely upon the counterclaim 
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and answer thereto, hence Eskimo Pie Corporation was put in the position 
of plaintiff and Eskimo Kooler Corporation became a defendant. 

Our application of Rule 52(a), Federal Rules of Civil Procedure, 28 
U.S.C. (1952 ed.) leaves undisturbed the findings of fact and conclusions 
of law made by the district judge. Esquire, Inc. v. Vargas Enterprises, 185 
F.2d 14, 20, 87 USPQ 342, 346 (38 TMR 52) (7th Cir. 1950). According 
to these findings of fact, Eskimo Pie Corporation engaged in the business 
of manufacturing and selling ESKIMO PIE and other Eskimo frozen food 
products, including an ESKIMO KOOLER. That Eskimo Pie Corporation owns 
numerous and various U.S. Trademark Registrations using the word ESKIMO, 
is uncontested. Long before Eskimo Kooler Corporation began its business, 
Eskimo Pie Corporation’s products were sold from refrigerated cabinets 
bearing the name ESKIMO or ESKIMO PIE and these names had been widely 
used on trucks, billboards, and other advertising media owned or supplied 
by Eskimo Pie Corporation or its franchisees. Nicholas C. Geovan, one 
organizer of Eskimo Kooler Corporation had been president of the Drexel 
Ice Cream Company of Chicago, Illinois, and during the period 1928 to 
1945 that Company held a franchise from Eskimo Pie Corporation. Con- 
sequently the trial judge found that Geovan knew all about Eskimo Pie 
Corporation’s method of doing business and was well aware of its Eskimo 
name and trademarks. We notice that the district court particularly found 
that Eskimo Kooler Corporation “ * * * offered no explanation of its delib- 
erate adoption of this name, which incorporated not only the word Eskimo 
which was * * * [Eskimo Pie Corporation’s] primary trademark and the 
dominant part of its business name, but also the word Kooler spelled with 
a K, the name as in * * * [Eskimo Pie Corporation’s] specific mark ESKIMO 
KOOLER. The facts found culminated in holding that the practices and acts 
of Eskimo Kooler Corporation involved likelihood of confusion and mis- 
leading of the public. We would add this statement [from the record] made 
by counsel for Eskimo Kooler Corporation during the trial below: “* * * 
for the sake of the record, and to shorten this matter, I, our side, will admit 
that ESKIMO PIE has enormous advertising and they are known throughout 
the United States. In fact, it is common knowledge * * * .” 

Despite Eskimo Kooler Corporation’s contrary assertion, this case in- 
volving Federal trademark registrations and unfair competition, is con- 
trolled by Federal Law. Bulova Watch Co. v. Stolzberg, 69 F.Supp. 548, 
72 USPQ 72 (37 TMR 41) (D. C. Mass. 1947). 

Under Judge Lindley’s opinion, reported as California Fruit Growers 
Exchange v. Windsor Beverages, Ltd., 118 F.2d 149, 48 USPQ 608 (7th 
Cir. 1941) Eskimo Pie Corporation has the right to protect its business 
name and trademark Eskimo and for this reason Eskimo Kooler Corpora- 
tion’s argument about the non-exclusiveness of the word ESKIMO receives a 
cool reception. 

After canvassing this record, we are fully satisfied that the findings 
concerning confusion are amply supported. Independent Nail & Packing 
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Co., Inc. v. Stronghold Screw Products, Inc., 205 F.2d 921, 98 USPQ 172 
(44 TMR 46) (7th Cir. 1953). Eskimo Kooler Corporation having started 
an action, was caught in the inevitable and unenviable dilemma of a counter- 
claim for the very claims they had first levied against Eskimo Pie Corpo- 
ration. Unable to retreat, Eskimo Kooler Corporation unsuccessfully sought 
to resist the action against them. Upon exposure to the facts found below, 
we find Eskimo Kooler Corporation’s multiple points melt away even in the 
climate of judicial opinions it relies upon. 
The district court’s judgment is affirmed. 


THE QUAKER OATS COMPANY v. 
ST. JOE PROCESSING COMPANY, INC. 


Appl. No. 6204 —C.C.P.A. — April 18, 1956 


REGISTRATION PROCEDURE—APPEALS—COURT OF CUSTOMS AND PATENT APPEALS 


CouRTS—EVIDENCE 
Testimony as to weight to be given witness’ opinions that marks would be 
likely to cause confusion amounts to nothing more than expression of opinion by 
witness, which is not binding upon either Patent Office or court tribunals. 
In determining likelihood of confusion between marks on identical goods, it is 
proper to consider their appearance, sound and meaning. 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
VIT-A-PEP is not confusingly similar to FUL-0-PEP, both marks being used for 
animal foods. 


Opposition proceeding No. 31,563 by The Quaker Oats Company v. 
St. Joe Processing Company, Inc., application Serial No. 619,106 filed 
September 21, 1951. Opposer appeals from decision of Commissioner of 
Patents dismissing opposition. Affirmed. 

Case below reported at 45 TMR 332. 


Woodson, Pattishall & Garner, William T. Woodson, and Beverly W. Pat- 
tishall, of Chicago, Illinois, for appellant. 


No appearance or brief for appellee. 


Before JoHnson, Acting Chief Judge, and WorLEy and Jackson (retired), 
Associate Judges. 


Jounson, Acting Chief Judge. 

This is an appeal from the decision of the Commissioner of Patents, 
speaking through the Assistant Commissioner, 102 USPQ 451 (45 TMR 
332), sustaining the decision of the Examiner of Interferences which dis- 
missed appellant’s notice of opposition seeking to prevent registration of 
the mark vit-a-Pep for feeds for poultry, turkeys, hogs, dairy cattle, and 
stock. 
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Appellant is the owner of the mark ruL-o-PEp for poultry feed, turkey 
feed, dog food, and stock feeds, and possesses the following registrations: 
No. 188,553 (August 26, 1924), No. 274,364 (August 26, 1930), No. 390,109 
(September 9, 1941), No. 396,301 (July 7, 1941), No. 524,662 (May 2, 1950), 
and No. 524,663 (May 2, 1950). 

In its notice of opposition appellant alleged, insofar as pertinent here, 
that appellee’s mark vit-a-PEp is confusingly similar to appellant’s regis- 
tered mark FUL-0-PEP, and is likely to cause confusion and mistake in the 
mind of the public as to the origin of appellee’s goods. 

Appellant submitted deposition testimony of Colin S. Gordon, Vice 
President of the Quaker Oats Company. Mr. Gordon testified that the mark 
FUL-O-PEP was used continuously by The Quaker Oats Company since 1917 
in a region east of the Rocky Mountains until 1940 when its use became 
national. It was further testified that appellant has sold five and one-half 
million tons of animal feeds under the mark FUL-0-PEP. It was also stated 
in the testimony that appellant has widely advertised its FUL-0-PEP animal 
feeds by newspaper, trade-magazines, farm magazines, and radio; and has 
spent in excess of nine and one-half million dollars in advertising featuring 
its FUL-O-PEP trademark. Mr. Gordon also stated that appellant spent ap- 
proximately $700,000 in advertising FrUL-0-PEP during the year 1951, and 
that its advertising budget was in excess of the foregoing amount for the 
year 1953. 

Appellant also introduced deposition testimony of numerous witnesses 
who were either farmers or feed dealers. Their testimony, insofar as perti- 
nent here, was to the effect that they were familiar with the mark FUL-0-PEP, 
having either sold or used feeds bearing that trademark. These witnesses 
also professed familiarity with advertising relating to the mark. It is also 
to be noted that the witnesses gave their opinions that customers would be 
confused by the marks FUL-O-PEP and vIT-A-PEP in the sense that these 
customers would believe that products appearing under the name VIT-A-PEP 
were manufactured by the company manufacturing FUL-0-PEP products. 

Applicant-appellee, St. Joe Processing Company, Inc., filed no testi- 
mony, but filed a brief and was represented at the hearing before the 
Examiner of Interferences. However, appellee has neither filed a brief nor 
appeared for argument before our court. 

The Examiner of Interferences was of the opinion that the marks 
VIT-A-PEP and FUL-0-PEP were not confusingly similar and dismissed the 
notice of opposition. In so doing, he stated: 

It is noted in the comparison of the notations viT-A-PEP and FUL-O- 

PEP that they are alike primarily in that both are composed of three 

syllables, and that both end in the word pep. The initial portions of 

the marks consisting of the syllables vita-a [sic] and FUL-0 obviously 
contain nothing in common other than that they comprise the first two 
syllables of the marks as a whole. These differences in the initial por- 


tions of the marks, it is believed render the marks as a whole so totally 
different in appearance, sound, and meaning, as to enable their con- 
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temporaneous use for the goods here involved, which obviously are pur- 
chased with care and certain amount of discrimination, without any 
reasonable likelihood of confusion, or mistake, or deception of pur- 
chasers as to the origin thereof. 


An appeal was taken to the Assistant Commissioner by the present 
appellant. Insofar as pertinent here, the Assistant Commissioner stated, 102 
USPQ at 452 (45 TMR 332): 


The marks of the parties do not look alike, aside from the fact that 
they each comprise a succession of three letters, a hyphen, a capital 
letter, a hyphen, and the word per. Purchasers do not, in my opinion, 
analyze trademarks to that extent. The marks do not sound alike; and 
their connotations are different. They create entirely different com- 
mercial impressions. It is not believed that confusion, mistake or 
deception is likely to result if applicant’s mark is registered. 


Appellant has appealed to us from the concurrent holdings of the tri- 
bunals below that the marks FUL-0-PEP and vIT-A-PEP would not be likely 
to cause confusion. There is no doubt that the goods of the parties are 
identical. Furthermore, with respect to priority of use of the respective 
marks, the record indicates that appellant was the prior user of its mark. 
In this respect, the statement of the Examiner of Interferences, “* * * [it] 
is conceded by the applicant [appellee], that the opposer [appellant] was 
first in the use of its mark, * * *” has not been controverted, and must 
therefore be accepted as being accurate. 


The sole question before us on appeal is whether the marks FUL-0-PEP 
and vIT-A-PEP, when applied to identical goods, are so similar as to be likely 
to cause confusion in the trade and mislead purchasers. 


Before reaching the main issue in the present case, we deem it necessary 
to comment on the weight to be given the witnesses’ opinions that the marks 
would be likely to cause confusion. In this respect it has been held that 
such testimony amounts to nothing more than an expression of opinion by 
the witness, which obviously is not binding upon either the tribunals of the 
Patent Office or the courts. Ciba Pharmaceutical Products, Inc. vy. Abbott 
Laboratories, 28 C.C.P.A. (Patents) 1315, 121 F.2d 551, 50 USPQ 139 (31 
TMR 270); Crown Fabrics Corp. v. American Viscose Corp., 32 C.C.P.A. 
(Patents) 701, 145 F.2d 246, 63 USPQ 149 (34 TMR 376). If such testi- 
mony were adopted without considering other aspects of the case, the effect 
would be to substitute the opinions of the witnesses for the ultimate decision 
to be reached by the court and would therefore be improper. 


We now reach the question of whether the marks are so similar that 
they would be likely to cause confusion when applied to the identical goods 
of the parties. A part of the applicable law was stated in our recent case 
of L. J. Mueller Furnace Co. v. United Conditioning Corp., 42 C.C.P.A. 
(Patents) 932, 222 F.2d 755, 106 USPQ 112, 114 (45 TMR 1223). We 
therefore quote the following portion of that case: 
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The test applied by this court in an opposition proceeding is the 
likelihood of confusion in the minds of the purchasing public as to the 
origin of the goods. Nestle’s Milk Products, Inc. v. Baker Importing 
Co., Inc., 37 C.C.P.A. (Patents) 1066, 182 F.2d 193, 86 USPQ 80 (40 
TMR 526) ; Standard Laboratories, Inc. v. Procter & Gamble Co., 35 
C.C.P.A. (Patents) 1146, 167 F.2d 1022, 77 USPQ 617 (38 TMR 768). 
This is a subjective test. Therefore prior decisions are of little value 
since each case must be decided on its own particular set of facts. 
North Star Manufacturing Co. v. Wells Lamont Corp., 39 C.C.P.A. 
(Patents) 764, 193 F.2d 204, 92 USPQ 128 (42 TMR 220). 

However, various rules have been developed for the purpose of aid- 
ing in the determination of the question of confusing similarity. It is 
well settled that the marks must be considered in their entireties, 
Apollo Shirt Co. v. Enro Shirt Co., Inc., 35 C.C.P.A. (Patents) 849, 
165 F.2d 469, 76 USPQ 329 (38 TMR 314); Valpo Co. v. Solis, 
Entrialgo y Compania, 36 C.C.P.A. (Patents) 1160, 175 F.2d 457, 82 
USPQ 182 (39 TMR 699). But different features may be analyzed to 
determine whether the marks are confusingly similar. Hoffmann- 
LaRoche, Inc. v. Roch D. Kawerk, Etc., 32 C.C.P.A. (Patents) 954, 
148 F.2d 557, 65 USPQ 218 (35 TMR 71), and similarities and dis- 
similarities should both be considered, Younghusband v. Kurlash Co., 
Inc., 25 C.C.P.A. (Patents) 886, 94 F.2d 230, 36 USPQ 323 (28 TMR 
132). 

It has also been held that the common portions of the marks can- 
not be disregarded, Schering & Glatz, Inc. v. Sharp & Dohme, Inc., 32 
C.C.P.A. (Patents) 827, 146 F.2d 1019, 64 USPQ 394 (35 TMR 
46) R 


Furthermore, in determining the likelihood of confusion between marks 
on identical goods, it is proper to consider their appearance, sound, and 
meaning. Hancock v. The American Steel and Wire Co., Etc., 40 C.C.P.A. 
(Patents) 931, 203 F.2d 737, 97 USPQ 330 (43 TMR 957); Firestone Tire 
& Rubber Co. v. Montgomery Ward & Co., 32 C.C.P.A. (Patents) 1074, 
150 F.2d 439, 66 USPQ 111 (35 TMR 135). 

We will now proceed to analyze the marks ruL-0-PEP and VIT-A-PEP in 
view of the foregoing applicable law. In considering the marks in their 
entireties, it can be readily seen that they both consist of three syllables 
separated by hyphens. In this respect, the marks would tend to look alike. 
Furthermore, the marks, when different features thereof are analyzed, both 
have the suffix pep in common. The marks are dissimilar in that one has 
the words FUL-O and the other vit-a as prefixes. We are of the opinion 
that FUL-0-PEP and VIT-A-PEP, when viewed in their entireties, are not con- 
fusingly similar. Even if they are not viewed in their entireties, but the 
similarities and dissimilarities are compared, we find that while the suffixes 
PEP are identical, the prefixes ruL-0 and vit-A do not look alike or sound 
alike. We feel that the dissimilarities by far outweigh the similarities, and 
thus cause the terms in their entireties to be more different than alike. 
Furthermore, we cannot see where the marks have the same meaning. It is 
therefore our opinion that the concurrent use of the marks viT-A-PEP and 
FUL-0-PEP would not be likely to cause confusion in the trade. 
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We have carefully considered all of appellant’s arguments, but we 
are of the opinion that the decision appealed from should be affirmed. 

JACKSON, Judge, retired, recalled to participate. 

Wor.ey, Judge, concurs in the conclusion. 

O’ConNELL and Coe, Judges, because of illness, did not participate in 
the hearing or decision of this case. 


EX PARTE AIR CONVERSION RESEARCH CORPORATION 


Commissioner of Patents — May 22, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Suffixes in registered marks and in marks sought to be registered are disclaimed 
as descriptive. Under such circumstances it is believed that purchasers familiar 
with registrant’s ACRA-CUT and ACRA-GRIND coolants and lubricants would, upon 
seeing ACRO-COOLANT on coolants and lubricants assume latter to emanate from 
same source as former. 

Applicant’s contention that prefix of its mark is formed from initials of its 
corporate name is without merit where result is such resemblance to previously 
registered mark as to be likely to cause confusion or mistake of purchasers. 


Application for trademark registration by Atr Conversion Research 
Corporation, Serial No. 636,834 filed October 18, 1952. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Affirmed. 


Olson & Trexler, of Chicago, Illinois, for applicant. 


Leeps, Assistant Commissioner. 


An application has been filed to register acROo-cOOLANT for a liquid 
coolant and lubricant for use in metal cutting operations. Registration has 
been refused on the ground that the mark sought to be registered so re- 
sembles ACRA-cUT! and ACRA-GRIND,? both registered to the same registrant 
for oils or mixtures thereof used as coolants or lubricants, as to be likely 
to cause confusion, mistake or deception of purchasers. Applicant has 
appealed. 

The registrations relied upon by the Examiner of Trademarks are 
prima facie evidence of validity of the registrations, ownership of the marks, 
and of the registrant’s exclusive right to use the marks on the goods named. 

The products named in the registrations and those named in the present 
application are, for all practical purposes, the same. 

The marks, in so far as the prefixes are concerned, differ only in the 
final letter “a” and “o,” and in sound and appearance they are almost 
indistinguishable. 


1. Reg. No. 526,686 issued June 26, 1950. 
2. Reg. No. 561,192 issued July 8, 1952. 
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The suffixes in the registered marks and in the mark sought to be reg- 
istered are disclaimed as merely descriptive. Under such circumstances, it 
is believed that purchasers familiar with registrant’s AcRA-cUT and ACRA- 
GRIND coolants and lubricants would, upon seeing ACRO-COOLANT on coolants 
and lubricants, assume the latter to emanate from the same source as the 
former. 

Applicant’s contention that the prefix of its mark is formed from the 
initials of its corporate name is without merit where, as here, the result is 
such resemblance to a previously registered mark as to be likely to cause 
confusion or mistake of purchasers. 

The decision of the Examiner of Trademarks is affirmed. 


THE BIB CORPORATION v. 
S. ALBERTSON COMPANY, INC. 


No. 31865 — Commissioner of Patents — May 22, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
BABIJUICE is not confusingly similar to BIB, both marks being used on fruit 
juices. 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Opposer has failed to state a cause of action in Notice of Opposition which 
alleges that in view of opposer’s use, subsequent to applicant’s use of BABIJUICE as 
trademark for oranges, of descriptive phrase “Juice for Babies” on its fruit juices, 
applicant’s mark BABIJUICE, when applied to its juices (a) is likely to lead pur- 
chasers into the belief that it is opposer’s juice for babies, and (b) such registra- 
tion might be used to interfere with opposer’s continued use of “Juice for Babies,” 
opposer having made no allegation that BABIJUICE was common descriptive name 
of applicant’s products or had commonly recognized or descriptive meaning. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
TRADEMARK ACT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
Publication of mark for opposition purposes indicates that Patent Office was 
satisfied with Section 2(f) evidence. 
Question of whether Section 2(f) evidence was satisfactory is ex parte, and 
opposer is not entitled to be heard thereon. 


Opposition proceeding by The Bib Corporation v. 8. Albertson Com- 
pany, Inc., application Serial No. 542,065 filed November 27, 1947. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


Paul D. Boone, of Washington, D.C., for opposer-appellant. 


Edwin W. Hadley, of Boston, Massachusetts, and Holcombe, Wetherill & 
Brisebois, of Washington, D.C., for applicant-appellee. 
Leeps, Assistant Commissioner. 


An application has been filed to register BABIJUICE as a secondary mean- 
ing mark for fresh oranges and canned orange and canned grapefruit juice, 
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use on fresh oranges since October 5, 1932 and on canned juices since 
February 18, 1946 having been asserted.‘ Registration has been opposed 
by a canner of orange juice, orange juice with prune juice, and orange 
juice with apricot juice which are sold under the registered mark BIB.” 
The Examiner of Interferences dismissed the opposition, and opposer has 
appealed. 

Opposer’s pleading presents some difficulties of interpretation. The 
allegations which are relevant to the proceeding are here summarized. First, 
it alleges use, ownership and registration of BrB as a mark for its canned 
juices, and use of the picture of a crawling baby reaching for a nursing 
bottle on such juices, together with the identification of an application to 
register such picture. Second, it alleges that it cans and sells fruit juices 
specially processed and strained for consumption by babies, and that the 
labels for such juices contain the phrases JUICES FOR BABIES and FOR THE 
CARRIAGE TRADE. Third, it alleges that BABIJUICE is merely a misspelling of 
“Baby Juice” or “rephrased ‘Juice for Babies.’” Fourth, it alleges that 
applicant’s mark when applied to the goods would be likely to cause con- 
fusion, mistake or deception, but it fails to set forth how or with what such 
confusion, mistake or deception would occur, except that the following 
appears : 

“The registration and use of the trademark BABIJUICE * * * would 
injure opposer because the trade and the purchasing public would be 
confused, mistaken or deceived in believing that the products |sic] sold 
by the applicant, more particularly canned orange juice or grapefruit 
juice, and those of the opposer, all to the latter’s damage, and will 


place a cloud on the use of the designation ‘Juice for Babies’ or similar 
phrases used by opposer.” 


It may be that the phrase “and those of the opposer” was intended to be 
“are those of the opposer.” Since it is unintelligible otherwise, the pleading 
will be construed intelligibly by changing the word “and” to “are.” 

There is no allegation that BABIJUICE as a trademark applied to oranges 
and canned orange and grapefruit juices is likely to cause confusion, mis- 
take or deception with BIB previously registered for canned juices, and it 
is obvious that there would be no confusion, mistake or deception between 
BABIJUICE canned juices and BIB canned juices. 

Construing opposer’s pleading most liberally, it appears that the issues 
raised may be stated as follows: In view of opposer’s use (since 1948, six- 
teen years after applicant commenced using BABIJUICE as a trademark for 
oranges) of the informational and descriptive phrase “Juice for Babies” 
on its specially processed, strained and canned fruit juices, applicant’s mark 
BABIJUICE, when applied to its oranges and canned juices, (a) is likely to 
lead purchasers into the belief that it is opposer’s juice for babies; and (b) 


1. Applicant owns Reg. No. 307,551, showing BaBlJUICE for fresh oranges, issued 


Oct. 31, 1933. 
2. Reg. No. 537,896 issued Feb. 13, 1951; and Reg. No. 538,543 issued Feb. 27, 


1951, 
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if registered, such registration might be used to interfere with opposer’s 
continued use of the informational and descriptive phrase “Juice for 
Babies.” The fallacy of such contentions is demonstrated by the mere state- 
ment of them. 

Opposer sells Bis fruit juices for babies; and applicant seeks to register 
BABIJUICE for oranges and canned fruit juices. There is no allegation that 
BABIJUICE is the common descriptive name of applicant’s products, or that 
the mark sought to be registered has ever been used by anyone other than 
applicant, or that it has a commonly recognized and understood meaning, or 
that it is descriptive, or that it is otherwise unregistrable by reason of any 
prohibitory provision of the statute. Opposer has failed to state a cause of 
action; and even if a cause of action had been stated, there are no proved 
facts from which damage to opposer can be presumed. 

Opposer has asserted in its pleading that the evidence of secondary 
meaning submitted by applicant in the ex parte prosecution of its applica- 
tion does not satisfy the requirements of Section 2(f). Aside from the fact 
that publication of the mark for opposition purposes indicates that the 
Office was satisfied with the evidence, and aside from the further fact that 
this is an ex parte question on which opposer is not entitled to be heard,® 
there is nothing in the record which rebuts the prima facie showing made 
by applicant during the prosecution of its application. 

There are, however, three questions raised by the record in this case 
which require further examination of the application before registration 
may issue. One is the question of ownership of the mark sought to be reg- 
istered which is raised by the specimens; one is the matter of control over 
the nature and quality of the goods sold under the mark by claimed related 
companies, raised by conflicting statements in the application and in appli- 
cant’s answer to opposer’s interrogatory number 26; and the third is the 
question of whether or not applicant was using the mark on canned orange 
and grapefruit juices at the time the application was filed. The Examiner 
of Trademarks is instructed to re-examine the application in the light of 
the record before registration may issue. 

The decision of the Examiner of Interferences is affirmed. 


3. Baxter Laboratories, Inc. v. Don Baxter, 88 USPQ 287 (41 TMR 234) (CCPA, 
1951); Revere Paint Co. v. 20th Century Chemical Co., 66 USPQ 65 (35 TMR 143) 
(CCPA, 1945) and cases cited therein; and Society Brand Clothes, Inc. v. Kirsch, 102 
USPQ 260 (44 TMR 1252) (Com’r., 1954). 
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GRAND BAG & PAPER CO., INC. v. 
TIDY-HOUSE PAPER PRODUCTS, INC. 


No. 4758 — Commissioner of Patents — May 24, 1956 


REGISTRATION PROCEDURE—INTERFERENCE—IN GENERAL 
Sections 17, 18 and 19 of 1946 Act have broadened scope of proceedings in 
interference cases so that rights of parties and respective rights of registration may 
be determined, and such equities as may appear from record may be considered in 
arriving at conclusion. 
REGISTRATION PROCEDURE—INTERFERENCE—PLEADINGS AND PRACTICE 
It must be presumed that senior party made strongest showing possible and 
Patent Office is not free to speculate what facts may be other than as they are in 
record. 


REGISTRATION PROCEDURE—INTERFERENCE—IN GENERAL 
Testimony and demeanor of witness can lean only to conclusion that if any 
sales were made, they were sporadic and no market for goods was created or perpetu- 
ated; where record creates presumption that at most a kind of defensive use was 
made of mark, opponent is entitled to registration. 


REGISTRATION PROCEDURE—APPLICATION 
Businessmen are not charged with knowledge as to exact meaning of “first use” 
but their attorneys are and responsibility rests upon them to ascertain true legal 
facts before having application verified. 


Interference proceeding between Grand Bag & Paper Co., Inc., Regis- 
tration No. 540,330 issued April 3, 1951 and Tidy-House Paper Products, 
Inc., application Serial No. 566,195 filed September 30, 1948. Grand Bag 
& Paper Co., Inc., appeals from decision of Examiner of Interferences for 
Tidy-House Paper Products, Ine. Reversed. 

Mock & Blum, of New York, N. Y., for Grand Bag & Paper Co., Ince. 


Alexander, Maltitz, Derenberg & Daniels, of New York, N. Y., for Tidy- 
House Paper Products, Ine. 


Leeps, Assistant Commissioner. 


An application was filed on September 30, 1948 by Tidy-House Prod- 
ucts, Ine. (hereafter called Tidy-House) to register HOMEADE for paper 
bags, asserting use since September 27, 1948.7 

An application was filed on January 11, 1949 by Grand Bag & Paper 
Co., Inc. (hereafter called Grand) to register HOME MaIp for waxed and 
unwaxed paper bags for foodstuffs, asserting use since May of 1948. This 
application inadvertently matured into Registration No. 540,330 on April 
3, 1951. 

An interference was instituted, and both parties took testimony. After 
holding that the only question involved in an interference proceeding is 
priority of use, the Examiner of Interferences found in favor of Tidy- 


1. S.N. 566,195. 
2, §.N. 572,006. 











984 THE TRADEMARK REPORTER Vol. 46 T. M.R. 


House, stating that Tidy-House “is entitled to rely upon its filing date as 
a proven date of use and need not prove any subsequent and continuous 
use thereafter,” and since Tidy-House “is entitled to a judgment of priority, 
* * * the adequacy of the senior party’s [Tidy-House] other proofs is a 
moot question.” Grand has appealed. 

Whatever may have been the issues in an interference proceeding prior 
to the effective date of the Trademark Act of 1946, Sections 17, 18 and 19 
of that Act have broadened the scope of such proceedings so that the rights 
of the parties and the respective rights of registration may be determined, 
and such equities as may appear from the record may be considered in 
arriving at a conclusion. See: Bunny Bear, Inc. v. Dennis Mitchell Indus- 
tries, 104 USPQ 116 (45 TMR 357) (Com’r., 1955). 

The goods of the parties are the same, and the marks are, for purposes 
of this proceeding, considered to be the same. The question, then, is which, 
if either, party is entitled to registration. 

The record shows that Grand is a manufacturer of paper products,’ 
which it sells to grocery stores, supermarkets, five and dime stores, and 
department stores. In May of 1948, Grand selected the word HOME MAID 
for its waxed and unwaxed bags, and art work on the mark was commenced. 
When it was finished, engraving was ordered, and envelopes, containers and 
cartons were ordered. 

On August 31, 1948 Grand was billed in the amount of $1,505.00 for 
complete art work for five cartons and three envelopes showing HOME MAID; 
on the same day it was billed in the amount of $409.05 for typography and 
for photoprints of the cartons and envelopes; on September 16, 1948 it was 
billed in the amount of $669.67 for engravings; on September 20, 1948 it 
was billed in the amount of $79.90 for artwork, typography and for photo- 
prints of letterheads showing HOME MAID; on the same day it was billed in 
the amount of $203.25 for artwork and typography for HOME MAIp cartons; 
on September 30, 1948 it was billed in the amount of $46.50 for artwork, 
typography and photoprints for HOME MAID business cards; in October 
and November of 1948 it was billed in amounts totaling $3,311.72 for bag 
envelopes; on October 27, 1948 it was billed in the amount of $368.96 by 
Star Corrugated Box Co., Inc., for corrugated boxes; and in October and 
November of 1948, it was billed in amounts totaling $7,204.05 for bags pur- 
chased from United Board and Carton Corporation. All of these invoices 
are addressed to “Home Maid Paper Products Division of Grand Bag & 
Paper Co., Inc.” (or “Co.” or “Company”) ; and although the exact date 
of first use of the term HOME MAID PAPER PRODUCTs as the name of a division 
of Grand is not clear, it was stipulated that Home Maid Paper Products, 


3. The items include bags for industrial use, sandwich bags, grocery bags, lunch 
bags, garbage bags, cold storage bags, utility bags, tissues, and toilet tissues. Grand 
sells grocery bags under the marks TOPS-ALL and 0.K.; bags for industrial use under 
the mark HI-LAND; tissues under the mark CERTIFIED; and toilet tissues under the marks 
LA FRANCE and FIBRO. 
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Ine., a New York Corporation, was formed by Grand on August 23, 1948, 
and the record shows use of the name for billing purposes since at least 
August 31, 1948. All of the bags, packages and cartons in evidence show 
“Home Maid Products Division of Grand Bag & Paper Co.,” and the testi- 
mony is to the effect that these bags and containers in evidence are identical 
with those which have been used since the beginning. 

Thus, it appears that during the summer and early fall of 1948 Grand 
had spent more than $13,000 in launching its sales of HomE MAID bags; and 
in the preparations it followed the usual practices in the industry. 

According to the record, the first intrastate sale was made on Novem- 
ber 17, 1948, and the first interstate shipment was made on November 23, 
1948. Invoices in the record show that sales of bags under the mark HOME 
MAID have been continuous since that time; and the record indicates that 
sales under the mark have approximated $1,000,000 in value from Novem- 
ber of 1948 through June of 1953. A qualified witness estimated ex- 
penditures for advertising during that period to be some $100,000 expended 
through the media of circulars, radio, television, and newspapers. Some of 
the circulars and cooperative newspaper advertisements dating from April 
of 1949 are in the record. 

The record for Tidy-House shows that on September 13, 1948 Mosstype 
Corporation billed Tidy-House in the amount of $2.30 covering a rubber 
plate showing HOMEAIDE, and the invoice indicates that the rubber plate 
was sent to Lee Converters in New York. On September 20, 1948 Lee Con- 
verters, Inc., billed Tidy-House in the amount of $62.25 for printing 20,750 
bags—according to the testimony, bags showing HOMEAIDE. The invoice in- 
dicates that the bags were shipped from Lee Converters, Inc., to Tidy-House 
on September 24, 1948 by truck. There is in the record an order, dated 
September 22, 1948, for shipment to Walter Davis at Saginaw, Michigan, 
fifteen cases of sandwich bags at $2.50 per case; the order is stamped “Re- 
ceived—September 24, 1948” by Tidy-House; the witness for Tidy-House 
testified that he wrote in pencil “Give Homeaide Brand” and signed his 
initials, and that this “exhibit was definitely planned to be used in the 
establishment of our interstate usage of the bag, for which we had already 
applied for copyright, and which we were now going to file an application 
for trademark on”; the shipping order and bill of lading for the shipment 
of fifteen cases are dated September 24, 1948; and on September 27, 1948 
the application to register “which had been previously prepared was signed 
and executed.” At some time not exactly fixed, Tidy-House had printed a 
brochure featuring the following: INTRODUCING TIDY-HOUSE HOMEAIDE LINE 
of HOME MAIDs, but nowhere in the brochure does HOMEAIDE appear as 
a trademark for bags. It features TIpY-HOUSE household bags, lunch bags, 
sandwich bags, disposal bags, and garbage bags. An exhibit in evidence 
shows that the brochure was received in the copyright office on October 11, 
1948, the claimed date of publication is October 8, 1948, and, for purposes 
of this proceeding, it may be assumed that it was made up sometime early 
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in October of that year. HOMEAIDE has not been listed in any price list of 
Tidy-House ; it has never been printed or listed in any company invoices; 
no orders for HOMEAIDE bags have ever been received ; although Tidy-House 
has code numbers for its products, no code number has ever been designated 
or employed in connection with HOMEAIDE; Tidy-House has no production, 
sales or shipping records of HOMEAIDE bags; HOMEAIDE bags have not been 
advertised, but the brochure described above was “mailed to quite a large 
list of prospective purchasers” ; and the only evidence of a sale which might 
be liberally construed as a sale of HOMEAIDE sandwich bags by Tidy-House 
is the shipment of September 24, 1948. So far as the record shows, Tidy- 
House has sold HOMEAIDE bags in an amount of $37.50 sales value. 


It must be presumed that Tidy-House made the strongest showing 
possible. Crown Overall Mfg. Co. v. Eclipse Knitting Mills, Inc., 100 USPQ 
233 (44 TMR 696) (Com’r., 1954), and cases cited therein. We are not 
free to speculate what the facts may be other than as they are presented 
in the record. Desmond’s, Inc. v. The Shirtcraft Company, Inc., 100 USPQ 
28 (44 TMR 569) (Com’r., 1953); Crown Overall Mfg. Co. v. Eclipse 
Knitting Mills, Inc., cited above. The record on behalf of Tidy-House 
creates a presumption that the mark sought to be registered was used in 
September of 1948, and that there has been no subsequent use, or, at most, 
sporadic use. 


The testimony of the witness for Tidy-House is evasive, vague and in- 
definite, and it is unsupported by documents and records. It is insufficient 
to overcome the presumption created by the entire record. The testimony 
set forth below,* and the demeanor of the witness throughout his testimony 
(he was examined twice by Grand and once by Tidy-House) can lead only 


4. Examples of the testimony are set out here: 

Q. 75. Did you ship HOMEAIDE sandwich bags after your first shipment in 
1948? 

A. Yes, we did. 

Q. 76. Did you ship those bags continuously since 1948? 

A. Yes, we have. I know a little bit about the patent law and I know that 
the item in question has to be in continuous usage in order to obtain rights to a 
mark, 

Q. 77. Did you ship many HOMEAIDE sandwich bags recently? 

A. We have shipped them recently and I can’t qualify your question—‘many” 
—by quantity, but we have filled orders with HOMEAIDE sandwich bags. 

Q. 78. And you could ship HOMEAIDE sandwich bags tomorrow? You have 
them in stock? 

A. Yes, we have finished merchandise in stock. We have envelopes in stock. 
May I also add that after Lee Converters printed the subsequent batch—or rather, 
the original batch, subsequently we printed these envelopes in our own plant and 
made a supply of these envelopes from time to time. 

XQ. 123. * * * Have you with you today any subsequent invoices showing 
shipments of HOMEAIDE sandwich bags—subsequent to the transaction represented 
by Exhibit 2-A? 

A. I have none with me. 

XQ. 124. Are such records available at your place of business? 

A. Well, as I stated in previous testimony, we have sold this merchandise, and 
there is no doubt there were invoices to cover those sales, since we don’t give the 
merchandise away. 
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to the conclusion that if any sales were made, they were sporadic, and no 
market for Tidy-House HOMEAIDE bags was either created or perpetuated. 

The equities of this case are entirely in Grand; and where the record 
creates a presumption that Tidy-House has never done anything to build a 
market under the trademark and has never advanced or promoted the word 
HOMEAIDE as a trademark for sandwich bags and has made at most a kind 
of “defensive” use of it, it is concluded that on the basis of the facts and 
the equities, Grand is entitled to the registration of HoME Mar heretofore 
issued, and Tidy-House will not be damaged by such registration. 

The decision of the Examiner of Interferences is reversed. 

It is clear from Grand’s record that the date of first use asserted in its 
application which matured into Reg. No. 540,330 is incorrect. Counsel for 
Tidy-House contends that Grand is guilty of fraud in alleging May of 1948 
as its date of first use; and counsel for Grand contends that his client 
“apparently comprehended and considered the conception date as the first 
date of usage” and that “there was therefore no fraud by the junior party 
[Grand] in considering such conception as its earliest date (as is done in 
patent interferences cases).”’ Fraud was neither pleaded nor proved. With 
reference to the contention by Grand’s counsel, it is observed that business- 
men are not charged with knowledge as to the exact meaning of “first use,” 
but their attorneys are,’ and a responsibility rests upon them to ascertain 
the true legal facts before having an application verified by the business- 
man. In order that the registration may reflect the facts and Grand may 
be able to rely upon its registration in the future, it is suggested that upon 
final termination of this proceeding Grand should file an amendment in 
accordance with Section 7(d) of the statute correcting the date of first use, 
and the Examiner of Trademarks is authorized to accept such an amendment, 


EX PARTE NORQUIST PRODUCTS, INC. 


Commissioner of Patents — May 24, 1956 


TRADEMARK AcT OF 1946—REGISTRABILITY—SURNAMES 


Section 2(e)(3) of 1946 Act does not contemplate dissection of composite 
mark to determine whether word which constitutes integral part of mark is pri- 
marily merely a surname, Rather, it contemplates examination of mark in its 
entirety and evaluation of commercial impression created by entire mark; word 
which is primarily merely a surname may lose that significance when it appears 
in a distinctive composite. 

TRADEMARK ACT OF 1946—REGISTRABILITY—SURNAMES 


TRADEMARK ACT OF 1946—REGISTRABILITY—DISCLAIMERS 
In mark presented, NORQUIST is part of word combination NORQUIST CORONET, 
both words appearing within a distinctive design; word NORQUIST standing alone 


5. It is noted that the attorneys representing the parties in this proceeding did 
not represent them in the ex parte prosecution of their respective applications. 
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might be considered primarily merely a surname in mark presented; it is part 
of composite mark so integrated as to cause it to lose surname significance; under 
such circumstances, disclaimer of NORQUIST is not required. 


TRADEMARK ACT OF 1946—REGISTRABILITY—SLOGANS 
When used with folding tables and chairs, slogan YOU’D HAVE TO BE TOLD— 
THEY FOLD might perform trademark function, but specimens show clearly that 
it is not part of composite mark. 


Application for trademark registration by Norquist Products, Inc., 
Serial No. 624,563 filed February 5, 1952. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Modified. 


Reuben T. Carlson, of New York, N. Y., for applicant. 


LeEps, Assistant Commissioner. 


Application has been filed to register NORQUIST CORONET appearing on 
an oval background featuring a coronet, beneath which appears the slogan 
YOU'D HAVE TO BE TOLD—THEY FOLD for tables and chairs. Use since Au- 
gust 1951 is asserted. The examiner, holding that NorQuisr is primarily 
merely a surname and that YOU’D HAVE TO BE TOLD—THEY FOLD is merely a 
laudatory and informative phrase and incapable of identifying applicant’s 
goods and distinguishing them from those manufactured or sold by others, 
refused registration in the absence of a disclaimer of the surname and 
slogan. Applicant has appealed from that decision. 

Applicant contends that its mark is a composite mark, which in its 
entirety is arbitrary, technical and distinctive and as such is registrable 
without disclaimer. 

Section 2(e)(3) of the statute does not contemplate the dissection of a 
composite mark to determine whether a word which constitutes an integral 
part of the mark is primarily merely a surname. Rather, it contemplates 
an examination of the mark in its entirety and an evaluation of the com- 
mercial impression created by the entire mark. A word which is primarily 
merely a surname may lose that significance when it appears in a distinctive 
composite. 

In the mark here presented, the word NORQUIST is used as a part 
of the word combination NORQUIST CORONET, both words appearing within 
a distinctive design. While NorQUIST, standing alone, might, in the absence 
of proof of distinctiveness, be considered primarily merely a surname, in 
the mark presented for registration, it is a part of a composite mark so 
integrated as to cause it to lose the surname significance. Under such cir- 
cumstances, a disclaimer of NoRQUIST is not required. 

The specimens submitted with the application show the composite mark, 
NORQUIST CORONET and design, beneath which appear paT. No. 2,136,543 and 
PATS. PEND. Beneath these notices, and in the identical type appears you’p 
HAVE TO BE TOLD—THEY FOLD. When used in connection with folding tables 
and chairs, this phrase is obviously a catchy information slogan. As such, 
it might, under certain circumstances, perform a trademark function, 
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but the specimens and the brochures and other material submitted by 
applicant show clearly that it is not a part of the composite mark. On 
the specimens, the effect of the slogan is completely lost in the other in- 
formational material. In the brochures and other material, the slogan 
is used alone and completely apart from the composite mark. Under these 
circumstances, the slogan should be deleted from the drawing for the reason 
that it is not a part of the composite mark. This is, however, without preju- 
dice to a proper application to register the slogan alone and a showing 
that it performs a trademark function. 

The decision of the Examiner of Trademarks is reversed as to the re- 
quirement for a disclaimer of NoRQUIST, and modified as to the requirement 
of a disclaimer of the slogan. 





B. A. RAILTON CO. v. JONES 
No. 31810 — Commissioner of Patents — May 24, 1956 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Opposer contends that labels showing its mark are in evidence because they were 
shown to applicant during cross examination ; labels have not been properly identified 
and are therefore not competent evidence. 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Testimony taken by opposer during its rebuttal period which was in support of 
its pleadings rather than in rebuttal of applicant’s proofs is improper and is to be 
disregarded. 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Since bleaches, soaps, cleansers and similar products are usually purchased by 
name and selected from shelf, appearance and sound are of paramount importance. 
SUNNY SOL for chemical preparation used in bleaching clothes, removing stains 
and similar uses is not confusingly similar to SUNNY with the word Barco for liquid 
paste and powder soaps and cleanser. 
REGISTRATION PROCEDURE—APPLICATION 
Application should be amended before registration to identify goods stated to 
be chemical preparations for use in bleaching and whitening clothes, and removing 
stains ete., so as to identify them by their common commercial names, i.e., sodium 
hypochlorite and liquid chlorine for industrial use and household bleach. 


Opposition proceeding by B. A. Railton Co. v. John Wiley Jones, 
application Serial No. 626,461 filed March 14, 1952. Opposer appeals from 
decision of Examiner of Interferences dismissing opposition. Affirmed. 


Thiess, Olson & Mecklenburger, of Chicago, Illinois, for opposer-appellant. 
Edward H. Cumpston, of Rochester, N.Y., for applicant-appellee. 


Leeps, Assistant Commissioner. 


An application has been filed to register sUNNy sou and a design for a 
chemical preparation for use in bleaching and whitening clothes, and re- 
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moving stains, dirt and grease; and for use as an antiseptic, germ killer, 
deodorizer and disinfectant. Use since December 1, 1950 is asserted. Appli- 
cant owns Reg. No. 296,856 showing the word mark sUNNY SOL, registered 
August 23, 1932 for the product identified in his present application. This 
registration has been renewed; and the mark was published in accordance 
with Section 12(¢c) on May 5, 1953. 

Registration has been opposed by the registrant of the word mark 
SUNNY, with the word Barco and design, for “liquid paste and powder, 
soaps, and cleanser—namely, chips, laundry, powder, and toilet.” 1 Opposer 
alleged also that it uses its SUNNY mark on a line of food or grocery items. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer took no testimony in support of its pleading, but a copy of 
the above identified registration is in the record.” The registration is prima 
facie evidence of validity of the registration, of opposer’s ownership of the 
mark, and of opposer’s exclusive right to use SUNNY and BARCO, and design, 
on the items recited in the registration. 

Applicant’s Reg. No. 296,856 is prima facie evidence of validity of the 
registration, of applicant’s ownership of the mark, and of applicant’s ex- 
clusive right to use the word mark SUNNY soL on the product identified in 
the registration. In addition, the testimony on behalf of applicant shows 
that he is, and has been since 1931, a manufacturer of sodium hypochlorite, 
bottler of liquid chlorine, and manufacturer of household bleach, with 
factories in New York, North Carolina, Florida, Indiana and California. 
His household bleach is sold through wholesalers, which, in turn, sell to re- 
tailers thence to consumers, and the other products are sold to industrial 
concerns. The testimony and exhibits show continuity of use of the mark 
for more than twenty years; the products identified by the mark have been 
sold nationwide; and the products have been advertised in periodicals, 
circulars, newspapers and by radio. The record indicates that some twenty- 
four million labels showing SUNNY soL have been made during the twenty 
year period, but the actual sales volume does not appear. It would seem 
from the foregoing that applicant has a considerable good will symbolized 
by the word mark SUNNY SOL. 

Opposer took the testimony of three witnesses during its rebuttal 
period, but the testimony is in support of its pleadings rather than in re- 
buttal of the applicant’s proofs. It is therefore improper rebuttal and is 
disregarded. 


1. Reg. No. 197,308 issued April 14, 1925, renewed and published in accordance 
with Sec. 12(c). The identification of goods is not clear, but presumably the registra- 
tion is for soap chips, laundry soaps, soap powder, cleanser and toilet soap. 

2. Opposer contends that certain labels showing its mark are in evidence because 
they were shown to applicant during cross-examination and he was questioned about 
them. The labels have not been properly identified, and they are therefore not com- 
petent evidence. 
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Opposer seems to base its claim of likelihood of confusion at this time 
upon applicant’s change in display of its word mark sUNNy soL. At the 
time of the earlier registration in 1932, the two words appeared on a single 
line above the phrase BOTTLED SUNSHINE in small letters, all being disposed 
on a background design simulating the sun and its rays. The present 
display shows SUNNY SOL on two lines, and to the left of the word sou 
appears an illustration representing the sun with a smiling face with a 
fur-trimmed tam-o’-shanter perched jauntily on top and rays emanating in 
all directions from the caricature. So far as appearance is concerned, the 
mark presently under consideration is less like opposer’s than before. So 
far as sound is concerned, the word mark is SUNNY soL—the same as be- 
fore—and since the products are of a nature usually purchased by name 
or selected from the shelf, appearance and sound are of paramount im- 
portance. So far as significance or connotation is concerned, the word mark 
alone is the same now as before, but the addition of the caricature suggests 
a man named sou with a sunny disposition. 

The record in this case suggests contemporaneous use of SUNNY SOL 
and SUNNY with Barco for more than twenty years without any confusion 
having developed, and there is nothing in the record which can lead to a 
conclusion that confusion will develop in the future or that opposer will 
be damaged in any way by the issuance of the registration sought. 

In view of the foregoing conclusion, it is unnecessary to consider appli- 
cant’s defense of acquiescence and estoppel. 

The decision of the Examiner of Interference is affirmed. 

Upon final termination of this case, if applicant is found entitled to 
registration, the application should be amended before registration to iden- 
tify the goods by their common commercial names, i.e., sodium hypochlorite 
and liquid chlorine for industrial use, and household bleach. 


WHITEHALL PHARMACAL COMPANY v. DENNEY 
No. 34695 ——- Commissioner of Patents — May 24, 1956 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
It is common knowledge that cosmetic items and pharmaceuticals are mar- 
keted under different marks even though manufactured by the same firm. 
TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Test of likelihood of confusion involves determination which can be made 
only by evaluating probable psychological impact of marks upon average purchasers 
as he buys goods under circumstances and conditions of trade in which they are 
offered, and determination as to whether purchasers are likely to associate product 
of applicant with products of opposer, or with the producer of opposer’s products. 
HOPE for perfume and toilet water is not confusingly similar to HoPEe for 
denture cleaners and suction powders. 
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Opposition proceeding by Whitehall Pharmacal Company v. Frances 
Denney, application Serial No. 639,212 filed December 9, 1952. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 


Affirmed. 


Dudley Browne, Louis H. Baer, and Mortimer Altin, of New York, N.Y., 
for opposer-appellant. 


Mock & Blum, of New York, N.Y., for applicant-appellee. 


LEEps, Assistant Commissioner. 

An application has been filed to register Hore for perfumes and toilet 
waters, use since October 7, 1952 being asserted. Registration has been op- 
posed by the registrant of Horr for laxatives and denture powders.’ The 
Examiner of Interferences dismissed the opposition, and opposer has ap- 
pealed. 

Opposer’s record shows that in 1950 it acquired the assets of Hope, 
Incorporated ; that its predecessor had used the mark on denture cleaners 
and suction powders since 1910, and opposer continued the use of the mark 
on those goods. Opposer had not used the mark on laxatives for at least 
two years. Sales value of the denture products from 1929 to 1953 totaled 
$1,022,010, and advertising expenditures in connection with opposer’s 
HOPE products, by means of newspapers, circulars, booklets and other 
printed material, have amounted to more than $45,000 since 1939. Sales 
are made to drug stores, department stores, five and dime stores, and 


grocery stores. 

The record show that opposer sells drugs, cosmetics and toiletries, in- 
cluding rouge, lipstick, a perfumed deodorizer in stick form, hand lotion, 
clay pack and creams, and tooth paste. However, none of these goods are 
sold under the Hope mark, and these products are sold under a variety 
of marks. It also shows that it is common practice for the same firm to 
manufacture drugs, cosmetics and toiletries. However, while the record 
shows that it is common practice for such firms to manufacture and sell 
cosmetic items and pharmaceuticals, it does not contain any evidence that 
they sell these goods under the same mark. 

It is common knowledge that cosmetic items and pharmaceuticals are 
marketed under different marks even though manufactured by the same 
firm; in fact, the record shows that opposer itself uses its HopE mark only 
on denture products, and it uses other marks for its other products. 

The record shows that opposer’s HOPE products are generally sold from 
drug counters of department stores and not from the cosmetic counters 
of the large department stores. 

Applicant’s record shows that it is a manufacturer of cosmetics in- 
cluding cosmetic creams, rouge, lipstick, cologne, toilet water and other 






















1. Reg. No. 311,584 issued March 27, 1934, 
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fragrance items, hair preparations and cake makeup. It commenced sell- 
ing perfume and toilet water under the Hore mark in 1952. Sales have 
been and are made to leading department stores in forty-six states, and 
90 to 95% of the retail sales are made by “Frances Denney girls” from 
FRANCES DENNEY counters in such stores. In 1953, applicant distributed to 
its customers 150,000 postcards showing a picture of a display of HOPE 
products as well as products sold under other marks. The record contains 
no other evidence of advertising or of the volume of sales under the 
HOPE mark. 

Opposer, citing from The Perry Knitting Company et al. v. Mighty 
Mite, 99 USPQ 257 (44 TMR 326) (Com’r, 1953), sets forth the test which 
should be used to determine the likelihood of confusion: 


“#* * * the proper test to be applied is whether or not the goods 
are of such a nature if marketed under the same or similar trademarks, 
the purchasing public is likely to believe they emanated from the same 
source. In other words, are the applicant’s goods in this case of a type 
which the public might reasonably assume to be manufactured and 
sold by the prior user, i.e., additional products in opposer’s line?” 


The above test involves a determination which can be made only by 
evaluating the probable psychological impact of the marks upon the average 
purchaser as he or she buys the goods under the circumstances and con- 
ditions of trade in which they are offered, and a determination as to 
whether purchasers are likely to associate the product of applicant with 
the products of opposer, or with the producer of opposer’s products. 

Considering the common practice of using different marks on different 
pharmaceutical products and on cosmetics in the industry manufacturing 
both, and the probable conditioning of the minds of purchasers of such 
goods as a result of such practice, it is not believed that purchasers of HOPE 
perfume and toilet water would be likely to associate such products with 
HOPE denture cleaners and suction powders or with the producer of such 
cleaners and powders. Under such circumstances, there is no likelihood of 
confusion of the kind contemplated in the statute; nor do any other facts 
appear from which damage to opposer can be presumed. 

The decision of the Examiner of Interferences is affirmed. 


KEITH METS, GROWER AND SHIPPER v. 
THE WINTER GARDEN COMPANY, INC. 


No. 32377 — Commissioner of Patents — June 11, 1956 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
It may be presumed that mark of applicant was in use in 1951 when application 
was filed; so far as 1944 to 1951 is concerned, there is not a single document 
which indicates that sales were made under mark during that period nor is there 
any testimony or evidence showing sales volume or promotion of the mark; fact 
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that above use and early use from 1941 to 1944 was sufficiently documented leaves 
question concerning absence of any documents substantiating use between 1944 
and 1951 date of filing application; doubts created by applicant on record must 
be resolved against it. 
TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

WINTER GARDEN with icicled ribbon background for frozen fruits and berries 
and canned berries is confusingly similar to WINTER GARDEN for fresh vegetables 
and melons. 


Opposition proceeding by Keith Mets, Grower and Shipper v. The 
Winter Garden Company, Inc., application Serial No. 606,502 filed Novem- 
ber 16, 1950. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Affirmed. 


Harris, Kiech, Foster & Harris, of Los Angeles, California, and Robert E. 
LeBlanc, III, of Washington, D.C., for opposer-appellee. 


Paul D. Boone, of Washington, D.C., for applicant-appellant. 


LEeEps, Assistant Commissioner. 


An application has been filed to register the words WINTER GARDEN, 
with an icicled ribbon background display, as a secondary meaning mark 
for frozen fruits and berries and canned berries, use since 1941 having 
been asserted. Registration has been opposed by the user of WINTER GARDEN 
on fresh vegetables and melons. The Examiner of Interferences sustained 
the opposition and, in addition, refused registration on the ex parte ground 
that opposer’s use of WINTER GARDEN during the five-year period immedi- 
ately preceding the filing of applicant’s application “negatives the claim 
of applicant to exclusive use.” Applicant has appealed. 

Opposer’s record shows that in about 1934 one D. M. Dorman com- 
menced using WINTER GARDEN as a trademark for lettuce and melons grown 
on and shipped from his ranch in the Imperial Valley of California. In 
1936, Mr. Dorman died, and his heirs, four in number, doing business as 
Dorman Farms Co., continued operation of the ranch and selling the fresh 
vegetables and melons under the WINTER GARDEN mark until 1940 when a 
California corporation was organized under the name of Dorman Farms 
Company. The corporation continued using the mark WINTER GARDEN on 
fresh produce until 1944 when it sold its growing and shipping business, 
including the WINTER GARDEN brand to R. Keith Mets, an individual. Be- 
fore the winter 1944 crop was ready for harvesting, Mets formed a partner- 
ship with Frank O’Dwyer and the partnership operated under the name 
of O’Dwyer and Mets. This partnership continued growing and shipping 
fresh produce under the WINTER GARDEN mark until 1948 when a California 
corporation was organized under the name of O’Dwyer & Mets, Inc. This 
corporation continued using the WINTER GARDEN mark until 1951 when the 
corporation was dissolved and the assets were distributed to the two stock- 


1. Opposer asserted ownership of Reg. No. 375,188, issued Feb. 13, 1940, for 
fresh vegetables and melons, to Dorman Farms Co, 
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holders, the facilities and trademark having been “distributed” to R. Keith 
Mets. Mets continued operation of the business as an individual and con- 
tinued to use the WINTER GARDEN mark on fresh produce until 1952, when 
a California corporation was organized under the name of Keith Mets, 
Grower and Shipper. This corporation has continued to use the WINTER 
GARDEN mark on fresh produce, and was using it at the time this proceed- 
ing was instituted. Formal assignments of the trademark were not executed 
in each case, but ratifying and nune pro tune formal assignments were 
executed and recorded in the Patent Office a short time after the oppo- 
sition was filed for purposes of publishing the mark in accordance with 
Section 12(c). It is clear from copies of invoices in the record, when ex- 
amined in the light of the testimony of qualified witnesses, that there has 
been continuous use of the mark since 1934 by opposer and its predecessors. 

The record further shows that sales are and have been made to whole- 
salers located in various parts of the United States; and advertising of the 
WINTER GARDEN brand has for many years been rather extensive in trade 
periodicals. The annual volume of sales does not appear, but the record 
indicates that the ranch consists of several hundred acres, and as early 
as the late 1930’s some four hundred fifty carloads of fresh produce were 
shipped annually to one wholesaler in New York City. The invoices in 
evidence indicate substantial sales nationwide. 

It appears from applicant’s record that in 1940 or 1941 applicant was 
operating a frozen food company under the name FROZEN PRODUCTS CORP. 
and sometime in 1943, it commenced operating the business under the 
name THE WINTER GARDEN COMPANY, INC. As early as 1941 it displayed 
the mark sought to be registered here on its billheads, and its products 
were sometimes identified in orders or correspondence aS WINTER GARDEN 
brand. In 1944 applicant—The Winter Garden Company—was awarded 
the “A” award of the War Food Administration. Publicity concerning 
such award indicates that in 1942 applicant processed green beans, black- 
berries and strawberries totaling 840,900 pounds; and in 1943 it added 
apples, pumpkins, huckleberries and eggs, the fruit and vegetable freezing 
totaling more than two and one-half million pounds, 68 per cent of which 
was delivered to the Government for Army, Navy or Lend-Lease use. Ap- 
plicant’s president testified that the statements in the publicity were sub- 
stantially correct. 

An article in the March, 1944 issue of “Food Industries” stated, “Under 
the label WINTER GARDEN, the corporation is at present producing several 
commercial frozen foods, including strawberries, wild blackberries, peaches, 
apples, string beans and corn.” Applicant’s president testified that the state- 
ment concerning such production and labeling was true. 

The record shows beyond question that applicant was using WINTER 
GARDEN as a mark for at least some of its frozen vegetables and fruits in 
1941, 1942, 1943 and 1944, and it used, through a related company, the 
same mark for some canned vegetables and fruits. 
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The record also shows beyond question that in 1953 it was using WINTER 
GARDEN as a mark for a rather extensive line of frozen fruits and vegetables. 

Applicant’s president testified that production had grown from “some- 
thing approaching a million pounds of pack in 1942” to a point where “we 
are now packing over fifteen million pounds of frozen products, a major 
portion of which bear the WINTER GARDEN emblem with the scroll and the 
ice * * * .” He also testified, “We sell, I believe, in practically every state 
east of the Mississippi River, and west of the Mississippi River we ship mer- 
chandise into Arkansas, Texas, Missouri, Kansas, Oklahoma and Iowa * * * .” 

The record contains documents evidencing sales under the mark during 
1941-44 and during 1953, and there is ample testimony to show use of the 
mark during those years. It may be presumed that the mark was in use in 
1951 when the application was filed. So far as the years from 1944 to 1951 
are concerned, however, there is not a single document which indicates that 
sales were made under the mark during that period—nor is there any 
testimony or other evidence showing annual sales volume during this period, 
nor is there any evidence as to any advertising or other sales promotion 
of WINTER GARDEN frozen food products by applicant during this period. 

It is true that applicant’s president testified, in response to his counsel’s 
question that, “It [the mark] has been in continuous use since that time 
[1941],” but there is no explanation as to what either the witness or his 
counsel meant by “continuous use.” The fact that the early use (during 
World War II) was sufficiently documented and the late use was sufficiently 
documented raises a question concerning the absence of any documents 
substantiating use between sometime in 1944 and 1951 when the application 
was filed. Doubts created by applicant’s own record must be resolved against 
it. United Drug Co. v. The Harrower Laboratory, 65 USPQ 48 (35 TMR 
127) (Com’r., 1945); Desmond’s, Inc. v. The Shirtcraft Company, Inc., 
100 USPQ 28 (44 TMR 569) (Com’r., 1953). Presuming, as we must, that 
applicant made the strongest showing possible, and viewing the record as 
a whole, a presumption is created that applicant used the mark for some 
four years, failed to use it for some seven years and then resumed its use. 
If the facts are otherwise, it was incumbent on applicant to present them. 

The marks are substantially identical, and the products of the parties 
—fresh vegetables and melons on one hand, and frozen vegetables and fruits 
on the other—are such that purchasers might reasonably assume them to 
come from the same producer when sold under the same mark. Under these 
circumstances, it must be concluded that confusion or mistake is likely 
within the meaning of the statute. 

If there are equities to which applicant might appear to be entitled, 
the burden rested squarely upon its shoulders to prove facts from which its 
equitable rights could be ascertained. This it has failed to do. 

The decision of the Examiner of Interferences is affirmed, but for the 
foregoing reasons. 
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EX PARTE GROTHMAN 


Commissioner of Patents — June 12, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—GENERIC TERMS 
Record indicates that STONEX is not being and has not been used as a trade- 
mark but rather as name for tile and tile products; since it means product rather 
than indicating source it is not a trademark and not registrable by anyone for 
tile and tile products. 


Application for trademark registration by Gustav Grothman, Serial 
No. 582,784 filed August 1, 1949. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 


Beale & Jones, of Washington, D. C., for applicant. 


LEEDs, Assistant Commissioner. 

An application was filed on August 1, 1949 to register stonex for floor 
and wall tile, building fronts, window sills, stair treads, stoop and stair 
landings, shower stalls, and stepping or flag stone for patios or walk-ways, 
all formed of marbleized vibrated cementitious materials, use since June of 
1949 having been asserted. 

The Examiner of Trademarks refused registration on the ground of 
likelihood of confusion with the registered mark sTonex for cementitious 
wall and floor-forming panels or blocks and joists. In response to the 
refusal, applicant filed a petition to cancel? the registration, alleging aban- 
donment by the registrant. On December 5, 1952, the petition to cancel was 
granted, and the registration was canceled. 

Applicant’s mark was then published in accordance with Section 12(a) 
on June 9, 1953. Thereafter, on June 29, 1953, the respondent in the can- 
celation proceeding filed an application to register stonEx for cementitious 
tile products,* and on September 15, 1953 an interference was instituted 
between the two pending applications. On November 23, 1954, on the basis 
of respondent’s record in the cancelation proceeding, the Examiner of Inter- 
ferences found that this applicant had prior use of the trademark sToNeEx, 
but that since the other party to the interference, [applicant here] and his 
predecessors, had “continuously sold tile under the name sToNEx, not used 
as a technical trademark, but, nevertheless under that name,” applicant was 
precluded from registering the notation sTONEX as a trademark for the 
same or related products. The Examiner of Interferences then held that 
the application here involved “is rejected ex parte, as failing to satisfy the 
provisions of Section 2(d) of the Act of 1946.” Applicant has appealed. 

Applicant has stated in his brief that “This appeal presents for deter- 
mination a single issue of law, bottomed on undisputed facts. The issue is: 
Is appellant’s application barred from registration because of any provision 

1. Reg. No. 382,993 issued Nov. 19, 1940. 


2. Canc. No. 5,584. 
3. S.N. 648,717. 
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of Section 2(d) of the Act of 1946?” This, of course, is not the real issue. 
The real issue is whether or not applicant is entitled to the registration 
sought, and, if not, then the subsidiary question is raised as to whether or 
not registration should be refused for “failing to satisfy the provisions of 
Section 2(d) of the Act of 1946.” 

The fact findings of the Examiner of Interferences based on the record 
before him may be summarized as follows: 


1. August H. Sexton adopted the mark sToNEx about 1938 and 
used it on a cement tile manufactured by a related company under 
Sexton patents, and in 1940 he obtained a registration of the mark for 
those goods. 


2. In 1940 Sexton sold the mark and registration to a corporation 
of which he was president, and within a few weeks the corporation 
failed, and the full consideration for the mark and registration were 
not paid. 

3. In 1943 Sexton again entered the tile business under the name 
of A. H. Sexton & Co. 


4. In 1946 the A. H. Sexton & Co. business was sold to one 
McDonald who operated the business with his family under the name 
CEM-GLAZE CO. 


5. About a year or a year and a half later Cem-Glaze Co. failed 
and one Brogly leased the property and facilities. 


6. In 1949, Sexton sought to sell sronex and the registration to 
this applicant, but the instrument of assignment was never executed. 


7. In 1949 the present applicant went into the tile business, 
using the word sTONEX as his mark; and in August of 1949 he filed this 
application. 


8. In 1950 Brogly purchased the property, buildings, and all 
equipment from McDonald’s mother; and an assignment of sTONEX 
and the registration was executed in favor of Brogly by Sexton. 

9. In the meantime, Sexton had given “licenses” to others to manu- 
facture tile and permitted them to use the word sTONEX on it; and for 
some five years, at least one person other than those claiming rights in 
STONEX had been selling sToNEx tile. 


10. Brogly is, on the record, the successor to the business and good- 
will of Cem-Glaze Co. and A. H. Sexton & Co. and of all rights had 
by them in the use of the name sTONEX in connection with the goods 
involved here. 


11. Brogly, since early in 1949, and his predecessors, since at least 
as early as 1946, have, from the same business location, continuously 
sold tile under the name sTONEX, not used as a technical trademark, but 
nevertheless, under that name. 


The record further shows that one witness commenced working for A. 
H. Sexton & Co. in February of 1946, and that he had sold sronex tile 
from the same business location since 1946—first for A. H. Sexton & Co., 
then for McDonald’s Cem-Glaze Co. and then for Brogly; and another wit- 
ness testified that he had purchased sToNex tile from the same business loca- 
tion since 1946 and had used it in building projects in the Miami area. In 
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addition, it shows that the present applicant worked for Sexton and for 
A. H. Sexton & Co. in 1945 and 1946, but it is not clear whether or not he 
continued working with McDonald in Cem-Glaze Co. 

In any event, the record is sufficient to show that Ketchin Brick & Tile 
Company used the word sTONEX on tile and tile products made under Sex- 
ton’s supervision from 1938 to 1940; Ketchin Brick & Tile Company con- 
tinued to manufacture sTONEX tile and tile products for Sexton’s corporation 
after it was organized in 1940; Sexton manufactured sToNnEx tile and tile 
products in 1941 and 1942; in 1945 and 1946 applicant worked for Sexton 
in the sToNEX tile business; McDonald sold stonex tile and tile products 
in 1946 and at least part of 1947; Brogly sold stonex tile from 1949 to 
the time testimony was taken in 1952; Three Star Industries sold sTONEX 
tile from about 1947 without objection from Sexton or any other of the 
users, and no control over the nature or quality of the product was exer- 
cised ; negotiations were entered into between Sexton and applicant in 1949 
for sale of the registration of STONEX to applicant, but the instrument of 
assignment was not executed, the reason given by applicant being the high 
price of steel and cement. In August of 1949, applicant commenced selling 
STONEX tile, and presumably he, Brogly and Three Star Industries—none 
being related to the other—are continuing to sell it. 

The record, as a whole, leads to the conclusion that sToNEXx is not being, 
and has not been, used as a trademark. It has been, and is being, used as 
the name for a tile and tile products. It does not indicate souree—it names 
the product. Under these circumstances, it is not a trademark and is not 
registrable by anyone for tile and tile products. 

The decision of the Examiner of Interferences in so far as he found 
that applicant is prior user of sSTONEX and that the application fails “to 
satisfy the provisions of Section 2(d) of the Act of 1946” is not understood. 
Applicant was not—and the Examiner of Interferences so found—the first 
user of sToNEX for tile products, and after divers others had used the word 
for a number of years as the common descriptive name for tile and tile 
products, applicant could not claim any trademark rights in the word. The 
Examiner of Interferences erred in rendering “judgment of priority” to 
applicant on the record in the case. 

Section 2(d) of the Act of 1946 provides that registration shall be 
refused if an applicant’s mark, when applied to its goods, so resembles a 
previously registered mark or previously used and unabandoned trademark 
as to be likely to cause confusion, mistake or deception. In the present 
situation, the word sought to be registered by applicant resembles neither a 
registered mark nor a tradename previously used by another. The Examiner 
of Interferences erred in holding that Section 2(d) had any application to 
the facts of the case. Registration should have been refused on the gruund 
that the mark does not distinguish applicant’s goods, and under the facts 
presented, it cannot distinguish his goods. 
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The decision of the Examiner of Interferences is affirmed, but for the 
foregoing reasons. 





AIRCRAFT-MARINE PRODUCTS v. 
AMPOWER PRODUCTS CO. 


No. 32674 — Commissioner of Patents — June 14, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

AMPOWER for portable electric spot welders is not confusingly similar to A-MP 
for electrical terminals and wiring devices, connectors and connector blanks; A-MP 
for pliers and leverage type hand tools, pneumatically and hydraulically operated 
portable tools, and power operated machine tools; A-MP-0-LECTRIC for machines for 
applying electric terminals; A-MPLIPRESS for bench presses; AMP-SULATION for insu- 
lated electrical connections and leads; AMP-O-MATIC for die presses for applying 
electrical terminals and light presses for general use; or A-MPLI-VERSAL for hand 


tools. 


Opposition proceeding by Aircraft-Marine Products Inc. v. Ampower 
Products Co., application Serial No. 627,616 filed April 5, 1952. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 

Curtis, Morris & Safford, of New York, N.Y., and William J. Keating, of 

Harrisburg, Pennsylvania, for opposer-appellant. 


John B. Hosty, of Chicago, Lllinois, for applicant-appellee. 


Lexps, Assistant Commissioner. 

An application has been filed to register AampoweEr for portable electric 
spot welders, use since April 4, 1952 having been asserted. Registration has 
been opposed by the registrant of a-mp for electrical terminals and wiring 
devices, connectors and connector blanks ;* a-mp for pliers and leverage type 
hand tools, pneumatically and hydraulically operated portable tools, and 
power operated machine tools ;* a-Mp-0-LEcTRIC for machines for applying 
electric terminals;* A-MPLIPREsS for bench presses ;* AMP-SULATION for in- 
sulated electrical connections and leads;> amp-o-mMaTic for die presses for 
applying electrical terminals and light presses for general use ;* and A-MPLI- 
VERSAL for hand tools.’ The Examiner of Interferences dismissed the oppo- 
sition, and opposer has appealed. 





oe 


. Reg. No. 405,714 issued Feb. 15, 1944; and Reg. No. 515,577 issued Sept. 27, 
1949. 


Reg. No. 559,403 issued May 27, 1952. 
Reg. No. 539,253 issued Mar. 13, 1951. 
. No. 525,053 issued May 9, 1950. 

Reg. No. 567,972 issued Dec. 16, 1952. 
Reg. No. 546,509 issued Aug. 14, 1951. 
Reg. No. 529,500 issued Aug. 22, 1950. 


TS BUR go fo 
© 
a 











Vol. 46 T. M.R. AIRCRAFT-MARINE PROD. v. AMPOWER PROD. 1001 


Opposer contends that it has a family of a-mp marks, and that pur- 
chasers familiar with its products sold under its marks would be likely to 
assume that AMPOWER spot welders emanated from it. The Examiner of 
Interferences stated with regard to the asserted “family of marks” : 


“To establish asserted rights in a family of marks, the proponent 
must, by competent evidence, establish customer recognition of such 
rights * * * The mere uncorroborated assertion by a single interested 
witness is deemed insufficient to establish such recognition. Each of 
opposer’s marks therefore must be considered separately in its relation- 
ship to any confusion which might be likely to be created by applicant’s 
mark.” 


Opposer’s record consists of the testimony of its sales manager who 
testified generally about the opposer’s marks and its products, as well as 
its customers, and he identified a number of brochures and other sales 
promotion publications which had been distributed by opposer. 

The record shows that applicant’s primary mark is a-mp. The witness 
testified that he was familiar with the marks a-MP, AMP-0-LECTRIC, 
A-MPLIPRESS, AMP-O-MATIC, A-MPLI-VERSAL, AMPOLEX, AMPLI-FILM, AMP-SULA- 
TION and champ; that all of these marks were in use by opposer prior to 
April 4, 1952; and that they have been “in continual use.” 


The exhibits comprise a page from a catalog (Copr. 1949) showing 
A-MP on crimping head assemblies and A-MP A-MPLIPRESS in connection with 
presses for installing solderless terminals and connectors; a brochure (Copr. 
1946) showing amp solderless wiring devices and crimpers, and AMP presses ; 
a page from a catalog (Copr. 1949) showing A-MP A-MPLI-VERSAL bench press 
and amp cutting heads; a brochure (Copr. 1948, 1949) showing a-mp solder- 
less terminals, AMP-O-LECTRIC electrically operated wire terminators and 
AMP-O-MATIC air operated wire terminators; a brochure (Copr. 1942, 1944, 
1945, 1946, 1947, 1948, 1949 and 1950) showing a-mp automatic machines, 
AMP-O-LECTRIC wire terminators and AMPSULATION used to refer to a process; 
a brochure (Copr. 1943, 1944, 1945, 1947, 1948 and 1950) showing A-mp 
terminals; a booklet (Copr., 1941, 1951, incl.) entitled “a-mp Technical 
Data Catalog” featuring a-mp terminals; a brochure (Copr. 1946, 1947, 1950 
and 1951) featuring a-mp pneumatic hand tools; a booklet (Copr. 1948, 1949 
and 1951) featuring a-mp power terminals and connectors, hand hydraulic 
tools, pneumatic hand tools, automatic machines and presses; a brochure 
(Copr. 1948, 1949 and 1951) featuring a-mp terminals and tools; a brochure 
(Copr. 1951) featuring a-mp terminals and tools; a brochure (Copr. 1948- 
1952, incl.) featuring AMP-0-LECTRIC automatic wire terminators; a booklet 
entitled “The Harrisburg Story” (Copr. 1952) featuring amp terminals and 
tools; a booklet (Copr. 1948-1951, incl.) featuring a-mp terminals and con- 
nectors for the railroad industry; a booklet (Copr. 1950, 1951 and 1952) 
featuring a-MpP controlled wire terminations for aircraft and AMP-0-LECTRIC 
wire terminating machines; a booklet (Copr. 1948-1952, incl.) featuring 
A-MP solderless terminals and connectors; a brochure (Copr. 1943-1952 incl.) 
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featuring A-Mp and amp terminals and AMP-O-LECTRIC machines; a brochure 
(Copr. 1943-1952, incl.) featuring a-mp pressure crimp, terminals and 
connectors ; and a booklet (Copr. 1953) featuring a-mp capacitors. 

These and other exhibits indicate that opposer also claims trademark 
rights in CAPITRON for capacitors; AMPLI-FILM for dielectric sheets ; POLYZOL 
for insulating material; soLISTRAND for terminals; cERTI-crimp for hand 
tools; AMPLI-cRIMp for hand tools; DIAMOND arip for terminals; BOMB-TAIL 
for connectors ; KNIFE-DISCONNECT for terminals; pLasTic-erip for terminals; 
PLASTI-BOND for terminals; PRE-INSULATED for terminals; AUT-0-ENDs for 
terminals; champ for hand tools; staNparp for terminals; and AUTO-CRIMP 
for terminals. 

There is nothing in the record which indicates that the various marks 
containing A-MP, AMP and AMPLI are so advertised and promoted together 
as to bring about purchaser recognition of a “family of marks.” There is 
nothing in the record which can lead to a conclusion that opposer has a 
recognized “family of marks”—but the record does show that it has a 
“family of products” sold under the a-mMp mark with more than a score of 
secondary terms used to identify specific items sold under the a-mp mark. 
There is no question but that opposer has a valuable goodwill in its trade- 
mark a-mP for its line of tools, terminals, connectors, capacitors and presses 
—and it is obvious that the mark is made from the initials of its corporate 
name, Aircraft-Marine Products, Inc. 

There is also no question but that opposer has combined its a-mp mark 
with sundry suffixes to form secondary marks for some of its products. 
Opposer’s rights in its marks, however, are limited to those which it has 
used; and it may prevent registration only of those others which, when 
applied to another’s goods, are likely to cause confusion or mistake of 
purchasers. 

The only question, then is whether AMPOWER, when used on electric spot 
welders, as a result of appearance, sound or significance, is likely to be 
associated with opposer or with its products sold under its a-mp mark or 
any of its subsidiary marks embodying A-MP, AMP or AMPLI. 

The products of both parties are sold to skilled users. 

Applicant’s mark is written in a stylized capital and lower case print- 
ing with an illustration of a bolt of lightning below it. Opposer’s mark 
A-MP is in capital block letters; and its subsidiary marks feature amp or 
A-MP in larger letters or as a syllable separated by a hyphen from the suffix 
syllables so that applicant’s mark does not so resemble opposer’s marks in 
appearance as to be likely to cause confusion, mistake or deception of 
purchasers. 

There is nothing in the record which shows how purchasers call for or 
order opposer’s goods marked a-mp—but the derivation of the mark, when 
coupled with the fact that the first two letters are separated by a hyphen, 
suggests that they may be referred to as a-M-P products. If they are other- 
wise referred to, the burden was upon opposer to offer proofs. AMPOWER, 
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being a single word, is likely to be pronounced as aM-POWER rather than 
AMP-OWER. It does not sound like AMP-0-MATIC, AMP-O-LECTRIC, AMPLI-FILM, 
AMPLI-VERSAL, AMPLI-PRESS, AMP-SULATION or ChAMP. 

There is no such connotation or meaning of AMPOWER, when applied to 
electric spot welders, as to suggest either opposer or its products sold under 
its A-MP mark or any of its subsidiary marks embodying AMP, A-MP or AMPLI. 

Under the circumstances of this case, there is not believed to be any 
reasonable likelihood of confusion or mistake of purchasers. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE GOLD SEAL COMPANY 


Commissioner of Patents — June 15, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
R.S. 4915 action did not determine question of registrability of mark GLAss 
WAX as secondary meaning mark, even though adverse to applicant’s mght to 
register mark as technical trademark; Patent Office should upon applicant’s request 
consider all properly presented evidence of secondary meaning and determine 
registrability of applicant’s mark. 


Application for trademark registration by Gold Seal Company, Serial 
No. 541,384 filed December 16, 1947. 8S. C. Johnson & Son, Inc. requests 
that Patent Office decline to take further action on application. Request 
denied. 

See also 40 TMR 1017, 41 TMR 1024, 44 TMR 518, 45 TMR 1075. 


Paul, Paul & Dugger, of Minneapolis, Minnesota, and Beale & Jones, of 
Washington, D.C., for Gold Seal Company. 


Francis C. Browne, of Washington, D.C., for 8S. C. Johnson & Son, Inc. 


LeEps, Assistant Commissioner. 


This application was filed on December 16, 1947. On February 16, 1948, 
applicant filed a petition to make the application special, stating, among 
other things: 

“For the Commissioner’s information the applicant is seeking reg- 
istration of this trademark under Section 2(f) of the Lanham Trade- 
mark Act of July 5, 1946 * * *. The applicant * * * will submit 
evidence to the Examiner of Trademarks affidavits from all parts of the 
United States showing use of the mark and extensive advertising of 
the same through trade channels, newspaper advertising, and radio 
advertising.” 

The application as filed complied with the then existing rules of prac- 
tice concerning registration of secondary meaning marks; but the rules 
were changed in 1949 to require certain allegations if registration of a 
secondary meaning mark was sought. 
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On February 17, 1948, the petition to make special was granted. 

On March 17, 1948, a notice of publication was mailed to applicant, 
and on March 23, 1948, the mark was published in the Official Gazette. 

The opposition by 8. C. Johnson & Son, Inc. was duly instituted. 

In the opposition proceeding, the Patent Office, on September 14, 1951, 
found that applicant’s mark was nonregistrable by reason of Section 2(e) 
of the statute; that the application could not be considered as being “an 
application under Section 2(f),” and the question of whether or not the 
mark had become distinctive was not in issue; that applicant was not pre- 
cluded by the decision from filing a new application “appropriately worded” 
under Section 2(f) ; and that the decision was without prejudice to consid- 
eration of registrability of the mark on such an application. For some 
reason which is not apparent from the decision, the opposition was sus- 
tained,’ although registration was denied on ex parte grounds. 


On March 10, 1952 applicant filed in the District Court for the District 
of Columbia a civil action against the Secretary of Commerce and the Com- 
missioner of Patents seeking a decree requiring the Commissioner of Patents 
to register the mark. (Civil Action No. 1078-52.) The defendants moved 
to dismiss because of the absence of an indispensable party (S. C. Johnson 
& Son, Inc., opposer in the Patent Office proceeding). The motion was 
denied,? and defendants were required to answer within twenty days. On 
September 2, 1952, S. C. Johnson & Son, Inc. moved to intervene in the 
action on the ground that it was a real party in interest, and in addition 
to submitting its proposed answer, it submitted a proposed cross-claim 
against defendants asking the Court to declare that the words GLass wax, 
as used by plaintiff, do not constitute a lawful trademark and that the 
plaintiff is not entitled to register the words as a trademark; and to enjoin 
the defendants from registering GLASS WAX as a trademark under any pro- 
vision of the Act of 1946 and from granting to plaintiff a certificate of 
registration under any provision of the Act. 

Meanwhile, on March 12, 1952, applicant filed in the District Court for 
the District of Columbia a civil action against the Secretary of Commerce, 
the Commissioner of Patents and 8. C. Johnson & Son, Ine. (Civil Action 
1102-52) seeking: (1) a decree that it is entitled to the registration sought ; 
(2) an order that the Commissioner be directed to register GLASS WAX as a 
trademark; and (3) an order that the opposition filed by S. C. Johnson & 
Son, Inc. be dismissed. The defendants Secretary of Commerce and Com- 
missioner of Patents answered on June 24, 1952; and after several exten- 
sions of time, 8S. C. Johnson & Son, Inc. answered on August 29, 1952. In 
the latter’s answer, it included a counterclaim against plaintiff seeking: (1) 
an injunction against representing that GLass wax is a registered trade- 
mark; (2) a declaration that plaintiff is not entitled to register gLass wax 


1. 90 USPQ 373, (41 TMR 1024), September 14, 1951. 
2. 94 USPQ 58, July 3, 1952. 
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in the Patent Office as a trademark; and (3) an order that plaintiff be 
required to pay to counterclaimant $5,000,000 in damages for use of a false 
description or representation as referred to in Section 43(a). It also in- 
cluded a cross-claim against the defendants Secretary of Commerce and 
Commissioner of Patents seeking the same declaration and injunction as 
set forth in the proposed cross-claim submitted in the other civil action. 

Defendant-cross-claimant-counterclaimant §. C. Johnson & Son, Ine. 
moved to consolidate the two actions. 

Defendants Secretary of Commerce and Commissioner of Patents op- 
posed intervention as a cross-claimant in Civil Action 1078-52, and they 
moved to dismiss the cross-claim in Civil Action 1102-52. 

On October 20, 1952 the Court, in Civil Action 1102-52, ordered dis- 
missal of the plaintiff’s complaint and the cross-claim in so far as they 
related to plaintiff’s right to register GLAss WAX as a trademark under the 
provisions of Section 2(f) of the Act of 1946. Plaintiff appealed; and 
defendant S. C. Johnson & Son, Inc, moved to dismiss the appeal. On Janu- 
ary 7, 1954 the Court of Appeals granted the motion to dismiss the appeal 
on the ground that the order which formed the basis of the appeal was not 
a final judgment and was, therefore, not appealable.* 

On June 1, 1958 the Court, in Civil Action 1078-52, granted the motion 
of S. C. Johnson & Son, Inc. to intervene and to answer; denied it leave to 
intervene as a cross-claimant and struck the proposed cross-claim; and sus- 
pended action on the motion to consolidate until thirty days after the deci- 
sion on the plaintiff’s appeal from the order in Civil Action 1102-52. 

On February 15, 1954 the Court entered an order consolidating Civil 
Actions 1078-52 and 1102-52. 

The cases ultimately went to trial, and the decision of the District 
Court* may be summarized as follows: 


1. GLASS WAX is not a notation inherently incapable of functioning 
as a trademark. (Footnote 18, and amendment dated April 20, 1955 
to the original decision, paragraph 2.) 


2. GLASS WAX is not deceptive and is not unregistrable by reason 
of Section 2(a). (April 20, 1955 amendment to decision, paragraph 1.) 


3. GLASS WAX is not merely descriptive and is not for this reason 
unregistrable under Section 2(e). (April 20, 1955 amendment to deci- 
sion paragraph 3.) 

4. @LASs wax is deceptively misdescriptive and cannot be regis- 
tered as a “technical” trademark. (Decision, section 2, 105 USPQ 411, 
45 TMR 1081.) 


5. Since the evidence of secondary meaning had not been consid- 
ered by the Patent Office, and since the statute providing for review by 
the District Courts was not intended to authorize the Courts to consider 
matters not considered on the merits by the Patent Office, evidence of 


3. 100 USPQ 79 (44 TMR 518), January 7, 1954. 
4. 105 USPQ 407 (45 TMR 1075), March 24, 1955 and April 20, 1955. 
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secondary meaning would not be considered. (105 USPQ 413, 45 TMR 
1083.) 


6. The Court of Appeals in Gold Seal Co. v. Weeks (100 USPQ 
79, 44 TMR 518) held that registration sought on the ground of 
secondary meaning did not present a separate and distinct claim from 
allegations that GLAss WAX is neither merely descriptive nor deceptively 
misdescriptive, so that judgment dismissing the action as to secondary 
meaning was not a final judgment. (See footnote 27, 105 USPQ 413, 
45 TMR 1083.) 


7. The contention of S. C. Johnson & Son, Inc. that eLass wax does 
not constitute a trademark or a lawful mark was without merit. (Foot- 
note 28.) 


8. All of the contentions raised in the counterclaim were dismissed. 


Thus we see that registration of aLAss WAX as a “technical” trademark 
was refused, and applicant’s evidence dealing with secondary meaning was 
not considered by either the Patent Office or the District Court. 

Shortly after the decision of the District Court and during the pendency 
of an appeal to the Court of Appeals filed by S. C. Johnson & Son, Inc. 
from an adverse decision on its counterclaim in Civil Action 1102-52, ap- 
plicant on June 14, 1955, filed substitute application papers alleging dis- 
tinctiveness as shown by evidence separately submitted. The evidence 
submitted was in the form of the record in the opposition and in the civil 
actions. 

On June 21, 1955, jurisdiction of the application having been granted 
to the Examiner of Trademarks for the purpose of considering entry of the 
substitute papers, the examiner noted that an appeal was pending in the 
civil action (No. 1102-52), and action on the substitute papers was sus- 
pended by him pending termination of the appeal. 

On March 8, 1956 the Court of Appeals, in a per curiam decision, 108 
USPQ 400, affirmed the District Court as to the matters raised by S. C. 
Johnson & Son, Ine. in its appeal. 

On March 16, 1956, opposer filed a motion for stay of mandate, and on 
March 30, 1956, the motion was denied. 

On April 13, 1956, the Assistant Commissioner remanded to the Ex- 
aminer of Trademarks the application for entry of the substitute papers 
and for consideration of and action upon the evidence dealing with secondary 
meaning. 

On April 25, 1956, opposer filed in the Patent Office a communication 
contending that Rule 2.136 “clearly and unequivocally” precludes consider- 
ation by the Patent Office of the papers presented by applicant. 

The rule states that if, on termination of a proceeding involving an 
application, the judgment is not adverse, the application returns to the 
status it had before institution of the proceeding; and if the judgment is 
adverse, the application stands refused without further action and all pro- 
ceedings thereon are considered terminated. 
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The judgment of the District Court was adverse to applicant in so far 
as its right to register GLASS WAX as a “technical” trademark is concerned ; 
but there has been no determination of the question of its registrability as 
a secondary meaning mark. The evidence dealing with distinctiveness which 
was presented has not been considered either by the Patent Office or the 
District Court. 

Subsection (f) of Section 2 of the statute provides that nothing in the 
Section shall prevent registration of a mark used by an applicant if such 
mark has become distinctive of the applicant’s goods in commerce unless it 
is expressly excluded by subsections (a), (b), (c) or (d). It has been found 
by the District Court that Lass wax is not unregistrable by reason of sub- 
section (a), but that it is unregistrable by reason of the “deceptively mis- 
descriptive” provision of subsection (e). In view of the clear mandate to 
the Commissioner to refuse registration of certain marks and to register 
others, and in view of the fact that the clear mandate of Section 2 of the 
statute is not rendered inoperable by failure to comply with a rule (promul- 
gated in 1949 after the application was filed) which requires an applicant 
to allege distinctiveness of a mark unregistrable by reason of Section 2(e), 
and in view of the fact that applicant has now complied with the rule, the 
Patent Office should, upon request of the applicant, consider all properly 
presented evidence of secondary meaning and determine registrability of 
applicant’s mark. (See Stromberg-Carlson Co. v. Schulmerich Electronics, 
Inc., 108 USPQ 286, 288 (46 TMR 491).) 

There has been no decision adverse to the applicant in respect of the 
question of registration of GLASS WAX as a secondary meaning mark. The 
Examiner of Trademarks will consider the evidence presented in the record 
before the Patent Office and in the record before the District Court in the 
civil action, and if the evidence supports a finding that auass wax has 
acquired a secondary meaning—i.e., has become distinctive of applicant’s 
goods—registration will issue without re-publication or other action. 

Opposer’s request that the Patent Office decline to take further action 
on the application is denied. 


ENDO PRODUCTS INC. v. STRONG, 
COBB AND COMPANY, INC. 


No. 33297 — Commissioner of Patents — June 26, 1956 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Physicians are not immune from mistakes and the likelihood thereof is enhanced 
by the illegible handwriting in which prescriptions frequently are written. 
Examiner’s dismissal of opposition involving application for TETROBARBS, used 
on sedatives, and TETRABEE, used for a vitamin preparation, based upon opposer’s 
purported failure to show cause under Rule 24.4 why the opposition should not be 
dismissed, reversed by Assistant Commissioner. Since applicant’s prior registrations 
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of TETROPENTOBLRB and TETROSECOBARB for sedatives indicated that even further con- 
tractions of applicant’s mark was possible and since the products of both parties are 
sold only upon prescription and the consequences of any resulting confusion would 
be serious, the opposition should not have been dismissed on motion. 


Opposition proceeding by Endo Products Inc. v. Strong, Cobb and 
Company, Inc., application Serial No. 646,500 filed May 5, 1953. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Reversed. 

See also 45 TMR 239. 


A. J. Nydick, of New York, N. Y., for opposer-appellant. 
Albert L. Jacobs, of New York, N. Y., for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register TETROBARBs for a “sedative 
preparation comprising a combination of phenobarbital sodium and penty- 
lene-tetrazol,” use since March 11, 1953 having been asserted. Registration 
has been opposed by the registrant of TeTRABEE for a vitamin B complex 
preparation for vitamin deficiencies.. The Examiner of Interferences dis- 
missed the opposition, and opposer has appealed. 

The parties to this proceeding were before the Assistant Commissioner 
in connection with a petition for interpretation of Rule 24.4 of the rules 
of trademark practice in effect prior to August 15, 1955. The decision on 
the petition, reported at 104 USPQ 72 (45 TMR 239), remanded the pro- 
ceedings to the Examiner of Interferences for issuance of an order to show 
cause why the opposition should not be dismissed. Opposer responded to 
the order with its argument as to why the opposition should not be dis- 
missed, and upon consideration of the response and considering the marks 
and the goods, it was the opinion of the Examiner of Interferences that 
there was no likelihood of confusion, mistake or deception of purchasers, 
and the opposition was therefore dismissed. 

It appears from the application file that applicant owns registrations 
of TETROPENTOBARB? and TETROSECOBARB’ for a sedative described identically 
with that set forth in the present application. From this, it must be con- 
cluded that applicant has adopted a contraction—TETROBARBS—of these two 
marks previously used and registered for its product. Opposer pointed this 
out quite forcefully in its response to the order to show cause; and it also 
contended that the tendency to shorten words may well bring about further 
contraction resulting in a mark substantially identical with opposer’s mark. 

Opposer presented the following additional argument : 


“There is no paucity of language. A trader cannot—indeed is not 
allowed to, insist upon a right of registration of a mark, merely because 


1, Reg. No. 404,121 issued Nov. 2, 1943. 
2. Reg. No. 579,804 issued Sept. 8, 1953. 
3. Reg. No. 579,805 issued Sept. 8, 1953. 
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on careful analysis, or through meticulous side-by-side comparison, he 
ean point to differences between his mark and one previously used. In 
dealing with trademarks, we deal with memories, idiosyncrasies of 
pronunciation, variations in vocalization, tendencies to syncopation of 
words, and many other psychological and linguistic-affecting moods, 
actions and factors.” 


It appears from the specimens submitted that the products of both 
parties are pharmaceuticals sold only on prescription of physicians. They 
must therefore be presumed to move through the same trade channels. As 
was said in R. J. Strasenburgh Co. v. Kenwood Laboratories, Inc., 106 USPQ 
379, 380 (45 TMR 1508) (Com’r., 1955) : 


“* * * nhysicians are not immune from confusion or mistake. Fur- 
thermore, it is common knowledge that many prescriptions are * * * 
handwritten, and frequently the handwriting is not unmistakably 
legible.” 


Moreover, as stated in opposer’s response, the further contraction of appli- 
cant’s mark by physicians is not beyond the realm of possibility, and when 
the nature of the products and their purposes are considered, the conse- 
quences of confusion may be serious. The language of the Court in Cole 
Chemical Co. v. Cole Laboratories, Inc., 101 USPQ 44, 47, 48 (44 TMR 647) 
(E.D. Mo., 1954) is apropos here: 


“Confusion in medicines must be avoided * * *. Prevention of 
confusion and mistakes in medicines is too vital to be trifled with.” 


The foregoing considerations—some of which were advanced by opposer 
in its response to the order to show cause, and the others of which appear 
from the record—raise doubts sufficient to support a refusal to grant appli- 
cant’s motion to dismiss. The decision of the Examiner of Interferences 
granting the motion is reversed. 

The proceeding is remanded to the Examiner of Interferences for the 
setting of applicant’s trial period and rebuttal period ; and the matter should 
proceed to final determination on the merits. 


KNAPP-MONARCH COMPANY v. COUTINHO 
No. 32882 — Commissioner of Patents — June 26, 1956 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Opposition filed by prior user of mark REPEL-A-MIST, for an aerosol insect 
repellant, to an application for REPEL-O-STIK, as used on solid stick-like insect 
repellant, the products of both parties being designed for use on the body, sustained. 


Opposition proceeding by Knapp-Monarch Company v. Henri Coutinho, 
application Serial No. 634,140 filed August 19, 1952. Opposer appeals from 
decision of Examiner of Interferences dismissing opposition. Reversed. 
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Bair, Freeman & Molinare, of Chicago, Illinois, for opposer-appellant. 
Jacobi & Jacobi, of Washington, D. C., for applicant-appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed to register REPEL-O-STIK for an insect 
repellent, use since June 15, 1951 having been asserted. Opposer claims 
ownership of REPEL-A-MIST as a result of its prior use on an insect repellent. 
The Examiner of Interferences dismissed the opposition, and opposer has 
appealed. 

Opposer’s record shows that early in 1947 it adopted and commenced 
using REPEL-A-MIST on an insect repellent packaged in a valved container 
(commonly called an aerosol container) and some 116,339 units were sold 
under the mark before applicant claimed first use; and some 187,583 units 
were sold under the mark before applicant filed its application. Opposer 
has advertised its REPEL-A-MIST product by direct mail, in national consumer 
magazines and by television. Prior to 1952, most of opposer’s advertising 
was placed in national magazines, but in 1952 it shifted its advertising 
emphasis to national television. Up to the time applicant filed his applica- 
tion, opposer had spent more than one hundred thousand dollars in adver- 
tising REPEL-A-MIST insect repellent. 

Applicant’s record consists of his application file and copies of regis- 
trations noticed under Rule 282. The notice is defective since there is no 
indication of the relevancy of the registrations, and their relevancy does 
not appear from an examination of the marks and the goods identified 
therein. 

Applicant, in his brief, states that his product is “a solid stick-like 
insect repellent applicable directly to the human skin.” Opposer’s record 
shows that its product is an insect repellent for application to the human 
skin. The products of the parties, therefore, are insect repellents for appli- 
cation to the human skin—one in spray form and the other in stick form. 

In view of the market which opposer has established under the mark 
REPEL-A-MIST prior to the date upon which applicant filed his application 
(the controlling date in the absence of evidence of earlier use), it seems 
inevitable that purchasers would assume that REPEL-0-STIK is opposer’s 
product in another form. Under such circumstances, applicant’s mark, when 
applied to his goods, is likely to result in that type of confusion contem- 
plated by the statute. 

The decision of the Examiner of Interferences is reversed. 
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THE JUVENILE SHOE CORPORATION OF AMERICA 
v. THE SRIESS-PFLEGER TANNING CO. 


No. 32881 — Commissioner of Patents — June 28, 1956 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
No likelihood of confusion found to exist between applicant’s mark SMOOTHIE 
for leather and opposer’s prior registration of SMOOTHIES, used on shoes, it not 
having been shown that leather marks come to the attention of the public and the 
opposer being presumed to have made the strongest showing possible, so that the 
absence of such evidence could not be treated as inadvertent. 


Opposition proceeding by The Juvenile Shoe Corporation of America 
v. The Griess-Pfleger Tanning Co., application Serial No. 641,293 filed 
January 26, 1953. Opposer appeals from decision of Examiner of Inter- 
ferences dismissing opposition. Affirmed. 


Kingsland, Rogers & Ezell, of St. Louis, Missouri, for opposer-appellant. 
Edward A. Brand, of Washington, D. C., for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register smooTuie for leather, use since 
January 10, 1953 having been asserted. Registration has been opposed by 
the registrant of smooTHies for leather or kid shoes and slippers.’ The 
Examiner of Interferences dismissed the opposition, and opposer has 
appealed. 

Opposer’s record consists of copies of its registration, and a stipulation 
of facts, which, in so far as they are pertinent, may be summarized as 
follows : 


1. The marks shown in Registrations Nos. 294,485—314,738— 
547,678 and 582,631 (THE CLINIC SHOE for shoes; smooTuHies for shoes; 
ALWAYS STANDARDS OF EXCELLENCE for leather ; and GLOVELK for leather ) 
have been continuously used by opposer on the goods recited since the 
dates of first use specified therein. 


2. Opposer’s leather marks GLOVELK and ALWAYS STANDARDS OF 
EXCELLENCE are used on opposer’s shoes—at least on THE CLINIC SHOE— 
upon which separate and distinct shoe trademarks appear. 


Thus, for purposes of this proceeding, the record shows that opposer 
uses two of its own leather marks on at least one model of its own shoes 
identified by its own shoe trademark. The record fails to show whether or 
not opposer has followed a practice which has created purchaser recognition 
that some of the marks it uses are leather marks and others are shoe marks; 
or whether or not other shoe manufacturers follow this practice; whether 


1, Reg. No, 314,738 issued July 10, 1934. 
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or not any shoe manufacturers use a leather manufacturer’s mark—other 
than their own—on finished shoes; or whether or not there is any practice 
in the shoe industry which would suggest that leather trademarks used in 
the manufacture of leather products ever become known to the purchasing 
public. 

Presumably opposer made the strongest showing possible, and the ab- 
sence of evidence of this nature creates a presumption that there is no 
industry practice which would result in applicant’s leather mark ever being 
applied to manufactured leather products. 

While it is true that leather is used in making shoes, it is also true that 
leather and shoes do not move in the same trade channels. Leather is sold 
to manufacturers of leather products—and this record leads to a conclusion 
that the mark under which the leather is sold does not reach the purchasers 
and users of finished leather products, with the single exception of opposer 
who uses its own leather marks on at least one of its finished shoes. 

Opposer relies on those cases in which the Patent Office tribunals and 
the Courts have held that piece goods and finished garments are so related 
in character that confusion is likely to result from use on such items of the 
same or substantially similar marks.? It is well-known that it is common 
practice for fabric manufacturers to furnish hang tags or labels to garment 
manufacturers for use in connection with the sale of the garments, so that 
not only does the fabric mark frequently reach consumers who purchase 
the garments, but consumers are often interested in the identification of 
the fabric in garments and therefore look for the fabric mark. This record 
contains no comparable facts to indicate—and it is not common knowledge 
—that such a situation exists in the leather and leather products industries. 

On the record here, it must be concluded that no confusion, mistake or 
deception of purchasers is likely to result, and applicant’s mark may there- 


fore be registered. 
The decision of the Examiner of Interferences is affirmed. 


PERMA-STONE COMPANY v. PERMA-ROCK 
PRODUCTS, INC. 


No. 32264 -— Commissioner of Patents — June 29, 1956 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Likelihood of confusion found where opposer had created a demand ow its 
trademarked products prior to applicant’s first use, the marks PERMA-STONE and 
PERMA-ROCK create an identical impression by reason of substantial identity in 


2. Goodall-Sanford, Inc. v. J. M. Wood Mfg. Co., Inc., 100 USPQ 256 (44 TMR 
712) (Com’r., 1954), and cases cited therein; Burlington Mills Corp. v. Sondra Under- 
garments Co., ’ Inc., 97 USPQ 46 (43 TMR 651) (Com’r., 1953) ; Wawak, Inc. v. Solomon, 
92 USPQ 253 (42 TMR 329) (Com’r., 1952); Rogers "Peet Co. Vv. Eastman Kodak Co., 


69 USPQ 396 (Com’r., 1946). 
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meaning, and the goods are such as might be thought to emanate from the same 
source; such differences as exist in the products, the marks and the channels of 
distribution serve only to enhance the likelihood of confusion. 
Opposition to application for PERMA-ROCK in connection with materials used as 
a filler, body or for other purposes in the industrial arts, filed by owner of regis- 
trations for PERMA-STONE, used on building construction molds, cementitious sur- 
facing, artificial stone made therefrom and coloring admixtures used in concrete, 
_ plasters and cement mortars, the products of both parties being sold to different 
channels of the building trades for use in construction or alteration work. Oppo- 
sition sustained. 


Opposition proceeding by Perma-Stone Company v. Perma-Rock Prod- 
ucts, Inc., application Serial No. 631,305 filed June 17, 1952. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 


Ira Milton Jones, of Milwaukee, Wisconsin, for opposer-appellant. 


Robert I. Dennison and Nelson H. Shapiro, of Washington, D. C., and 
Nathan Hamburger, of Baltimore, Maryland, for applicant-appellee. 


Lzeps, Assistant Commissioner. 


An application has been filed to register perMA-ROCK for an aggregate 
material in powdered or granular form for use as a filler, body or other 
purpose in the industrial arts, use since May 14, 1952 having been asserted. 
Opposition has been filed by the registrant of perMA-STONE for molds for 
use in building construction; and for cementitious surfacing; artificial 
stone made from cementitious materials; and coloring admixtures and other 
ingredients in powdered form for coloring and texturizing concrete, plasters 
and cement mortars.? The Examiner of Interferences sustained the oppo- 
sition, and applicant has appealed. 

Opposer and its predecessor have been, since 1929, engaged in the 
manufacture and sale of builders’ facing materials and equipment under 
the trademark PERMA-STONE. Specifically, the products include molds, 
facing compounds, coloring powders, wax membranes and an admixture 
(trademarked DIATEX) used with the facing compound aggregate for in- 
creasing plasticity, water resistance and strength. Some laths have been 
sold by opposer under the PERMA-STONE mark, but this constitutes a minor 
portion of its business. 

Opposer’s products are sold through some three hundred dealers located 
in all states of the United States and in seven foreign countries; and the 
business of these dealers consists in substantial proportion of the applica- 
tion of cementitious facings to exterior and interior walls by means of 
opposer’s molds in which opposer’s materials are cast to simulate stone. 


1. Reg. No. 281,621 issued to a predecessor on March 24, 1931, and renewed to a 
predecessor. 

2. Reg. No. 439,000 issued to a predecessor on June 1, 1948 and published by a 
predecessor in accordance with Sec. 12(c) on Aug. 23, 1949. 
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Annual sales volume of PERMA-STONE color compounds has averaged 
approximately two and one-half million pounds; and the best estimate of 
the dollar value of PERMA-STONE work applied by dealers has averaged 
approximately $20,000,000 annually over the past seven years. 

Advertising of opposer’s products in the form of simulated stone is 
carried on at a rate of more than $100,000 annually, and its dealers spend 
an additional amount estimated at a million dollars annually. Advertising 
media include newspapers, national consumer and trade periodicals, maga- 
zines, and trade and industry shows. 

Applicant, organized in November of 1951, is engaged in the business 
of producing lightweight aggregates for use in the construction and indus- 
trial chemicals fields. Applicant first used PERMA-LITE as a mark, and in 
May of 1952 it commenced using the term PERMA-ROCK on its aggregates. 
The aggregates are used as a substitute for sand in plaster for interiors and 
in concrete for exteriors. Some of it is sold to the industrial chemical 
industry for use as a filter medium, and for use as a soil conditioner in 
fertilizers. 

Applicant’s product is sold through builders’ supply houses, and from 
May of 1952 to March of 1954, when the testimony was taken, total sales 
had amounted to approximately 1,000,000 bags. Some $35,000 to $40,000 
were spent in advertising during the same period through what applicant 
terms “literature promotion.” Its products have been tested by Under- 
writers Laboratories at a cost of some $15,000 to $20,000. 

It is clear that both parties sell products for use in the building trades 
—PERMA-STONE to its dealers who do the installation for the builders, and 
PERMA-ROCK to building contractors who do plastering and concrete exterior 
work. The ultimate purchasers may be the same, but the actual trade chan- 
nels are different. This is not conclusive of anything, however, where, as 
here, the products are of such a nature that they might reasonably be 
thought by builders to have a common origin. 

The marks PERMA-STONE and PERMA-ROCK create, as the Examiner of 
Interferences said, “the identical commercial impression since they are sub- 
stantially identical in meaning.” Since opposer had established itself in the 
builders’ field and had created a demand for its PERMA-STONE products 
through extensive advertising and sale many years before applicant entered 
the builders’ supply business, it seems inevitable that those in the building 
trades would immediately associate PERMA-ROCK with PERMA-STONE and would 
be led by the mark to believe that there is some trade connection between 
the two, or that PERMA-ROCK is another product put out by opposer and 
distributed in a different way. The differences between the products and 
the differences in their distribution channels, when coupled with the differ- 
ence in the marks—albeit they create the same commercial impression and 
psychological reaction—enhance, in my opinion, the likelihood of confusion. 
See: Miles Laboratories, Inc. v. Goodfriend, 106 USPQ 336 (45 TMR 1380) 
(Com’r., 1955). 
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Under these circumstances, a type of confusion contemplated by the 
statute is likely to result, and registration to applicant is therefore pre- 
cluded by Section 2(d). 

The decision of the Examiner of Interferences is affirmed. 
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